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Vo | . Poststelle (BMJV) . |

Gesendet: \ . Mittwoch, 28. Januar 2015 14: 36
An: Druckerei
Betreff: R WG: Court fees sub group ‘ '
~ Anlagen: S . 28.01.15 Collation of expert panel comments on court fees consuitat»on
o and assumpttons doc.doc - . o

1. bitte ausdrucken und die Antage{n) einzein heften.
2 ans Hauptbﬁro schicken,

Vieien Dank unef Grult, Faxstelle

—-—Ursprﬁngliche Nachricht—-—- Co o
Von: Karcher, Johannes ‘ o :
Gesendet meoch 28 januar 2015 14:31

f\An Poststelle (BMJV)

Betreff WG: Court fees sub group

_ Bttte GG

7 Grus
K,af‘cher

w-»Ufsprﬁngliche Nachricht—-—-
Von: Jacobl, Axel : e
‘Gesendet: Mittwoch 28. Ianuar 2015 13:06

- An:Karcher, johannes, ;

© Betreff: WG: Court fees sub group

Auch dies will ich ihnen nicht vorenthatten

; Jacobi, Axel

Dear ali,

Please see the attached ‘dgcum‘ent,“ which contains all the expert panet comments, for our discussion this afterncon.

+

Speak to you all this afternoon,

N 2R ] 2065
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. —Original Apgointment— R ,
From: — . - L e

_ Suhj : Court fees sub group
When: 28 January 2015 13:00-15:00 (U‘!‘C) Dublin, Edlnburgh Lisbon, London
| ‘Where Teiecoa / Conf-1G32

Dear a!i

: An appointment for our court fees dtscussion on Wednesday, Fhope this time is okay for everyone (13~00 UK time,
" 14 00 CET) : .

- To join the teleconference please diaI-here are toll free numbers avaiiab!e Mease check the
'attached pdf if you. would be interested in using one of those y : v , .

| You wil then be prompted to input a PiN followed bvthe hash key~ . ()

. 'Finallv you wm be asked to state your name and then press the hash key Once this ks completed you will jo§n the '4
' te!econferem:e '

’

! look forward to speaking to you all on Wednesday,

<< File: meefingzone-numbersbdf.pdf >>
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Court fees consultation document Expert panel comments (Jan 2015) f .

General comments

S g

‘c‘om:nents _ : S .

These comments have neoassanly focussed on negatwe aspects because tnat is .
what needs to be said. Overall however | welcome the proposals. The points | have
raised can all be addressed with adjustments — not by wholesale changes..

.coinﬂrents
in principle, the proposed Rules appear rather balanced

in 'the “Explanatory Note” it is stated

edium-gized enterprises, micro-entities, natural persons, non-profit
isaﬁon% iver ; | | '
i the parties for the costs incurred by the Court, recognising the

to the parties involved, and the ob;ectlve of a self—ﬁnancmg Court
nances. :

In my opinion, with the current proposal it is likely that this balance will not be struck.

On the contrary, the high level of the value-based fees risks to reduce significantly
the number of claims, above all the claims or counterclaims, for revocation. With this
in mind, it is necessary to balance, on. one hand, the interest of the system to fund
the Court and the correspondent interest to maintain a high number of cases and on
the other hand not to discourage the SMEs to adhere to the system.
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Court fees consuitation document Expert panel comments (Jan 2015)

The core topic anyway, conceins the compat‘bility'betWelen the system described
and the two requirements established by Article 36: covering Court’s costs and
allowing SMEs to use it. These needs, after all, go hand in hand. '

_.comments |

i also think that there will be a substantlal amount of direct revocatlon claims in the
Central Division. There are several reasons. Firstly many companies may see this

as-a more attractive form of attack than the opposition system of the EPO. The latter R
is far too 'siow the evalu'aﬁon of evidence is_ poor aind y('m have fo start the

encourage “clearing the way” :

oppositson system in the UK (and 4; ows that oppositions decline

hugeiy

@ comments I . : _

If a patent tumns out4g wuld'never have existed in the first place. If the

patent resists a nuilitye S v after the litigation is higher than before. As a

result of this re ke that a nullity action should bear fixed fees higher
- i use of the higher compiexuty‘ of the litigation) but no

edetermined value based fee could be added in certain

hBh the complexity of the litigation appears to be higher than
ircumstances (the number of parties, the ‘nu_mber of patents,

Counterclaim for revocation

. @ comments

1 respectfully disagree with the suggestion in the Note that the questfon offees for a
counterclaim has anything whatsoever to do with the idea that there should be the
ability to have “simple plea of invalidity” by the defendant in an infringement action.
‘That suggestion is wrong.. If a “plea of invalidity” was appropriate instead then that

7140
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ourt fees consulitation document - Expert panel comments (Jan 201 5)

wou!d mvo!ve a court dectdmg that a patent is mvaild If the court comestosucha
conclusion it would be wrong not to revoke the patent. There is no merit in
distinguishing between a counterclalm for revocation and a plea of invalidity.
Therefore if no value based fee should be charged for “a simple plea of mvalidrty"
then no fee should be charged for a counterclaim for revocation. s

I don't follow how a value based fee for a oouﬁterclaim for revocatlon would work. In
most cases the value of the infringement action to the patentee will be the same as
the value of the validity of the patent. it will be the monopoly profit the patentee
earns for its goods. The effect of losing the infringement claim on tf e patentee is
that they will face competltion That is the same effect if the patent 8ige '
" recognise that in some cases the two effects maydifferbut! d@izbt |
much in most eases

So oonsider a patentae starts an infringement case
" monopoly profit in the market. is €1 OM. The value ¢
€10M. So why should the court collect another v
$0 means that the fees are really double w
such counterclaim for revocation in Gem

bifurcation. Bifurcation
to bé skewed so as 1o C

. %if there is only ane overall dispute, surely there should be
based on the value of that dispute, regardless of its

@M comments

Just a few observations with regard to whether there should be a fee for a LER

counterclaim for revocation and, if yes, whether the fee shou_id: be reduced.

It seems to be clear from the point of view of the Agreement that there is only an
action for revocation or a counterciaim for revocation but no validity defense.
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Court fees consultation, document Expert panel comments (Jan 201 5)

The aim of a counterclaim for revocation is not the dismissal of the infringement
action but the revocation of the patent. A revocation affects everyone in the market. -
The dismissal of the infringement action is only a (not thef) consequence of a
successful revocation action. The counterciarm for revocation is an action not a
defense :

. Court fees have to be paid not for defenses but for actions. | T
What is the value of an action or a counterciaim for revocatson from an econom;c

point of view? It is the value of the patant that shall be revaked or, utitin another
way, the monopoly that is given by the patent or, to put it i ina thsrd \
have to pay when they use it, Iegally or illegally, which means ‘
damages and in case the owner uses his patent saved license

htsgatnon of the revocetaon action. How
a lump sum of 25 % of the value ofditis

sd¥ee irespective of the value of the patent? Froma
he answer shouid be no. Actlons for revocatlon and

If from a political angie however a reduction is considered to be destrsb

only the fee for a counterciaim: should be reduced but likewise the fee for an action
for revocation. Reducing only the fees_ for a counterclaim for revocation but not for
actions for revocation seems to be arbitrary. The subject-matter of both actions is.
same, meaning the validity of the patent. A political reason for a fee reduction couid
be that an action for revocation he!ps to identify and squash falsely granted patents
but this goes both ways
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Court fees consuitation document Expert panel comments (Jan 2015)

Ifa fee reductcon is oons;dered the fee still should be sngmﬁcant in order to avoid
oountercla:ms for revocation that are ﬁ!ad just to have a try but still keep the court
busy . ¢ ‘

o comments:

There i is a strong body of opinion, at !east in the UK, both among,_ .practitioners and
-users that there should be no value-based fee for a counterclaim foregyc 1
justification for such a view is, as clearly stated in the Explangd otagthat in very .
many cases a counterdalm wnll be the oniy baszs for defe )

can envisage
ultiple patents

concemed there wil, as
counterclaims than i is atp
The sugge‘stion by, _
be reduced by 25
i_nte_rest in inva__iid i

¢ defendant’s contribution to the public
ovel one but, frankly, does not seem to me

‘ i observe that a counterclaim for revocation is a mean of defense
used in 80% of the mfnngement actions. It's sometimes an action of its own right but
it's veryr rare in our case!aw :

ThIS demand will have effect mter partes but also erga omnes if the patent is
revocated -
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Cou"rt fees ponésultat'ibn document - Expert panel commants (Jan 2015)

Regardmg that a big percentage of European patents are nowadays revocated by
national couits, it's a big mottvatlon to grant the defendant a true possibility usmg this
mean of defense .

~_And | understand that the German caicuiatlon of the vaiue of the case is of no use
for the counterclaim of revocation because of the Genmnan bifurcation system iself.

- Is there some caselaw about that ?.If yes I'd be very pleased to know it and also to

" have more information about the German method of calculation of the value of the
case which is someti':mg for me very opaque '

In the same way, it 'd be very usefuit to have a guideline to catcﬁl__a g the va%ué of the
case ; maybe not a guideline defined by the rop but a guideline dis
judges’ themsetves at the ear!y beginnmng of the Court

By the fact | thsnk that the fee fora countero!aim ofre ' e .
t i.e. has this -
fixed fee to be as htgh as the fee for the mfring' e orhasitto

be a lower one.
Keeping a fee for the counterciaim of reyfatiof i, for the revocation action

is just a way to promote the bifurcatioifigystem is syStem is not the main
choice of UPC rules but onIy an . 4 ' -

| ..coim_ment‘_s

In‘case of a counter
no additional val

ity in an mfnngement action there should be
being. the oounterciasm a simple defense against an
n case the patent were found to be invalid.

tion: volume of cases

These may by way of counterclaim or original action. | think there is likely to be
large amount of both types. JL s
{a) In all non-bifurcating junsdsctions I know' of it is common for there to be a
counterclaim for revocation. Contrary to hype about quality - frol€ the Egoﬁ
patents -are invalid or are two wide. The counterclaims may be &cause the mam'
defence is invalidity or because the defendant is asserting that the- ‘patent is invalid if
it is wide enough to cover him. 'And indeed sometimes the defendant only attacks
the patent conditionally and wsll be content with the answer “not infringed” without the

court going on to decide valtchty One cannot go by the: figures from automatlc

11/40



_ 05.03.2020
45 2015, gov. redacted www.stjerna.de

(':ourt fees consultat!on document ~ Expert panel comments (Jan 201 5)

bifumating countries where Enfringem'ent is dealt with first such as Germany. The
reason is simple. If a defendant is injuncted he may well not think it commercially
worthwhile to go on and contest the patent - though even in Germany | believe Prof.

- Harhoff and others have. shown that no Iess than 15% of patents on which an
m;unctlon is. granted are later found invalsd * :

On other thtng Wh!Ch might be checked. The US has mtroduced via the AIA, the
‘post grant inter-partes review. itisa way of attacking validity (and avoiding a jury!)
This has, | believe, a standard fee of $27, 000 and seems fo be working well.

Claims for Revocation — Fees | .
Should the fee for a centrai revocation ciaim be dtff
counterclaim? There are some who think so, the reasonbein afging
party for defending himself and the fee ought to be lower than i ;e on the
attack. | do not accept this. | do not think there s} at
defending yourself and getting a patent out
- commercially much the same thing. o :
The level of fees is however problematic. ° ms. Firstly how is the
party seeking revocation able in any ti a value for the patent?
* He knows little of the value to the pa form
revocation is worth to him. The Ger o it'By some so! |
that wou!d not appfy Furope-y B e if the patent is valid is likely to
; geking revocation. There is a\_ real

W comments:

has given good reasons why there should be a fixed fee and a
value based fee tor the countercliaim for revocation. in addition | would argue thata
mere fixed fee opens up the door to.use the counterclaim in each infringement case
as a standard reaction. With the discussed set of fees this would be avoided

~ because of the associated cost risk. |

10
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@ comments
Proposals:

.There should be a fixed fee and a vaiue based fee for the countarc!atm for
revocation. :

However, the amount in both cases, should be 25% lower than the fixed fee and
25% lower than the value based fee respectively of the fees fof .mdependent
revocataon action (a 75% fee).

There shouid be no change of fees, if the counterclaim
from the mfnngement action (spm bxfurcation)

The oosts of the infringement achon and _the co hegg arglaingfor revocation
should be decided upon separately pursuant to Riile 1188(new humbering). Rule
- 22.1"value of the dispute” should be chang ordigh ‘ |
Cousequences _
| The “Ccunterciasm for Rev rem in twithout brackets) (1) in the
proposed Rule 370.3 (page 2) ige 5) for fixed fees with a fee of
- 75% of the fee of the revoca
The “Counterclaim or " be included into Table Il (page 6) for
value-based fees i | @dditional remark stating that for revocation
counter-claims fee should be 75% of the fee for the revocation
action. | » H
The “Co iigor Rgvocation” should be delétéd_ (1) from the list in Rule 370.5

(paggs8).d 4' W (page 7) for other procedures and actions; these places

The counterclaim for revocation has a double nature, wherefore both opm:ons on
page 13 can claim a part of the truth: (1) The counterclatm for revocatlon is - as the
revocation action — an action_of its own right: It survives the w:thdrawat of the
infringement action. it may be appeaied separately from the infringement action. It
may be separated from the infringement action. It may be stayed of its own right
(EPO opposition procedure). {2) However, the counterclaim for revocation is also a
‘means of defence triggered by the infringement action.

11,

13/40



‘ ‘ : 05.03.2020
45_2015, gov. redacted ‘ - www. stjerna.de

Court fees consultation document EXpert panel comments (Jan 201 5)

The defendant in an infringement action is excluded with a mere defence-argument
of nullity (contrary to Art. 32(1)(a) UPCA), which would be perfectly sufficient to
safeguard his own interest. He is obliged fo raise a counter-action for revocatiohi
order to serve the public interest in free competition. Heis partly used as a tool in the
public interest ("private attorney general”) to do more than what would serve his own
purpose The “objective interest of the filing party” (Rule 370.6) is supporting the
action only partly. The other part is supported by the public interest—for wh:ch the
defendant should not be obliged to pay. ' .

Now how to determ:ne the value of the "public interest-part"? The counterclaim for

revocation may be well founded unfounded or even frivolous ertainly, the
defendant’s interest is domanant A fair distribution, therefore, .to be 76%
rest, 25% ublic interest. Opinion 1 (] fily

fee) does not take -account of tha defendant's specia ind“a very
valuable patent in order to gain a very valuable free ' 'ore he must -
pay a value-fee.. Opinion 2 (page 13: fixed fees g ‘ i e
not take aocount of the public mterest—part

exdusively_ by the

The mdggendent{gvogg_tgg_n claim, {o ‘
interest of the claimant. He is not forc n, even if an infringement
action is imminent where he could raise m with the advantage of a claim

_ g lecision outside any infringement
action, in many cases para-ﬂ% ' ph procedure. There is no reason

to grant a "rebate” to him

admin cost('?) On the other’ hand if the fee apphes to one "EP” (no matter how many
states are designated) then it could be unfair because it means that patentees wrth
patents designates a few states subsidise the owners of EPs which designate many
states. Does the 50,000 assumption (Table 3) for opt outs in year 1 refer to natlonal
designattons or not? -

It seems odd to have no “opt in” fee at all since there will be an administrative cost.
If the admin costs is truly so small as to be not worth: coiiectmg then that presumably

12
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applies to opt ouf fees as wei! A nil rate for opt in” undermines the !egitlmacy of a
non-zero fee for opt out”.

W comments:

The fixed fee for the “Application for opt-out (R. 5.5)" seems to be too low bearing in-
mind that the system needs a sufficient number of cases from scratch. Afee inthe
amount of € 80 or even less is not a big hurdie for opting-out.

‘cdmrhents:

may be argued that nil fee wﬂi merely encourage opt
~ be willing to ac;:ept an administrative fee of the ordeg

' "co'mments

| think that the option'?.erd fee for tﬁe op ' ti signal for users of UPC
and that these fees will have to cover '
second opt:on i.e. BOE.

But there is a prob!em with be: :
-of important portfolio of p s ovant enterprises .

Whilst €80 sounds little for a single patent, it is a lot if many hundreds of patents are
involved. | think we need a reduction for bulk opt-out. It is not really possible to

justify a fee which is significantly greater than the administrative cost: as many have

said why should a patentee have to pay for opting out of a system which he never

contemplated when he apphed for his patent? The proposed zero opt-in fee
highlights that this is not an administrative cost but a money making exercise. | think

it impossible to justify €80 out and €0 in. | suggest the same fee for both, with a

reduction for bulk either way.

13
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Court fees consultation document Expert panel comments (Jan 201 5)

@ comments:

R
e

OPT-OUT FIXED FEE:
There are two eptiOnS' zero fee or €80.

Needless to say, users would prefer the no-fee. optten Those mshmg to remain
outsnde the UPC shouldn’t be substdtsang it.

widely anttcipate €100.
| However, even €80 is too high if 'it is me

The Assumpttons propose a eost~reeevery model, his weltbme; _ ‘no figures (

are given for the expected administrative cost of i lor or is ﬁgegggﬂ
any modelling of projected income from opt-oy n gwen is that “As .

any opt out fee should effecgi'v'e__iy.'pey for

predicted. So, Icannot agree w:th-

,\-*

The o@%@r ariyone opting out a number of EPs will soon mcunt up. A modest

portfolio of 18 B EPs would cost €8.000 to opt out everythmg, ‘while a portfolio of

: 1.000 EPs would.cost €80.000k. This is not an inconsiderable penalty for rematmng
 inasystem you thought you'd bought into i m the first p!aoe

b
SEEE

As the ept-out procedure wﬂi presumabiy be eiectromc the admin cost could should
not increasé proportionally for ‘muitiple patentslapphcataons Specifically, a reduction
“could apply when a batch of European patentslappllcatlons owned by the same
proprietor is opted out srmuitaneous!y '

14
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Court fees consultation document ~ Expert panel comments (Jan 2015)

One option would be to have a reduced fee per case for e.g. 10 or more cases with a
cap on the fee at say 50 cases, perhaps usmg a tiered approach, illustrated by the
foliowing exampie

[ No of patents/applications =~ | Fee
 opted out simultanecusly
(same proprietor)

11- 9 cases ' -
10 — 49 cases

50 or more cases

patent/application, not per designated/validated
about this distinction, which was not clear in garie
be worthwhile emphasising in the public cans
patentlapphca_tson '

ed fee (€8§) is per

" WITHDRAWAL OF OPT-O

 Azero fee will probably gff

_ many. Nice though it sounds, a zero
fee seems to be at oddSuith

ery’ approach Perhaps the admm cost

siig those that do; A consistent policy approach
al fee should be other than zero if withdrawal is also

1 Opt-out if fixed fee is €80 | ‘ g

Assumptions
+ Assume 600k EP patents still in force (this is the to{al number of EPs granted
over the last 10 years, ignoring all patents granted in previous 10 years so
maybe not a bad indicator of number of EP patents still in force today).
« Assume 1M applications pending (based on filing rates of well over 200k p’.ei.
. over the last 5 years.).
« _ If the fee is EUR 80 per patentlapphcatzon it regresents gotential revenues

for !egacx cases of EUR 120M fora 100% op_t out rate.
15
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. Addir;g cases filed in the transitional pen‘o_d could account for another EUR
140M (7yrs x 250k applications p.a. x EUR 100). o

' Hence, projecteﬁ reVenués during the transitional phase:

Revenue Opt-out rate
260M | 100%
130M - _150%
8M 33%

2.6M 1%

* List of actions incurring fixed and value based fees %

No comments

Level of fixed fees for actions also inc

Scomments
The proposed Court fees in gé
the amount. '

W comments G, )

i fixed fees are about right. The fixed fee for the
gmately 3 times what is currently paid in the United
g _for counterclaims and revocation actions is significantly
but in the case of a counterclaim

Aécumufation of actions as bases of fixed fees

lam wandenng if we have to separate the d:fferent stages of an actlon orto consmier
an action in its totaixty

Do we have to ask a fee for the apphcation to determsne damages and apphcatlon
for provisional measure , all filled in the UPC about the same infrigement action .
This concept is rather far from a French idea of a dispute but | assume the fact that
fees have to meet both the ﬁnancmg of the Court and a fair access to the Court.
And accumulat:on of fees, even fixed fees may be a huge obstacie for SMEs

16
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| @ comnients:

Fee levels | : :
I think these are about right. If a caseis worth more than €30m then the fee does
have to be that hight — moreover the court should spend more time on it than it would
- for a smaller case pursuant to the proportionality principle built into the rules. But
such a figure does mean that the fee raduchon rule is :mportant for genatnely pocr‘
. SMEs .

post grant Vinter-pa‘rt_es review. It is a way of aﬁacking' valj
This has, | believe, a standard fee of $27,000 and see

@ comments:
Fixed fees
: Prdposalé:

The feé for a ,éounterciaim r
A. |. above). '

Th
'The fee is almost 100% more than the fee for mfnngengent

fion. #t, normally, will comprise all elements of the lnfﬁnge?ﬁéﬁt
ion. Adding up 50% should be sufficient. :

The fee for “cthe:r ooun‘ferqlainis pursuant- to Article 32( 1)(3)’ should be deleted.

Reason: “Counterciaim™, in Art. 32.1(a) UPCA, is a defensive
argument, not a counter-action. Example: The Court can hear the
argument *the injunction c!amgsmisuse of market power under Art.
102 TFEU". But it is not competent for an action {counter-action) based
on that same argument -

17
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List of actions inéurring‘ fixed fees only

.comménts: o | - R

The list of 17 Ruiés for ﬁxed fees is not complete. M:ssang are Ruies 80.3, 97 2 and
- 206.5. They shou#d be mcluded '

Rule 371 also must be amended. There, the fo!lowmg Rules are mtssing and should

' be mcluded Rules 80.3, 88.3, 97.2, 207.8, 206.5, 250, 320 2,333, Qﬁﬂd 356 2.

Level of ﬁxed fees for fixed fee only actions

‘bdmmehts -
‘The proposed Court fees in general also ap'
- the amount.

However, the fixed fee for the * ‘ -out{B. 5.5)" seems to be too low
- bearing in mind that the syste
fee in the amount of € 80 or i

Also the fixed -feés‘for
of an order for inspe®

Rate A Offi and for an appiscahon for leave to appeal a cost !‘
deﬁtaliy there is no prowsnon for any payment in the current
too high.

| am warndering if we have to separate the dlfferant stages of an actton orto cons:der
an action in its totality. : .

Do we have to’ ask a fee for the application to 6ete:mme damages and appltcaﬁon
for provisional measure , all filled in the UPC about the same infrigement action .
This concept is rather far from a idea of a dispute but | assume the fact that.

* fees have to meet both the financing of the Court and a fair access to the Court.
And accumulation of fees, even fixed fees, may be a huge obstacle for SMEs.

18
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§ comments'

Otherwise a number of “less important” judic:al actlvmes could have higher fees
such as protectwe letters, which will replace de facto precautionary negative actions
of asceértainment; measures for the precautlonary gathering of evidence (that are like -
the Italian measure of the “descnptlon }, which anyway requires an authonzatlon and
a prei:mmary evaiuation by the judge. : ’

The costs of other- procedures and actions appear to be qu:te reasonable and too
low in cen‘.aln cases (lodging a protechve letter: 200 E) :

-comments

Fee levels : ,
I think these are about right. If a case is worth m

‘have to be that hight - moreover the court shouid
for a smaller case pursuant to the proportionalityiigri
such a figure does mean that the fee redu
SMEs, - _
: e
‘comments ‘ ,
.Proposal Delete reference o C > cation (see. A. 1.).
gisional measures (R. 206.5) should be
ion to preserve evidence (R. 192.5) and
s (R. 200. 2)

registration (date) for both is a work w:th 1mportant consequences (possible damage-
claim against the UPC, if the following action is raised before the wrong court and
rejected because of wrong regsstratlon)

Proposai The fee for Apphcatton for leave to appea! (R. 221) should be put after fee
for Interiocutory appeals (R. 220.1(c) and lowered to 2.000 €

Reason The procedure to determine the. amount of costs should not cost almost
one-third of the fee for the main action.
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Pfoposai:’ The fee fo‘r tnteric)cutozy appeals should be 7.000 € in the proceedmg;e

~ pursuant Art. 59, 60, 61, 72 and 67 UPCA. it should be 500 € for the gppeals in

: proceedmgs pursuant. Art. 49(5) UPCA. (determination of another Ianguage) Caveat
A fee for underiymg m [ is missing- (proposa! 300 €)

Reason The fee for appeais agasnst orders pursuant to Art. 59, 60, 61 72 and 67
UPCA. should be slightly higher than the fee B. ll, 2 (there, 5.000 € have been
- suggested). The determination of language is for small parties mainly and a small
-matter The applicant should not be burdened with a blg fee. :

Proposai The fee for Applicatron for re-estab!nshment of nghts sho' 1h i be 1.500 €.

| defauit the fee there is 1 000€

Level of value based fees
@ comments

Given this is a (more or less) par

Bfore the UPC could easily be a €2M clalm because the
jurisdiction covers more states. That sort of claim would therefore attract a
» based fee of €15K on top of the €11K fixed fee. . :

b. In the mid range'| suppose the ievels are fine although | do belteve they
- will strike many users as very high.

- ¢. Atthe top end the value based fees do not bear comparison with the scale
of the celling on recoverable costs. This is a serious probiem in my view.
‘Consider a case worth €30 million. The recoverable costs ceiling is-
€500,000 but the value based fee is €220,000! Surely that is not sensible.
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- d. Counterci'aims for revocation are likely to be commonest in high value
| cases. If there is to be in effect double the value fee for cases with a |
‘counterclaim this makes the obmpanson even more stark. How could the
court justify chargmg the litigants €440, 000 when it oniy perrmts the winner
to recover €500,000 in legal oosts?

W@l comments

In all cases, determining the value of a single case, within such a detailed list of

. values, is very difficult. The value shall necessarily be only approxate Therefore it
could be better to reduce the number of levels estabhshed by the expandmg
the range of value of each level. In addition i suggest reducing '
each category of addmonai value-based fees.

The table of the vaiue-based fees shows an unrea 3 ] ereof levels

to establish an ob}ective value of a ittigahon - OW ictBigle tsv. A three 3
_ level table is suggested for adop’uon which Wi Ba. con: - with the three level
table of recoverable costs. L ' :

“As far as the value-based fees 4 10 |
unreasonably high values. As a matter ofgadf the table gives the bigger parties the
possibility to propose and possil | '
the poorer counterparty. By the ¥
Court costs of the proceeg

The value-based fee!

First of atl I w -' ilminary oomment as long as we haven't deuded ‘
how to qual Riction — meaning until we establish Guidelines - it

' eak about numbers. Saying that we may find some
enence -~ where 25% of the drsputes are worth iess than

vcorssudenng that there is not homogene:ty of evaiuahon between
yihterfeiting actions, even if both actions are based on the “plaintiff's
mterest in @ Judicial decision”) and consequenﬂy the reference to these percentages
is not. ssgmﬁcant anymore

Secdiadly;: even’ assummg that the eva!uatson will be made with the “German method”
~ about which | do not have a detailed knowledge — statistic values of German
actions cannot be taken ipso facto for an European level, given that German actions
are, . by definition, related only to Germany (the nullity actions; cross-border
counterfeiting actions are an exception in patent litigation, because they require that
the counterfeiting activity is not guestioned, so those considered here are actions
only on the German part of an European patent and on the counterfeiting activity

21
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onIy in German ten‘itory) Since EU popuiation is four times the one of Germany,
aven considenng that (West) Germany is one of the wealthiest areas in Europe,
“these values have to be mumphed at least by Ihree indeed, we must take into
account that the value of the actions related to the whole territory of the Unitary
Patent (so more States and usually the most important) will be hagher even for those
conoermng “tradmonal” European patents. .

Thardiy, it is clear that we won't be able to precrseiy d&termme the value during e
preliminary phase, when this evaluation is actually expected. Therefore, it is
appropriate to establish a limited number of broad levels. We can imagine three
categones normal disputes, without apphcation of value-based fed$; csputes with a
mgher value than the standard w:th an apphcat:on of a ﬁ : B3

v

@ comments:

Fee levels : S |

| think these are about™s 34g worth more than €30m then the fee does
have to be that hight court should spend more time on it than it would
for a smaller ca propomonallty principle built into the rules. But

& fee reduction rule is important for genuinely poor

the basis for calculating the vaiue does reqmre discussion. For most of us who do
not practice in Germany this is a black art | understand that the parties often reach
- agreement but on what basis has never been ciear to me. (NP savs
the calculation is quite simple. If this is the case then simple guidelines (as proposed
in square brackets in Rule 370 6) would l think, .be wefcomed by non-German
lawyers and judges.. . . .

MT's comments
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Even if the Rules of Procedure establish (Art. 371) that it is duty of the judge-
rapporteur, after a debate between the parties, to determine the value of the dispute,
it may be advisable to work out some rules to assess the value of infringement

" proceedings. Of course the interim procedure involving the parties may give the
judge- the elements to take a decision for a reasonab!e value which takes into
account the interests of the parties.

The va!ue of the dispute could be deten'nmed on the basis of different elements: the '
value of the patentlpatents mvolved the value of the alleged infringement, and the
relevance and extension of the marketlmarkets involved with reference to the '
product market and the geographtcal one. po A -

Because of all these elements, ~determining the preclse valug e - in the

interim procedure e.g. before any activity to ascertam the ca cuit
task. ,

N However we cannot think of any rnechanismsto i of a pa‘tent' péf
se’, independently from any evaluations. of the {gvolve: Sin patent turns

out to be invalid, it should never have exsst d in t‘h ifirst plage. patent resists a

nuthty actlon its value after the I!tsgatioms Ghigl, thitp befolé. As a result of this

e 2 case o .
ailed rules about this. | know they do it in Germany, but no
| . I believe it to be done by convention more than any
giso think there is a real temptation for a party to underestimate
1S duce fees. | think we should have a rule saying that the party must
not only= e value but how it arrived at that value. - '

@ comments: ‘ ' P

Proposal: Delete the séhtence in brackets. There should be no- Guidelines for
assessing the value of a case.

Reasons:
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The “Declaratron calls for a fee system which is stralghtforward and predictable for
users’ wh:ch means sample not too comphcated

The German practm shows that partles normally agree on the value w:th a little
help from the judges. '

The calculatlon for the i nfnngement claim is qutte srmple Fifst step A vaiue must be
attributed to each part of the claim (injunction, damages, information). Second step .
The values are added up showing the value of the action. (1) For the injunction-claim
the loss of tumover and profits on the side of the patentee (including the danger of a
downwards driven price spiral) and the expiration date of the pater%%g relevant. (2)
For the damage-claim the turnover and the profits of the alleged it
infringement period are relevant. (3) For the information-claim g6ty
claim, a certain percentage (30%) must be added to the$ value of

of the Court's decision up to the expf \. The % "ent_' value usually is
somewhat higher than the value of th n, But there is no strict
correlation, because the aspects to takeffito act ' -

lgéat 'the beg:nmng of the action.
~on the indications of the parties.

@ comments . S

The levels of rebate look OK aithough | wonder if, for the three stages, the rebate

" might be lower at the early stage and higher later — say 50%, 40% and 35%.. That
way there is more incentive only fo start cases you mean to pursue buta bigger
discount for avordmg an oral hearing :
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‘ comments:

.This seems to be a new proposal and is designed, | imagine, to encourage parties'to
settle and withdraw cases as early as possible. | do not however believe that the -
same logic applies to dec&sions by default whlch by their nature are not voiuntary

These pro_v:ssons [r370.7(¢f) and .8] are skeletal. If they are to remain then proper
procedures need fo be set out enabling for the court to exercise its discretionary
powers bearing in mind, in the case of Rule 370.8, to need to avoid a trial within the
trial. Whether a particular fee in fact threatens the eoonomic existence of a party
seems fo me potentially to be a oomplex :ssue

’comments

I do agree the position and comments of

withdrawal), there is no need to reilmburse the feesfobause OSH f the Coun
will be main!y fixed costs alreaday exposed fo de§ 2 and th@ alteady paid
fees have to | cover these fixed costs. - § :

lthsnk thatit's preferabie-at this stage i i¢Cmulation instead of
reimbursment.

Then the possnbthty to offer a re

_nees it may be an option but it's
ess to justice.

The true saving will be more and | think we should

Reasons:

The three arguments for Reimbursing are: (1) There could be lower costs for the
Court, if the action stops before the final judgment. (2) The parties should participate
in this saving of costs. (3) Reimbursement could be a motivation for the parties to
end the court»act:on prematurely saving the Court time for other cases.

) Arguments (1) and (2) show a noble intention of the state-empioyed authors and,

‘therefore, are laudable. However, looking at the causes for the costs of the Court
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(salaries. rent of buildings, IT) the savings, if any, never would justify reductitns
between 25 and 65 %, Perhaps they could justify 2-5%. The costs of the Court are
mainly fixed costs, -not variable costs. Therefore, sadly, these arguments must be
d:scarded Thls leaves argument (3) motwation :

The most smportant cause for a premature end of the case is a gtt!gmen t. found by
the parties during the proceedmgs. perhaps with the help of the Court. In those
settlements the parties normally decide on the costs, ‘often sp[sttmg the costs
between themselves. Any reimbursement, thus, would ‘end up (divided) with both
parties. It would a p negligible part of the value of the main obligations undertaken by
the parties in the settlement. Therefore, the motivating-impact of thegsl
for reaching a settlement would be minimal. The reimbuisemer
"windfall-profit". .

On a party agamst wholf#

“not to lodge an apphcation to set aside that ded
almost all cases that party will hasten to hangs
with the step it has fai!ed to take (Rule 35/

Yeimbursed. The parties are
A withdrawal, normally, is
ent (see No 2).

t'woﬁld‘b'e bo'ught ata ﬁigh pr%ce: the

PR

Prop@a! Delg;e
Reasons

These two rules il lustrate the comp_ilcatnon-a;gument The cases enwsaged in Rule
370.7(e), first sentence, will rarely happen The cases envisaged in Rule 370.7(e),
second sentence logically, cannot arise. o

Rule 370 7 is deszgned to protect the reimbursement-system from misuse.
Possible-misuse is another argument against such a reimbursement-system. The
reference to the “stage of the proeeedr_ngs is not necessary, because this is already
taken care of in the three stages “65-25%”. “Conduct of the party” is no legal term,
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Lower fees if aconomic exis_tence is threatened/SME comments

-comménts o

| agree there is no reason to single out SMEs as such but their position needs tg be
considered in the context of the fees for lower value cases. Y

S comments:

awarding of the costs of the case against h
dispute would considerably endanger his fi
his request, order that the said party's@iability & G
accordance with a portion of the vl Stlg, that shall be appropriate to
his financial position. As a resulfgf the-ordbi, th red party shal Iikewise |
be required to pay the fees i
portion of the value in disg , ent that the costs of the case are
awarded against him ‘
shall be requ:red togeftiig totgurt f s paid by the opposmg party and the

the court may,at~

>, §rof the court. It shall be presented befom the substance of
Thereaﬁ‘er it shall only be adm:ss:b!e if the presumed or

At least item B of the proposed Rules may be drafted correspondmg%y so that

it is clear that the reduced fees appiy to just the requesting party, but not to

the adverse party, and that the reduced fees do not apply to only the Court
fees, but aiso to also cover the representative’s costs.

@i»comments:
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" These provisions [r370.7(f) and .8] are skeletal. If they are to remain then proper
procedures need to be set out enabling for the court to exercise its discretionary

powers bearing in mind, in the case of Rule 370.8, to need to avoid a trial within the

trial. Whether a particular fee in fact threatens the economsc exlstenoe of a pa;;y
seems to me potentlaliy to bea compfex issue. -

.comments. :

Reduction of fee for poor parties - | - e
{ am favour of this, though the present proposed wording of the rule A4S madequate A

little cash.

@ comments:

Proposal: Delete |

Reasons:

the ob!rgatson to carry the § : d :
proceedings) only in th gal Aid {Art. 70 UPCA) for natural persons. The
UPCA has not additior opteg, thédorm of a split value of the case for the
benefit of one of the, ds not a natural party (e.g. § 144 German
PatentG) a rulgey also been contemplated when dfaftmg the UPCA.

and “tﬁg Coui _shall refiect all circumstances of the wse (aiways necessary, not

again, “conduct of the party” (no legal term). There is no parallel to

Rule 377. 1(b): that the action has reasonable prospect of success. And there is no

~ procedure as in Rules 375-382 on Legal Aid. Therefore there are . grave

inconsisterncies between Ru%e 370. 8 on the one side and Rules 375:382 on Legal
Aid on the other side.

Since the requirements of Rule 370 7 are much w;der than those for Legai Atd they
discriminate against natural persons who cannot take advantage of Rule 370.7.
Therefore, Rule 3707 is in conﬂsct with Art. 41(3) 42(2) and 52(1), second senitehce;
UPCA.
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To state it frankly: Rule 370.7 is trying to circumvent the restriction of Legal Aid to

natural persons. This is clear from the fact that it is restricted to other persons than
natural persons. Therefore, Rule 370.7 ccnst:tutes a breach of the obisgatao
contained m Art. 41(1) second sentence, UPCA.

& comments:

| agree fo the proposal not to distinguish between SMEs and other
fees. An assessment by the court whether or not the status as SM_
be most difficuit if possible at all. As there are no sanctions age
certain probability that the non-SME partses will subsidize parti

their SME status. |
Recoverable costs

- @ comments
For the lower values (up to €0.5 : 1s (€100,000). In the UK
Patents County Court (now IPE $6f this value (up to £0.5 M) is
about half that (£50,000). ' "
For the midd!e range | éboixt right.
The ceiling is tog low gh value*Cases (cases .worth €20M+). Toolow a
ceiling will strong ent trolls and will be portrayed in public as doing
that. _ 38, recently introduced cost recovery from'the iosing

wo €30 milli . he recoverable costs ceiling is €500 000 but the value based fee
rely that is not sensible. - :

@ comments
In the “Explanatory Note” it is stated

“In this context the “Declaration of the Cohtractmg Member States...” specifies
. that the Signatory States consider that the fee system of the Court shouid Qg
" straightforward and predictable for the users”

20

31/40



: : v . 05.03.2020
45 2015 gov. redacted ' ww\w.stjerna.de

Court fees consuitation document — Expert panel comments (Jan 2015)

This statement appears eorrect wrth respect.thepropbsed Court fees, but not
with respect to the “recoverable costs of representation per instance and

party”.

| “ The proposed ranges of recoverable costs of rebr'esentati'on appear much too
. large, so that the raoovembie oosts are predictable on!y w;th respect to the _
: maximum amount of each range. ‘ S
' R o ey
irrespecﬁve of the proposed amounts 1 would prefer a list of fees
correspondmg to list of Court fees, e. g. as foi!ows . &,

Value of the dispute
~ (million €) 1 represent;

0-05

0.50-0.75

- 0,751-1,00

1.01-15 Up to 30.000 €

Up to 100.000 €

Thig proposati ing made in relation to a higher predictability, wherein it
' Sigar that the recoverable costs apply to each action, such as
infring t, révocation, counterclainy for revocation, and so on.wherein for each
action for whish a Court fee becomes due a separate value of dispute or, |
altematively a fixed fee may be proposed and decide‘d.
W‘* G

The fees to be actualiy pazd by each party may differ from the above proposed
fees.

_‘comments:
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This proposal is similar to the higher draft proposai made in January 2014 with the
exception that for a dispute with the value of greater than €4m the ‘maximum
recoverable cost of representation has been reduced from €1m to €500 GOO Inmy
view there will be a smail number of high value cases where this ceiling is too low. it
should be borne mind that the court will decide what are reasonable and
proportionate costs in any event and therefore it is not necessary for this ceiling to.be
set at such a low level. :

‘ comments

ifitisa demand of nu!my

We may consider that the level of the recoverable costs

fill an application to the Court } and if the nsk to pay.a

N defendand, if the SME loose rts case, is too high, t
be garanted and we 'l ioose a part of our users. ¢ °

We have to find a scale of recoverabie costs

s to the Court even
for small entities. " '

‘comménts'

Even the ceiliﬁg- for the clbs riy too high, because the compiexity of a -
on_ i patent or of the counterfeiting. Rather, it

houid we consider the determination of démages as.
R@ithe application of additional fixed and value-based fees? -
d system would make sense.

parison is reasonably made with German expenenoe but the UPC
‘ any value ratio shouid be 4 instead of 2. Also, the ceilings should change
to make t ues acoeptable ‘by the small parties who are not to be scared by the
possibility to lose and be in the position to pay for legal fees which they could never afford to
pay. As an example, the values of the duspute in the table could change (in million E) as

follows:

0 - 1.0: upto 100.000 (25% of the disputes);

1 = 10.0:upto250.000 (65% of the disputes);
10 - ....iupto 500.000 (10% of the disputes).
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Court fees consuitation documént ~ Expert panel comments (Jan 2015)

The percent values have been dbtaéngd with reference to the German experience. Even with
these changes only 25% of the disputes would show recoverable costs which would not
scare a small entity. | S '

e
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Assumptions docﬂment - Expert panai'comments (Jan 2015)

- Cof!aﬂon of expgrt gane! comments on assumptions document v. Januag, -
2015 organised by togi

General comments

‘-comments -

The specxﬁc proposa!s for amending Rule 370 are based on the estin ates and

will be often use
counter—-clal
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Assumptions document Expert panel comments (Jan 2015)

Table2- Deta_iled case load estimates

Specific ‘Issue: Counterclaim for revocation

-comments

The assumption that only a minority of mfrmgement cases will tnvolve a counterclaim
for revocation is surely wrong (whether it is 7% or 37%). That is not the expenencﬁ* hvd
of the UK nor (I believe) is it the experience of any state in which a counterclasm for

| revocatton is possible. The comct number wnl! be likely to_be mu

-comments

My instinct is that 7. 5% asa percentage of the nyp an
- e would work
_ provoke @
counterclaim for revocation. Even if th ' the couriterclaim acts%*'
a minor disincentive to counterclaim in ' doubtit will given the amounts

at stake in the entzre EU) 1 would |

The exception relates | hich there are likely to be counterclaims for
| i i It seems to me that the assumption that has

sep%te revo . i

in th K ceésmg to have the same justrf‘ catson) means that there is hkely

@l comments | V
| agree too. that — [80% counterclaims for revocation)).
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| -80_ percent :at. least [relating to the nunj

Assumptions document — Expe& panel commerits (_Jaﬁ 2015)‘

@ comments: | o
| agree [with— comment regarding 7.5% counterclaim for
revocation rate.being too low]. ' :

i agree with the unanimous opumon of all the other members of the expert panei in
saymg that the cases with a- -counterclaim will be at Eeas% 80%

| would add this: experiehoe in the EPO shows that there is a great tendency to.

- shower the tribunal with pteces of pnor art which are each alieged fo make the patent

invalid.

Would it make sense to have a sliding scale so that you have
say, more than 3 pieces of prior art?

Wl comments:

counterclaim for revocation is filed]

.%mme,nts

| agree. 80% of infringem
response to emails from

a substantial amount of direct revoeation claims in the

Proposals and Reasons:

Readjust Table 2, if Table 1 is changed as suggested.

Lower the number for "Infringement action”. Not all infringement actions will render a
‘value based fee. Assume 600. :

The relation for both types of revocation cases (incorrect ﬁrst line in Table 3) (288
both fees, 72 only fixed fees, Table 3) is too one-sided. it shouid be 2/3 to 1/3.

35

05.03.2020
www.stjerna.de

37/40



‘ : _ 05.03.2020
. 452015, gov. redacted o : . : ' ST : . wwwstjerna.de

Assumptions document —~ Expert panel comments (Jan 2015)

4. The assumption for Action for compensation for license of right (for both fees)s.
much too high. Transfer that rtem completely to Table 3 and assumM in Year 8.

.ﬁﬁgm&
5. There should be no value fee _for Q, \ ine dama es. The value fee
is a!ready paid for in the action on the merits. Transfer to, Table 3: onlx fixed fee. And
_ the figure should be 80% of all infringement cases, because the appeaf woﬂi
normaliy cover all orders grven by the ﬁrst instance..

6. Table 2 assumes that all Appeals (120) will be bom-fee-Appeals Thrs is not
‘ correct. The relation shouid be 2/3 of the number assumed in Table 1 (proposed

' -Corrrménts: -

Proposals and Reaso'ns'- ‘

Actronez amsighe EPO: Very few. 1woutd assume 20. - i

Appircatlon to preserve evidence: To assume 576 of 960 (Table 1} is too hrgh [
would assume less than half: 400. |

Lodgmg of a protective letter: 40 is definitely too low. Every threatened defendant will
use it: 500 of 960 cases. :

Prolong a protective letter period: That number will be much lower than 500. Assume
200. — o - - o
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Tébie 5 — Fixed fee revenues

S comments:

Proposals and Reasons'

From first line down to Other counterclaims: See .Comments on "Draft-Rules on
Court fees and recoverable costs” B.1. :

~ Counterclaim for revocation: 75% of the revocation fee. See - Comments on
"Draft-Rules on Court fees and recoverable costs” A. l

All other fixed fees: See Table 2 and 3.

Tables 8-13 — reimbursements

.Ctamments:

Rate of settlement
- The current estimate is tha
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Assumptions document — Expert panel comments (Jan 201 5)_

Appeal for ieave against a cost decision: 80 of 1 460 (see Table 1 Reason 2) is
much too low. Assume 300. :

P2

Dlscretlonary review: The ﬁgure is far too high. | assume 10 - ' KN
interlocutory appeais The ﬁgure is too low. Of 250 (No. 2) one third would be 80
w?’w .

Apphcatlon for reheanng is a rare case. 40 is far too high. Assume 5.

Re-establishmépts of rights. The figure i is too high. 10 in one year.

Table 4 — value based fee disﬁ‘ibution

N -comhrents'

| questlon the assumptions about the distribui
‘This proposes that in year 1 there will be o)
rmliron and in year 8 only 4 cases wo
even harder to predict than anything els
Points are: :

the ﬁgure fof year 8 is wrong

- Remember this is a pa : arma case worth €10 million
today in the Gen h more than €30 million as a UPC-

ont cases- worth more than- it

is not coft 8 no estimation of the value of patent cases’ot

tom our German coileagues makes it %ar that cases are
ch because the value based fee system encourages parties to
ow much the case is worth. - :

Given this 18"a (more or less) pan- EU court | wonder if the scale of the estimates is
too fine grained for iower values (especially be_iow' €10 million) but too crude at the
upper level. €30 million seerhs too low for the highest value.. Why not have a scale
1,2, 4, 8, 10, 15 20 30 50 1007 (this applies not just to estimates but also the to the
value based fee scales.)
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