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.Betreff Verfahrensordnung des Emhelthchen Patentgenchts

" hier;. - Ubersendung des vom Vorbereltenden Aysschuss gebllllgten Entwurfs an dne EU-

Kommnssnon zur Stellungnahme nach Artlkel 41 Absatz 2 EPGU

' ,..Veﬁﬁéfk-

~ Mit dem anllegenden gemelnsamen Schrelben den Vorsntzenden des Vorbereltenden Aus-
) schusses fur das Emhelthches Patentgencht Herrn Alexander Ramsay, und dem Unter—

: zenchner als Leiter der Arbeltsgruppe Recht des Vorbereutenden Ausschusses soll der Ent- :
~wiirf einer Verfahrensordnung fir das Emhelthche Patentgencht an dle EV- Kommlssnon zur

.' SteIIungnahme nach Artikel 41 Absatz 2 des Uberelnkommens ‘Uber’ ein. Emhelthches Pa-- . o
: tentgencht ubersandt werden. Nach dleser Vorschrift ist vor der Verabschledung der Verfah-»

rensordnung durch den Verwaltungsausschuss des Elnheltllchen Patentgenchts eine. Stel—

-Iungnahme der Europalschen Kommlssmn zur Verembarkelt der Verfahrensordnung mit dem °

Unlonsrecht emzuholen

- Der erste Entwurf einer Verfahrensordnung war- semerzelt von- emer Expertengruppe der EU-. o

Kommlsswn erarbeitet worden und mlt Schrelben vom 21. Juni 2013 durch den Generaldl- '
rektor der GD'MARKT,-Herrn Jonathan Faull an den damallgen Vorsutzenden des Vorberei-
tenden Ausschusses Herrn Paul Beukering, und den. Untemelchner als Grundlage fur Arbei- .

‘ten zur Verfugung gestellt worden Mit dem vorllegenden Schreiben wurd defr nunmehr zu- _
'standlgen Generaldlrekterln der GD GROW Frau Evans,. das Ergebms der Arbelten zur Stel-

Iungnahme ubermlttelt
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. Vor Absendung m..d.B.u, K. ' ‘ | B
Herrn UAL III B 7_/
“Herr AL Il ;l V W 7

M. Frau Keskin mit der. Bi;té um

“ 1) Absendung des Schre:ben nebst Anlage des Entwurfs der Verfahrensordnung (nur ;~f

elektromsch) an: Lowri, Evans@ (A/ 1*/,{ be

5
P
|
|

q .2 Gesonderte Ubersendung einér Kopie des Schréibens mit Anlage der Verfahrens-
' ordnung und nachfolgendem nschreiben (nur elektronisch) an: Mlcha- Lo
elL.KOENIG@® ?/(/éb | ‘ _ . =

Sehr geehrter Herr Konig, -

in der Anlage&ubersende ich lhnen das gerheinsames Schreiben von Herrmn Ramsay und
Herrn Karcher vom 5, April 2017 an die Generaldirektorin der GD GROW' betreffend den
Entwurf einer Verfahrensordnung fur das Einheitliche Patentgencht mlt der Bntte um Kennt-

nlsnahme

IV. . Wv.inlliB4

'V‘P-V&‘ 4‘97@7 v e l’te\ Dr lc/e.{.v hé'l)" (40&"7.)
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Stockhoim and Berfin, 5 April 2017

- Alexander Ramsay T T - Johannes Karcher . )
Chalsman of the Preparatory Commiitee . Coordinator of the Legal Working Group of the
for the Unified Patent Court Preparatory Committee for the Uniﬁed Patent
; Couﬁ
| Patent and MaiketGwd | ‘
4 ;Bundesummsmrmm der.!usuzund mrvm:-
"Box 8307 - - cherschutz -
| 104 20 Stockholm | Mofenstrafie 37
Sweden - | D-10117 Berlin
European Commission.

Director General DG GROW Ms. Lowri Evans
B-1049 Bnissels ’ '

Subject: Rules of Procedure for the Unified Patent Court

Dear Ms. Evans,

~ The Director General of DG MARKT, Mr. Jonathan Fau!i, as your predecessor with his fetter

dating of 21 June 2013 forwarded to the Preparatory Committee for the Unified Patent Court
a set of draft for rules of pmoedure for the Unified Patent Court which had been established
by a COmm:ssmn expert group. This draft has served as the basis for the work of the Prepar-
atory Committee. A broad discussion and detailed examination has since taken place in the
Committee’s Legal Working Group as well as in a group oomposed of expert plact:honexs

‘ which has lent continucus support to the working group. A comprehensive written eonsuﬁa—

tion of users has taken place in 2013 as well as an oral hearing in Movember 2014 in Trier.
The Commission Services have been consuilted particularly on points relating to EU-taw and
resulting amendments have been taken up in the draft.

A Please find attached the final draft which was agreed in the Preparatory Committee by the
" participating Member States in October 2015 with further additional amendments of June

2016, October 2016 and March 2017 and which the Preparatory Committee is intending to

3145



20065.30-9516-3-31-158-201'7

" present fo ﬁae Mmams&aﬁve Committee of the Unified Patent Court for adoption under Arti-
cle 41 of the ﬁgreemem on a Unified Patent Cout (UPGA‘; The adoption is plameﬂ forthe
first meeting of the Administrative Committee mihephaseufmemsmappﬁmhmof
the Agreement whach currently is-envisaged lo take p!aoe in May 2017.

Article 41 »(2_) UPCA pmvides that the prior opinicn of the European Commission on the com-

‘patibility of the Rules of Prooedure with Union law shall be requested. it is with regard {o this

~ provision that we would kindly ask you to forward to us your comments on the finai set of
riles. : _ .

Yours sincerely,

A [ 7 7

Johannes Karcher

/;&iandaﬂam y

I
|
i
‘1';!
SR
[\
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8th draft
of 19 October 2015 ’ ‘

- Preliminary
set of provisions’
for the

Rules of Procedure (“Ru‘les?’) of the Unified Patent Court

1. First draft dated 29 May 2009

e Dlscussed in expert meetings on 5 June and 19 June 2009

2. Second draﬂ (Part 1, Chapter 1) dated 9 July 2009, Working paper from the

Commission Servwes Council working docurnent 11813/09

e . Discussed in Council Workmg Party on Intellectual Property (Patents) on 22™ July
2009

3. ‘Third draft dated 25 Septefriber 2009

‘e Discussed in expert meeting on 2™ October 2009

4. Fourth draft dated 16 October 2009

. Dlscussed at the 5 European Patent Judges Forum on 30 and 31St October 2009

5. Fifth draft dated 27 January 2012

. D1s<_:ussed in expert meetmg on 3™ F ebruary 2012

6. Sixth draft dated 22™ February 2012

o Discussed by the Drafting Committee on 25 and 26 F ebruary 2012

7. ‘Seventh draft dated 20 March 2012

e ' Discussed by the Drafting Committee on 24 and 25 March 2012

8.  Fighth draft dated 30 March 2012

e  For technical ¢onsultation

9. Ninth draft dated 24 May 2012
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Tenth draft dated 16 October 2012
Eleventh draft dated 7 Nove_mber 2012

#  Discussed by Drafting Committee on 9 and 10 November 2012

* Twelfth draft dated 29 November

13" draft dated 14 January 2013

. Renumbered version .

14 draft dated 31° January 2013

o For further informal comment prior to the public co.nsultation‘

15" draft dated 31 May 2013

®  For public consultation

16" draft dated 31% January 2014

¢ Discussed by Drafting Committee on 16 and 17 November and 14 December 2013

in light of comments from public consultation .
¢ - Provided to Preparatory Committee on 31% J anuary 2014
17™ draft dated 31% October 2014

s Discussed by Legal Group of the Preparatory Comlmttee on 20 February, 10 Aprll
20 June

# Discussed by Legal Group of the Preparatory Comm1ttee and the Draftmg

~ Committee on 24 and 25 September 2014
18" draft dated 1st July 2015

s Discussed by the Legal Group of the Preparatory Cormmttee and the Draﬁmg
-Committee on 25 and 26 June 2015

* - Provided to the Preparatory Committee on 10 July 2015

«  Adopted by the Preparatory Committee on 19 October 2015

. Consequential amendments following the agreement on Court fees and the ceiling -

for recoverable costs submitted to the Preparatory Committee on 30. June 2016
@ Amendments by the Preparatofy Committee on 10 October 2016

+  Amendments by the Preparatory Committee on 15 March 2017
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?REAMBLE — _— e ceionienns 19
APPLICALI’ION AND INTERPRETATION OF THE RULES ... ' A- %
Rule 1 — Application of the Rules and general prmmples of i mterpretatmn ........ povnenen 20 ¥
Rule 2 Supplementary protectlon certlﬁcate ...................................... eererersieneenreerans 20 I {
‘Rule 3 - Power of staff of the Reglstry and'a sub-reg1stry to perfonn functions of ,ﬁ 5 {
the REGISIIY ....c.ceciciiierieeii et en et ee e st et veriaenan 20 | |
Rule 4 - Lodging of documents ........... ........................ 20 ] o
Rule 5 - Lodgmg of an Application to opt out and withdrawal of an opt-out....... 21 f
Rule 6 — Service and supply of orders, decmmns written pleadings and other -
documents ......... ettt estanes e ettt en et nerenseee D3
‘Rule 7 - Language of written pleadings and written e'Vidence ........... .............. .23
Rule 8— Party and party’s representauve....................................Q.-. ..... SOOI X
Rule 9 — Powers of the Court .................. ST ......... e e teaes 24
PART 1-PROCEDURES BEFORE THE COURT. OF FIRST INSTANCE................. 25
~ Rule 10— Stages of the ﬁreceedings (inter pdrtes proceedings) ..........oooeemrrernernnn.. | 25
Rule 11 — Settlement ..........evevveeeerreeeeeoeeeeeeeeeee bttt 7..-215
CHAPTER 1 - WRITTEN PROCEDURE ... T - .26
SECTION 1 - INFRINGEMENT ACTION......... I
‘Rule 12 - .Exchan;ge of written pleadings (infﬁngement action)........... e | ceerpeenenenane 26
STATEMENT OF CLAIM : ; _ 26
Rule 13 - Contents ofthe Statement ofclalm ....... 26
‘Rule 14 Use of languages under Article 49(1) and (2) of the Agreement ................. ‘28
Rule 15 - Fee for the 1nfr_1ngement ACHOMN. ...ttt et 28
Rule 16 — Examination as to formal requirements of the Statement of claim.............. 29

Rule 17 Recordlng in the register and assignment (Court of Flrst Instance

INfrNGEMENT ACHOM) ...euveveiereereenrienreisiinriesiressssseseaes et aeseberesenssegosssssssssesedsensnecssnssonn 29
Rule 18— Designation ofthe judge—rapporteur...................; ............... FERTPOUUP RSPt 30
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- PROCEDURE W;:‘[EN TBE DEFENDANT RAISES A PRELIMINARY OBJECHON........-........,. 30
Rule i9 — Preliminary objection......... ereerrereananes etrrersietere st se et asnesanns e —— 30 |
Rule 20 - Decision or order on a Preliminary objection........ . ...................... 31 \
Rule 21 = Appeal agalnst decision or order on a Prehmmary objection ................. 31 ]
VALUE-BASED FEE FOR THE INFRINGEMENT ACTION., 31 | |
‘Rule 22 - - Determination of value-based fee for the- mfrmgement action 31 j ! I
- STATEMENT OF DEFENCE .32 _ i{ I j
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Rule 25 — Counterclaim for reVoCation .........ceeveieeeeceoressie o eseeeesreienss ............. 32° '
Rule 26 — Fee for the Counterclaim for TEVOCAON oot e 33 R
Rule 27 - Examination as to formal requirements of the Statement of defence........... 33
Rule 28 — Further Eéhedule ............. freerseresernnes e1a e unma e s enma s ameasaat s sk anrssess sue s st 34
DEFENCE TO THE COUNTERCLAIM FOR REVOCATION, REPLY TO THE STATEMENT
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THE REPLY .34
Rule 29 - Lodglng of Defence to the Counterclaim for revocation, Reply to the
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Rule 29A — Contents of the Defence to the Counterclalm .................. ettt 34
Rule 30—App1ication to amend the patent............... N O 35
‘DEF‘ENCE TO THE APPLICA;I‘I(‘)N‘ TO AMEND THE PATENT 35 o
Rule 32 - Lodging of the Defence to the: Application fo amend the patent, the A
. Reply to thc'Defence and the Rejoinder to the Reply ......ccovveeeeeiereveniecee e, 35
| APPLICATION FOR ALLOCATING A TECHNICALLY QUALIFIED JUDGE TO THE -
PANEL : ; . 36
Rule 33 - AppIicatibn by a party for allocating a téchnically qualified judge............. 36
. Rule 34 - Request by the Judge-rapporteur for allocatmg a techmcally qualified :
judge ..................................... s 36 -
" LAST STEPS IN THE WRITTEN PROCEDURE 36
Rule 35 — Closure of the WEitten PrOCEAULE. ...........veererreesreeeeeesesrerseeeseeess s erereed .. 36
Rule 36— FErther exchanggs of written pleadings eeeeeeaneer s e et reseni e 36
Rule 37 — Application of Article 33(3) of the AGICEment............rvooovrrooro 3
-4-
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COUNTERCLA]M FOR: REVOCATION REFERRED TO THE CENTRAL DIVISION UNDER

ARTICLE 33(3)(B) OF THE AGREEMENT ' ’ ‘ - vere 37 y
Rule 38 — Written procedure when the central division deals with a Counterclaim l
for revocation under Article 33(3)(b) of the Agreement .......................... rrtreerereeeeeaies 37
| _ Rule 39 — Language of the proceedmgs before the central 'diVivsion ................... .37
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-5-
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-7-
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-8-
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-9 ';.‘
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' PREAMBLE

1. The Court shall conduct proceedings in accordance w1th the Agreement, the Statute and these
Rules. In the event of a conflict between the provisions-of the Agreement and/or the Statute on
the one hand and of the Rules on the other hand the provisions of the Agreement and/or the
Statute shall prevail. ' ;

- 2. The Rules shall be applied and interpreted in accordance with Artlcles 41(3), 42 and 52(1) of

the Agreement on the basis of the principles of proportionality, ﬂex1b111ty, fairness and equity.

3. Proportionality shall be ensured by g1v1ng due. con31derat10n to the nature and complexity of
each action and its importance. .

4. Flexibility shall be ensured by ‘applying all procedural rules in a ﬂexrble and balanced

- manner with the required level of discretion for the judges to organise the  proceedings in the

most efficient and cost effective manner.

5. Fairness and equlty shall be ensured by having regard to the legitimate interests of all parties

+ 6. In accordance with these principles, the Court shall apply and interpret the Rules in a way
~which shall ensure decisions of the highest quality. -

7. In accordance with these principles, proceedmgs shall be conducted in'a way which wrll,
normally allow the final oral hearing on the issues of infringement and validity at first instance ,

to take place within one year whilst recognising that complex actions may require more time
and procedural steps and simple actions less time and fewer procedural steps. Decisions on
costs and/or damages may take place at the same time or as soon as practicable thereafter. Case
management shall be organised in accordance with these objectives. Parties shall cooperate

- with the Court and set out their full case as early as possible in the proceedings. .-

8. The Court shall endeavour to enstire consistent apphcatxon and interpretation of these Rules

by all first instance divisions and the Court of Appeal. Due consideration shall also be given to

this objéctive in any decision concemmg leave to appeal agalnst procedural orders

-19.

23| 145



20065.30-9516-3-31-158-2017

APPLICATION AND INTERPRETATION OF THE RULES

" Rulel — Application of the Rules and general principles of interpretation

1. The Court shall conduct proceedings in accordance with the Agreement, the Statute and these ©

Rules, which include the Preamble to these Rules and the principles set out therein. In the event

of a conflict between the provisions of the Agreement and/or the Statute on the one hand and of -

the Rules on the other hand, the provisions of the Agreement and/or the Statute shall prevaﬂ

2. Where these Rules provide for the Court to perform any act other than an act exclusrvely.

reserved for a panel of the Court, the President of the Court of First Instance or the Pre51dent of
the Court of Appeal that act may be performed by: '

&

(a) the presiding Judge or the _)udge-rapporteur of the panel to Wthh the actron has been
assigned;

(b) a single legally qualified judge where the action has been ass1gned toa s1ngle Judge
- (c) the standing judge desrgnated pursuant to Rule 345.5.

3. References to persons in these Rules may apply to legal persons as well as natural persons.
- Words importing the masculine gender shall include the feminine and vice versa. Unless the
contrary intention appears, words in the singular include the plural and vice versa.

Relation with Agréement: Article 8(7)
Relation with Statute: Article 19(3) and (4)
‘Rule2 - Supplementary protectlon certificate

1. Subject to paragraph 2, in these Rules with the exception of Rule 5 the expressron patent”
and “proprietor” shall whenever appropriate include, respectively, a supplementary protection

certificate as defined in Article 2(h) of the Agreement and granted in respect of the patent and

the holder of such certificate.

2. References in these Rules to the language in which the patent was granted shall mean that
language and not the language in which a supplementary protection certificate in respect of the
patent was granted. : -

Rule 3 — Power of staff of the Registry and a sub-regrstry to perform functrons of the
Registry

Where these Rules refer to the Registry or- Reglstrar and provide for the Regrstry to perform any
act that reference shall include — where applicable — the Deputy-Registrar and the relevant
sub-registry and that act may be performed by the Registrar, the Deputy-Registrar or by a
member of staff of the Registry or sub-registry of the relevant division.

Rule 4 — Lodging of documents

1. Written pleadmgs and other documents shall. be lodged at the Regrstry or relevant

sub-registry in electronic form. Parties shall make use of the official forms available online. The’

receipt of documents shall be confirmed by the automatic issue of an electronic receipt, which
shall indicate the date and local time of receipt. - :

-20-
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2. Where it is not poss1ble to lodge a document electronically for any reason a party may lodge
the document in hard-copy form. An electromc copy of the document shall be lodged as soon as

‘practicable thereafter.

Relation with Agreement: Article 44

' Rule 5- Lodglng of an Application to opt out and withdrawal of an opt-out

l The proprietor of a EurOpean patent (including a European patent that has expired) or the

‘ apphcant for a published application for a2 European patent (hereinafter in this Rule 5 an

“application”) who wishes to opt out that patent or application from the exclusive competence
of the Court in accordance with Article 83(3) of the Agreement shall lodge an Apphcatron
(herelnafter in this Rule 5 an “Apphcatlon to opt out”) with the Reglstry

(a) Where the patent or applrcatron is owned by two or more proprietors or applicants, all

proprietors or apphcants shall lodge the Application to opt out. Where the person lodging an -

Application to opt out is-not récorded as the proprietor or applicant in the registers referred to in
Rule 8.5(a) and (b), respectlvely, the person shall lodge a declaration pursuant to
paragraph 3(e).

(b) The Application to opt out shall be made in respect of all of the Contracting Member States
for which the European patent has been granted or whrch have been designated in ‘the
apphcatron

2. An Application to opt out or an Application to withdraw an opt-out pursuant to paragraph 7
(hereinafter in this Rule 5 an “Application to withdraw”) shall extend to any supplementary
protection certificate based on the European patent

- (a) Where any such supplementary protectlon certificate has been granted at the date of lodging,

the Application to opt out or the Application to withdraw, the holder of the supplementary
protection certificate shall, if different from the proprietor of the ‘patent, lodge the Application
to opt out or the Appheatron to withdraw together with the proprietor.

Application to opt out, the opt-out shall take effect automatically on grant of said
supplementary protectlon certrﬁcate

(©) Paragraphs 6 and 8 shall apply mutatis mutandis. For the purposes of paragraphs 6 and 8,

‘reference to actions’

(1) in respect of a European patent shall apply to all supplementary protection certrﬁcates A

based on that European patent, and

(ii) in respect of a supplementary protection certificate shall apply to the European patent on-

which such supplementary protection certificate is based and

(iii) in - respect. of a supplementary protection certificate shall apply to all other
supplementary protection certificates based on the same European patent.

(d) For the avoidance of doubt, it is not possible to opt out supplementary protection
certificates, whether granted by the authorities of a Contracting Member State or otherwrse

based on a European patent Wlth unitary effect.

3. The Application to opt out shall contain:

-21-
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(a) the name of each proprietor or applicant for the European patent or application and of the
holder of any supplementary protection certificate based on the European patent in question,
and all relevant postal and, where applicable, electronic addresses;

(b) the name and postal address and electronic address .of- (i) the representatwe
appointed by the applicant or the propnetor in accordance with Article 48 of the
Agreement or ‘

(ii) any other person lodging the Apphcatxon to opt out on behalf of the ‘proprietor or the
applicant and the mandate for lodging the Application to opt out; :

(c) details.of the patent and/or apphcatlon mclud‘mg the number' ,

(d) details of any supplementary protectlon certlﬁcate granted based on the patent concerned
mcludmg the number and :

(e) for the purposes of paragraph 1(a), a declaration ‘ b'y or on behalf of each proprietor or
applicant pursuant to Rule 8.5 that he is entitled to be registered in the national patent register.

4. Rule 8 shall not apply to Apphcatlons to opt out and to Applications to withdraw made
pursuant to'this Rule 5. Where a representative is appointed, such a representative may include
professional representatives and legal practitioners as defined in Article 134 EPC in addition to
those referred to in Article 48 of the Agreement. ,

5. The Registrar shall as soon as practicable enter the Application to opt out in the register.
Subject to paragraph 6, the opt-out which meets the requirements laid down in this Rule shall be
regarded as effective from the date of entry in the register. If the requirements recorded in the
register are missing or incorrect, a correction may be lodged with the Registry. The date of
entry of the correction shall be noted in the reglster The opt-out shall be effective from the date
of correction: -

6. In the event that an action has been commenced before the Court in respect of a patent and/or

an application contained in an Application to opt out prior to the date of entry of the Application’

to opt out in the registet or prior to the date of correction pursuant to paragraph 5, the
Application to opt out shall be ineffective in respect of the patent and/or application in question,
irrespective of whether the action is pending or has been concluded.

7. A proprietor of a patent or an application the subject of an opt-out pursuant to this Rule may
lodge an Application to withdraw in respect of the patent or application, but not in respect of
different Contracting Member States for which the European patent has been granted or which
have been designated in the application. The Application to withdraw shall -contain the

particulars in accordance with paragraph 3. The Registrar shall as soon as practicable enter the

Applicatiori to withdraw in the register and the withdrawal shall be regarded as effective from
the date of entry in the register. Paragraphs 1(2) and 5 shall apply mutatis mutandis.

8. In the event that an action has been commenced before a court of a Contracting Member

State in a matter over which the Court also has jurisdiction pursuant to Article 32 of the
Agreement in respect of a patent or application contained in an Application to withdraw, prior
to the entry of the Application to withdraw in the register or any time before the date pursuant to

paragraph 5, the Application to withdraw shall be meffective in respect of the patent or

application in questlon irrespective of whether the action is pendmg or has been concluded

9. Where an apphcatlon for a European patent subject to an opt-out pursuant to this Rule
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proceeds to grant as a European patent with unitary effect the opt-out shall be deemed to have ,
been withdrawn and the Registrar shall as soon as practlcable enter the withdrawal in the |
register.

10. A patent or application the subject of an Application to withdraw which has been entered on
the register may not thereafter be the sub]ect of a further Application to opt out.

11. The Re gistrar shall as soon as practicable notify the European Patent Office and the national
patent office of any Contracting Member States concerned of the entries in the register pursuant - | |
‘to paragraphs 5.and 7.

12. Applications accepted by the Reglstry before the entry.into force of the Agreement shall be !
treated as entered on the register on the date of entry into force of the Agreement

Relation wzth Agreement: Article 83(3) and (4) o ‘ o _' ;

Rule 6 — Service and supply of orders, declsrons, wrltten pleadmgs and other documents

1. The Registry shall as soon as practicable serve in accordance with Part 5, Chapter 2: o
~ (a) orders and decisions of the Court on the parties;

(b) written' pleadings and other documents of a party on the other party.

Where applicable, the Regrstry shall inform the parties of the opportunity to reply or to take any
other appropriate step in the proceedmgs and of any time period for so domg

2. The Reglstry shall also as soon as practicable supply to the parties copies of documents
referred to in these Rules and lodged with pleadmgs and written evidence.

'3. Where the postal or electronic address for service provrded bya party pursuant to these Rules
has changed that party shall give notice to the Reglstry and to.every other party as soon as such
change has taken place. .

"Rule 7 - Language of written pleadings and written evidence

1. Written pleadlngs and other documents, 1ncludmg written evidence, shall be lodged in the
language of the proceedings unless the Court or these Rules otherwise provide.

-2. Where these Rules or the Court require a pleading or other documen't to be translated it shall
* not be necessary to provide a formal certification by the translator as to the accuracy of such
translation unless the accuracy is challenged by a party or such certification is ordered by the
Court or required by these Rules.

Rule 8- Party and party’s representative. - . . ' .

1. A party shall be represented in accordance with Article 48 of the Agreement unless otherwise
~ provided by these Rules [Rules 5, 88.4 and 378.5]. :

* 2. For the purpose of all proceedings in relation to a patent, where these Rules provide that a
~ party performs any act or that any act be performed upon a party that act shall be performed by
or upon the representative for the time being of the party ,

3. Except where these Rules provide otherw1se, a party shall not communicate with the Court
without informing the other party. Where such communication is in writing, the communication
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should be copied to the other party unless these Rules provide that the Court wﬂl supply acopy

to the other party.

4. For the purposes of proceedings under these Rules i in relation to the proprietor of a European
patent with unitary effect, the person shown in the Register for unitary patent protection

[Regulation (EU) No 1257/2012; Atticle 2(e)] as the proprietor shall be treated as such. If -
during proceedings before the Court a new proprietor is recorded in the Register for unitary

patent protection, the former registered proprietor may apply to the Court. pursuant to
Rule 305.1(c) for the substltutlon of the new proprietor.

5. Subject to paragraph 6, for the purposes of proceedings under these Rules:

(a) i in relation to the proprietor of a European patent, the person entitled to be reglstered as
proprietor under the law of each Contractmg Member State in which such European patent has
been validated shall be treated as the proprietor whether or not such person is in fact recorded in
- the register of patents maintained in such Contractmg Member State- (hereinafter “national
patent register”); and :

(b) in relation to the applicant for a European patent, the person entitled to be reglstered as
apphcant whether or not such person is in fact recorded as such in the European Patent Register
kept by the European Patent Office.

(c) For the purposes of paragraph 5, there shall be a rebuttable presumption that the person
shown in each national patent register and the European Patent Register kept by the European
Patent Office is the person entitled to be registered as proprietor or applicant as the case may be.

6. For the purposes of proceedings pursuant to Rules 42 and 61 in relation to aiEuropean patent,

the person shown in the national patent register [Rule 8.5(a)] as the propnetor shall be treated as -
such for each Contracting Member State or, as far as no such person is registered in a national °

patent register, the last person shown recorded as propnetor in the European Patent Register
kept by the European Patent Office.

Relation w.z'th‘Agreement: Article 48
* Rule 9 —- Powers of the Comjt _

1. The Court may, at any stage of the proceedings, of its own motion or on a reasoned request

by a party, make a procedural order such as to order a party to take any step, answer any.

question or provide any clanﬁcatlon or ev1dence within time periods to be specified.

2. The Court may disregard any step, fact, evidence or argument which a party has not taken or

submitted in accordance with a time limit set by the Court or these Rules.
3. Subject to paragraph 4, on a reasoned request by a party, the Court may:

(a) extend, even retrospectively, a time period referred to in these Rules or imposed by the.
Court; and ,

(b) shorten any such time period.

4, The Court shall not extend the time periods referred to in Rules 198.1, 213.1 and 224.1.-
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PART1 - PROCEDURES BEFORE THE COURT OF FIRST INSTANCE

Rule 10 - Stages of the proceedmgs (mter partes proceedmgs)

Proceedmgs before the Court of First Instance shall consist of the following stages:
(@a written procedure;

(b) an interim procedure, which may include an interim conference with the oarﬁeS'

(c) an oral procedure which, subject to Rules 116.1 and 117, shall include an oral hearing of the
parties unless the Court dispenses with the oral hearing with the agreement of the parties;

(d) a procedure for the award of damages which may include a procedure to lay open books
(e) a procedure for cost decisions.

Relation with Agreement., Articles 52, 68 and 69

Rule 11 — Settlement |

1. At any stage of the proceedings, if the Court is of the opinion that the dispute is suitable for a
settlement, it may propose that the parties make use of the facilities of the Patent Mediation and
Arbitration Centre (“the Centre”) in order to settle or to explore a settlement of the dispute. In
particular the judge-rapporteur shall during the interim procedure, -especially at an interim
conference in accordance with Rule 104(d), explore with the parties the possibility of a
settlement including through mediation and/or arbitration, using the facilities of the Centre.
Parties who choose mediation in an attempt to settle a dispute are subsequently not prevented

from initiating judicial proceedings before the Court in relation to that dispute by the expiry of

limitation or prescription periods during the mediation process, which will stay the limitation or
prescription periods until the end of the mediation process. If mediation proceedings -are

‘terminated without a dlspute settlement agreement, the period shall continue to run from that

moment.

2. Pursuant to Rule 365 the Court shall, if requested by the parties, by decision confirm the
terms of any settlement or arbitral award by consent (irrespective of whether it was reached
using the facilities of the Centre or otherwise), including a term which obliges.the patent owner
to limit, surrender or agree tothe revocation of a patent or not to assert it against the other party
and/or third parties. The partics may agree on costs to be awarded or may request the Court to

.decide on costs to be awarded in accordance with Rules 150 to 156 mutatis mutandis. -

| 3. Save for the pu‘rpose of enforcing the terms of any‘such settlement agreement by any person

no opinion expressed, suggestion made, proposal put forward, concession made or documeit
drawn up for the purposes of settlement may be relied on as evidence by the Court or the parties
in proceedings before the Court or any other court unless such matter was expressed to be made

~on an open basis and freely disclosable to the Court or any other court.

Relation with Agreement: Articles 35, 52(2) and 79
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" CHAPTER 1 - WRITTEN PROCEDURE
SECTION 1 - INFRINGEMENT ACTION j
Rule 12 — Exchange of written pleadings (infringement action)
1. The written procedure shall consist of

(a) the lodging of a Statement of claim (by the claimant) [Rule 13];

(b) the lodging of a Statement of defence (by the defendant) [Rules 23 and 24]; and, optlonally :

(c) the lodging of a Reply to the Statement of defence (by the clarmant) [Rule 29(b)]; and
(d) the lodging of a ReJomder to the Reply (by the defendant) [Rule 29(c)].

2. The Statement of defence may include a Counterclalm for revocation [Rule 25.1].

3. If a Counterclaim for revocation is lodged: . | i

(a) the claimant and any proprietor who becomes a party pursuant to Rule 25.2 (hereinafter in

this Rule 12 and Rules 29 to 32, “the proprietor”) shall lodge a Defence to the Counterclaim for

revocation [Rule 29(a)], which may include an Application to amend the patent by the
“proprietor [Rule 307];

(b) the defendant may lodge a Reply to the Defence to the Counterclaim [Rule 29(d)]; and

(c) the claimant and the proprretor may lodge a Rejomder to the Reply to the Defence to the
Counterclaim [Rule 29(e)]. :

- 4. If an Application to amend the patent is lodged by the proprietor, the defendant shall lodge a
Defence to the Application to amend the patent in the Reply to the Defence to the Counterclaim,
the proprietor may lodge a Reply to the Defence to the Application to amend and the defendant
may lodge a Rejoinder to such Reply [Rule 32].

5. The judge-rapporteur may allow the exchange of further written pleadings, within time

periods to be specified [Rule-36].

STATEMENT OF CLAIM

Rule 13 - Contents of the Statement of claim

1. The claimant shall lodge a Statement of claim with the division chosen by him [Artlcle 33 of

the Agreement] which shall contain:

(a) the name of the claimant, and where the claimant is a corporate entity, the location of its
registered office, and of the claimant’s representatlve

(b) the name of the party against whomi the Statement is made (the defendant), and, where the
defendant is a corporate entity, the location of its registered office;

(c) postal and electronic addresses for service on the clalmant and the names of the persons

authorised to accept service;

(d) postal and, where available, electronic addresses for service on the defendant and the names
of the persons authorised to accept service, if known
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(e) where the clalmant is not the proprietor or not the only proprietor.of the patent concerned,
postal and where available, electronic addresses for service on the proprietor and the-names and
~ addresses of the persons authorlsed to accept service, if known;

() where the claimant is not the proprietor of the patent concerned, or not the only propnetor
evidence to show the claimant is entitled to commence proceedings [Article 47(2) and (3) of the
Agreement];

(® details of the patent concerned including the number;

(h) where applicable, information about any prior or - pending proceedings, relatmg to the patent
concerned before the Court including any action for revocation or a declaration of

non- 1nfr1ngement pending before the central division and the date of any such action, the -

European Patent Office or any other court or authority;

6] an 1ndlcat10n of the division which shall hear the action [Article 33(1)-to (6) of the
Agreement] with an explanation of why that division has competence; where the parties have
agreed in accordance with Article 33(7) of the Agreement, the indication of the division which
shall hear the action shall be accompanied by evidence of the defendant’s agreement;

(§) where applicable; an indication that the action shall be heard by a single judge [Article 8(7)
'of the Agreement], accompanied by evidence of the defendant’s agreement;

(k) the nature of the claim, the order or the remedy sought by the claimant;
() an 1nd1catron of the facts relied on, in partlcular

(i) one or more instances of alleged infringements or threatened mfnngements specifying the
date and place of each;

(ii) the 1dent1ﬁcat10n of the patent claims alleged to be 1n£r1nged

(m) the evidence relied on [Rule 170.1], where avallable, and an indication of any further
evidence which will be offered in support;

(n) the reasons why the facts relied on constitute an 1nfr1ngement of the patent claims, 1nclud1ng
" arguments of law and where appropriate an explanation of the proposed claim interpretation;

(o) an indication of any order the claimant will seek during the interim procedure [Rule 104(e)];

(p) where the claimant assesses that the value of the mfrmgement action exceeds EUR500.000,
an indication of the value; and

(q) a list- of the documents, including any witness statements, referred to in the Statement'of
claim, together with any request that all or part of any such document need not be translated
and/or any request pursuant to Rule 262.1.

2. The claimant shall at the same time supply a copy of eachof the documents referred to in the
Statement of claim. .

3. The Judge-rapporteur shall decide on any request made pursuant to paragraph 1(q) as soon as
practicable after his designation pursuant to Rule 18.
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Rule 14 - Use of languages under Article 49(1) and (2) of the Agreement

1. Without prejudlce to Articles 49(3) to (6) of the Agreement and subject to paragraph 2 and
" Rules 271.7, 321 to 323, proceedings shall be conducted:.

(a) in the official language or one of the official languages designated as language(s) of L

proceedings pursuant to Artlcle 49(1) of the Agreement; or

(b)in a language designated as language of proceedmgs by a Contracting Member State .

pursuant to Artlcle 49(2) of the Agreement.

2. Where a Contracting Member State hosts a local division or participates in a reg1ona1
division for which several Ianguages have been de51gnated pursuant to Article 49( 1) and/or
Article 49(2) of the Agreement:

(a) subject to paragraphs 2(b) and (c), the claimant may choose as the language of proceedings
 any of the language(s) designated pursuant to Article 49(1) and/or Article 49(2) of the
Agreement;

(b) in proceedings before a local or- regional division in a Contracting Member State against a
defendant who has his domicile or principal place of business in that Contracting Member State
where the action could not be brought pursuant to Article 33(1)(a) of the Agreement before any
other local or regional division, proceedings shall be conducted in the official language of the
Contracting Member State (paragraph 1(a)). Where a designation by a Contracting Member
. State having several official reglonal languages so indicates, proceedings shall be conducted in
the official language of the region in which the defendant has his domicile or prmcxpal place of
business. Where there are two or more such defendants whose domicile or principle place of
business has different regional languages, the claimant may choose the language from the
regional languages in question. Where a designation by a Contracting Member State having
several official languages so indicates, proceedings shall be conducted in the official langnage
of the defendant. Where there are two‘ or more such defendants with different official
languages, the claimant may choose the language from the official languages in question.

(c) Where a designation of a language under Article 49(2) of the Agreement for a regional
division or for one or more local division(s) hosted in a Member State so indicates, the
judge-rapporteur may order in the interest of the panel to provide that judges may use in the oral
proceedings the language according to paragraph 1(a) and/or to provide that the Court may
make any order and deliver any decision in the language according to paragraph 1(a) together
with a certified translation for. the purpose of Rule 118.8 into the language according to

paragraph 1(b).

3. The Registrar shall maintain a list of languages communicated by Contractmg Member |
States pursuant to Article 49(1) and Article 49(2) of the Agreement as well as designations by

Contracting Member States made pursuant to paragraph 2(b) and (c). The list shall be made
publically avallable online. - .

_ 4. The Registrar shall return any pleadlng lodged in a language other than the language of

proceedings.
* Rule 15— Fee for the infringement action |
1. The claimant shall pay the fixed fee and, where applicable, the value based fee for the

infringement action in accordance with Part 6.
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2. The Statement of claim shall not be. deemed to have been lodged until the fixed fee and,
where applicable, the value based fee for the infringement action has been paid, unless
otherwise provided.

_ Relation with Agreement: Articles 3 6(3), 70 and 71

Rule 16 — Examination as to formal requirements of the Statement of clnim

1. The Registry shall as soon as practicable check whether the patent concerned is the subject of
-an opt-out pursuant to Article 83(3) of the Agreement and Rule 5. In the event of an opt-out the

Registry shall as soon as practicable inform the-claimant who ‘may. withdraw or amend the
Statement of claim as appropriate.

2. The Registry shall, as soon as practicable after the lodging of the Statement of clalm

~ examine whether the requirements of Rules 13.1 (a) to (]) -2, 14 and 15.1 have been complied

with.

3.If the claimant has not complied wrth the requirements referred to in paragraph2 the
Regrstry shall as soon as practicable invite the claimant to: '

(a) correct the deficiencies within 14 days of service of such notification; and
(b) where applicable pay the fee for the infringement action within said 14 days.

4. The Reglstry shall at the same e time inform the claimant that if the claimant fails to correct the
deficiencies or- pay the fee within the time stated,. a decision by default may be given, in
accordance with Rule 355.-

5. If the claimant fails to correct the deficiencies orbpay the fee, the Registry shall inform a
Judge of the division who may reject the action as inadmissible by a decision by default The
judge may glve the claimant an opportunlty to'be heard beforehand.

‘Rule 17 - Recordmg in the register and assignment (Court of - First Instance,

infringement action)

1. If the requirements referred to n Rule 16.2 have been complred with, the Registry shall as
soon as practicable: :

(a) record the date of receipt of the Statement of claim and attribute an action number to the file;
(b) record the file i in the regrster and
() inform the claimant of the action number of the file and the date of receipt.

2. The action shall be- assigned to a panel of a division accordmg to Rule 345.3. Where
requested by the parties the action shall be assigned to a single Judge in accordance with
Rule 345: 6 :

3. The following shall determine the distribution of actions between the seat of the central
division and its sections. -

~ (@) Where an action involves a single patent having a single classification, the Regist_ry shall
" allocate the action to the seat or the section of the central division appropriate to the

classification of the patent according to Annex II of the Agreement. The Reglstry shall assign
the action to a panel in accordance with Rule 345. 3
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(b) Where an actlon involves more than one patent and a majority of the patents have a single”
classification appropriate to the seat or-a single section of the central division according to Lo
Annex II of the Agreement, the Registry shall allocate the action to the seat or that section of the L

central division. The Registry shall assign the action to a panel in accordance with Rule 345.3.

(c) Where neither paragraph (a) nor (b) applies, especially where e
| (i) the action involves a single patent having more than one classification or

(ii) where the actlon involves more than one patent and no majority of the patents have a
single c1a551ﬁcat10n corresponding to the seat or to one of the sectxons of the central division,

the Registry shall assign the action in accordance with Rule 345. 3 to the panel at the seat or the
section appropriate to the first classification of either the single patent or, where the action
involves more than one patent, the patent first listed in the Statement of claim, accordmg to
Annex II of the Agreement. If the presiding judge of the respective panel considers that the
reference of the action is appropriate, he shall accept it. If he considers otherwise, he shall .
. instruct the Registry to refer the action in accordance with Rule 345.3 to the presiding judge of .1
a panel of either the seat or the other section of the central division he considers appropriate, RS
who shall likewise consider whether the re-allocation of the action is appropriate. If that

presiding judge considers otherwise, he shall inform the President 6f the Court of First Instance,

who shall allocate the action to the seat or the section of the central division he considers
appropriate. The Registry shall assign the action to a panel in accordance with Rule 345.3.

4. The action shall be regarded as having commenced before the Couﬁ as from the date of
receipt attributed to the Statement of claim. : -

Relation with Agreement: Article 7(2), Article 10
Rule 18- Des1gnatmn of the Judge-rapporteur

The presiding Judge of the panel to which the action has been assigned [Rule 17. 2] shall
designate one legally qualified judge of the panel as judge-rapporteur. The presiding judge may
designate himself as judge-rapporteur. The Registry shall as soon as practxcable notify the
claimant and defendant of the identity of the judge-rapporteur. -

PROCEDURE WHEN THE DEFENDANT RAISES A PRELIMINARY OBJECTION
Rule 19 Prellmmary objectlon

1. W1th1n one month of service of the Statement of claim, the defendant may lodge a
Preliminary objection concerning: »

(a) the jurisdiction and competence of the Court, including any -objection that an opt-out
pursuant to Rule 5 applies to the patent that is the subject of the proceedings;

(b) the competence of the division indicated by the claimant [Rule 13.1(1)];
(c) the language of the Statement of claim [Rule 14]. L '
2.A Preliminary objection shall COﬁtain:

(a) particulal;s in accordance with Ruie 24(a) to (c);

(b) the decision or order sought by the defendant;
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() the grounds upon which the Preliminary objection is based; and
(d) where appropriate the facts and evidence relied on.

3. The Preliminary objéction shall be drawn up in the Ianguage pursuant-to» Rule 14.

4.1f the action has been commenced before a regional division the defendant may by a

Preliminary objection request a transfer of the action to the central division pursuant to
Article 33(2) of the Agreement. The Preliminary objection shall in such a case contain all facts

and evidence supporting the exxstence of the same mfrmgement in the terrltones of three or-

‘more regional divisions.

5. The Registry shall as soon as practicable invite the claimant to comment on the Preliminary

objection. Where applicable, the claimant may of his own motion correct any deficiency -

[paragraph 1(b) or (c)], within 14 days of service of notification of the Preliminary objection.
Altemnatively the claimant may submit written comments within the same period. The
judge-rapporteur shall be informed of any correction made or written comments submitted by
the claimant. If the deficiency referred to in paragraph 1(b) is corrected and the claimant has

“indicated another division, which is competent, the judge-rapporteur shall refer the action to the

division indicated by the claimant.

6. The penod for lodging the Statement of defence [Rule 23] shall not be affected by the

lodgmg of a Preliminary objection, unless the Judge -rapporteur demdes otherw1se

7. The defendant’s failure to lodge a Preliminary Obj ection within the time perlod referred to in
paragraph 1 shall be treated as a submission to the jurisdiction and competence of the Court and
the competence of the division chosen by the claimant.

Rule 20 — Decision or order on a Preliminary objection

1. As soon as practicable after the expiry of the period referred to in Rule 19.5, the

judge-rapporteur shall decide the Preliminary objection. The judge-rapportéur shall give the

- parties an opportunity to be heard. The decision shall include instructions to the parties and to
- the Registry concerning the next step in the proceedings.

2. Where the Preliminary objection is to be dealt Wlth in the main proceedings, the
Judge-rapporteur shall inform the parties.

Rule 21 —-Appeal against decision or order on a Preliminhry objection

1LA de01810n of the judge-rapporteur allowing the Preliminary objection may be appealed
pursuant to Rule 220.1(a). An order of the judge-rapporteur rejecting the Preliminary objection
may only be appealed pursuant to Rule 220.2.

2. 1f an appeal is lodged, proceedings at first instance may be stayed by the Judge—rapporteur or
the Court of Appeal on a reasoned request by a party. .

VALUE-BASED FEE FOR THE INFRINGEMENT ACTION

Rule 22 — Determination of value-based fee for the infringement action

‘1. The value of the infringement action shall be determined By the judge-rapporteur under Rule -

370.6, taking into account the value as assessed by the parties, by way of an order dunng the
interim procedure
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2. Where the value of the mfnngement action exceeds EUR 500.000 , the clalmant shall pay a

‘value-based fee for the infringement action, in accordance W1th Part 6. Rule 16.3 to .5 shall

apply mutatis mutandis.
'STATEMENT OF DEFENCE

Rule 23 — Lodging of the Statement of defence

The defendant shall lodge a Statement of defence within three- months of service of the

Statement of claim.

Rule 24 - Coutents.of the Statemeht of defence

The Statement of defence shall contain:

(a) the names of the defendant and of the defendant’s repfesentative; |

(b) postal and electronic addresses for service on the defendant and the names and addresses of
the persons.authorised to accept service; :

(c) the action number of the file;
(d) an indication whether the defendant has lodged a Preliminary objection [Rule 19];

(e) an indication of the facts rehed on, including any challenge to.the facts relied on by 'the.
claimant; - :

) the evidence -relied on [Rule 170.1], where avallable and an 1nd1cat10n of any further

evidence which will be offered in support

(g) the reasons why the action shall fall arguments of law and any argument arising from the

provisions of Atrticle 28 of the Agreement and where appropriate any challenge to the -

claimant’s proposed claim interpretation;

(h) an indication of any ofder the defendant will seek in respect of the infringement action
during the interim procedure [Rule 104(e)];

(1) a statement whether the defendant disputes the claimant’s assessment of the value of the
infringement action and the grounds for such dispute; and

~(j) a list of the documents, including any witness statements, referred to in the Statement of
* defence together with any request that all or part of any such documerit need not be translated
“and/or any request pursuant to Rule 262.1. Rule 13.2 and .3 shall apply mutatis mutandis.

Rule 25 — Counterclaim for revocation

1. If the Statement of defence includes an assertion that the patent alleged to be infringed is
invalid the Statement of defence shall include a Counterclaim against the proprietor of the
patent for revocation of said patent in accordance with Rule 42. The Counterclaim for
revocation shall contain: ‘

(a) an indication of the extent to which revocation of the patent is requested;

(b) one or more: groﬂhds for revocation, which shall as far as possible be supported.by

arguments of law, and where appropnate an explanatlon of the defendant’s proposed claim:

construction;
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(c) an indication of thé facts relied on;

(d) the evidence relied on, where available, and an indication of any further evidence which will :‘z

be offered in support;

“(e) an indication of any order the defendant will seek during ‘the interim procedure

[Rule 104(e)]

(f) a statement of h1s position, if any, on the opt1ons provided for in Artrcle 33(3) of the
Agreement and Rule 37.4;

(g) alist of the documients, 1nclud1ng any witness statements, referred to in the Counterclarm for

revocation together with any request that all or part of any such documents need not be
translated. Rule 13.2 and 3 shall apply mutatis mutandzs and

(h) insofar as the proprietor of the patent is not claimant in the infringement proceedings, the

“information required by Rule 13. 1(b) and (d) in respect of said proprietor.

2. Where the claimant is not the proprretor or not the only proprietor of the patent concerned

the Registry shall as soon as practicable serve a copy of the Counterclaim for revocation on the

relevant propnetor in accordance with Rule 13.1(e) and shall supply a “copy of each document
referred to in paragraph 1(h). Rule 271 shall apply mutatis mutandis. The proprietor in questlon

“shall become a party to the revocation proceedings and shall be treated as defendant in all

subsequent proceedings. The proprietor shall provide details pursuant to Rule 13.1(e) if not

» already provided by the claimant.

Rule 26 ~ Fee for the Counterc]ami for revocation

The defendant shall pay the fee for the Counterclaim for revocatlon in accordance with Part 6.
Rule 15.2 shall apply mutatis mutandis.

- Rule 27 — Examination as to formal requirements of the Statement of defence

1. The Re gistry shall, as soon as practicable aftér the lodging of the Statement of defence:
(a) examine whether the requlrements of Rule 24(a) to (d) have been complied with; and

(b) if the Statement of defence includes a. Counterclarm for revocation, examme ‘whether the

obligation-to pay the fee pursuant to Rule 26 has been complied with..

2. If the Registry considers that the Statement of defence or the Counterclaim for revocation
does not comply with any of the requirements referred to in paragraph 1, it shall as soon as
practicable invite the defendant to:

' (a) correct the deficiencies noted, within'14 days of service of such notification; anid

(b) where ar)plicable, pay the fee for the Counterclaim for revocation, within said 14 days.

3. The Registry shall at the same time inform the defendant that if the defendant fails to correct

the deficiencies or pay the fee within the time stated, a décision by default may be given, in
: accordance with Rule 355. ‘

4. If the defendant fails to correot_ the deﬁciencies or to pay the fee for the Counterclaim for
revocation, as appropriate, within said 14 days, the Registry shall inform the judge-rapporteur
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who may give a dec151on by default. He may give the defendant an opportumty to be heard
beforehand. - '

Rule 28 Further schedule

- As soon as practlcable after service of the Statement of defence, the Judge-rapporteur shall,
after consulting the parties, set a date and time for an interim conference (where necessary
, [Rule 101. 1]) and set a date for the oral hearing. The judge-rapporteur may set one alternative
- date.

DEFENCE TO THE COUNTERCLAIM FOR REVOCATION, REPLY TOATHE‘ STATEMENT OF THE
‘DEFENCE AND APPLICAT—ION TO AMEND THE PATENT AND REJOINDER TO THE REPLY ‘

Rule 29 — Lodgmg of Defence to the Counterclaim for revocatlon, Reply to the Statement
of defence and Rejomder to the Reply -

" (a) Within two months of service of a Statement of defence which includes a Counterclalm for
revocation, the claimant shall lodge a Defence to the Counterclaim for revocation together.with
any Reply to the Statement of defence and any Application to amend the patent pursuant to

-Rule 30 if applicable. :

(b) Within two months of ‘service of a Statement of defence which does not include a

Counterclaim for revocation, the claimant may lodge a Reply to the Statement of defence.

(c) Within one month of service of a Reply to the Statement of defence which does not include
. -a-Counterclaim for revocation the defendant may lodge a Rejoinder to the Reply to the
Statement of defence. The Rejoinderto the Reply to the Statement of defénce shall be limited to
aresponse to the matters raised in the Reply to the Statement of defence.

(d) Within two months of service of the Defence to Counterclaim the defendant may lodge a

‘Reply to the Defence to the Counterclaim together with any Rejoinder to the Reply to the
Statement of defence and any Defence to an Application to amend the patent pursuant to
Rule 32, if appllcable

(e) Within one month of the service of the Reply to the Defence to the Counterclaim, the
claimant may lodge a Rejoinder to the Reply together with any Reply to the Defence to an
Application to amend the patent pursuant to Rule 32, if applicable. The Rejoinder to the Reply
to the Statement of defence shall be limited to a response to the matters raised in the Reply to
the Statement of defence. '

® Where the claimant is not the proprietor of the patent, all references to the claimant in this
Rule 29 regarding an Application to amend the patent shall be read as including the proprietor.

Rule 29A — Contents of the Defence to the Counterclaim
The Defence to the Cour;terclaim for revocation shall contain:

(a) an indication of the facts relied on, including any ehallenge to the facts relied on by the
defendant;

~(b) the evidence relied on [Rule 170.1], where available; -and an indication of ény further
evidence which will be offered in support;
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‘ (c) the reasons why the Counterclaim for revocatlon shall fail, including arguments of law and

any argument as to why any dependent claim of the patent is independently valid;

(d) an indication of any order the clalmant and the proprietor will seek in respect of the
revocation action at the interim conference [Rule 104(e)];

(e) the claimant’s and the proprietor’s response to the defendant s choice of option, if any,«-'

provided for in Article 33(3) of the Agreement and Rule 37.4;and

(Ha list of the documents including any witness statements, referred to-in the Defence to the

‘ Counterclaim together with any request that all or part of any such document shall not be

translated and/or any request pursuant to Rule 262.1. Rule 13.2 and .3 shall apply mutatis
mutandis.

Rule 30 — Application to a'mend the patent

- 1. The Defence to"the Counterclaim for revocation may include an Apphca’uon by the

proprietor of the patent to amend the patent Wthh shall contaln

(a) the proposed amendments of the claims of the patent concerned and/or specification,
including where applicable and appropriate one or more alternative sets of claims (auxiliary
requests), in the language in which the patent was granted; where the language of .the
proceedmgs [Rule 14.3]is not the Ianguage in'which the patent was granted, the proprietor shall

lodge a translation of the proposed amendments in the language of the proceedings, and where

the patent is a European patent with unitary effect in the language of the defendant’s domicile in

a Member State of the EU or of the place of the alleged infringement or threatened mﬁ'lngement'
ina Contractmg Member State if so requested by the defendant; : '

(b) an explanation as to why the' amendments. satisfy the requirements of Articles 84 and
123(2), (3) EPC and why the proposed amended claims are valid and, if applicable, why they
are mfrmged and

(c) an indication whether the proposals are conditional or unconditional; the proposed
amendments if condltlonal must be reasonable in number i in the circumstances of the case.

2. Any subsequent request to amend the patent may only be admitted into the proceedings with
the permission of the Court. -

3. Where other proceedings involving the patent subject to an Apphcatlon to amend the patent

are pending, the claimant shall notify the Court or the authority in question that such an

Application has been made and provide the information requlred inparagraph 1(a).
DEFENCE TO THE APPLICATION TO AMEND THE PATENT

Rule 32 — Lodging of the Defence to the Application to amend the patent, the Reply to the
Defence and the Rejoinder to the Reply ‘

1. Within two momhs of service of an Apphcatlon to amend the patent, the defendant shall -

lodge a Defence to the Application to amend the patent setting out whether he opposes the
Apphcauon to amend the patent and, if so, why: -

(a) the proposed amendments are not allowable and

(b) the patent cannot be maintained as requested
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2. Where appropriate in view of the proposed amendments, the Defence to the Application to
amend the patent may contain submissions in accordance with Rule 44(d) to (h) and alternative
* non-infringement submissions.

3. The proprietor may lodge a Reply to the Defence to the Application to amend the patent
within one month of service of the Defence and the defendant may within one month of the
service of the Reply lodge a Rejoinder to the Reply. The Rejomder shall be limited to the
matters raised in the Reply.

APPLICATION FOR ALLOCATING A TECHNICALLY QUALIFIED JUDGE TO THE PANEL

"Rule 33 — Appllcatlon by a party for allocatmg a technically quahfied Judge

1. Any party to the proceedings may lodge an Apphcatlon forallocating a technically qualified |

judge to the panel which shall contain an 1nd1cat10n of the relevant ﬁeld of technology

2. The Application shall be lodged as early as poss1b1e in the written procedure An Apphcatlon
lodged after the closure of the written procedure [Rule 357 shall only be granted if justified in

view of changed. circumstances, such as new submissions presented by the other party, and

allowed by the Court.

3.1f the requirements of paragraphs 1 and 2 have been complied with, the President of the
Court of First Instance shall allocate a techmcally quahﬁed judge to the panel, after consulting
the _]udge-rapporteur

Rule 34 - Request by the Judge-rapporteur for allocatmg a technically quahﬂed judge

1. The Judge-rapporteur may at any time during the written procedure, after consulting the
presiding judge and the parties, request the Pre31dent of the Court of First Instance to allocate a
technically qualified judge to the panel

2. Where a technically qualified judge is allocated to the panel, the judge-rapporteur may at any
time consult the technically qualified judge. .

LAST STEPS IN THE WRITTEN PROCEDURE

Rule 35— Closure of the written procedure

Following the exchange of written pleadings in accordance w1th Rule 12.1 and where

applicable, in accordance with Rule 12.2 to .4, the judge-rapporteur shall:

(a) inform the parties of the date on which he intends to close the written procedure w1thout
prejudice to Rule 36; and

- (b) where an interim conference is necessary [Rules 28 and 101.1], confirm the date and the
time set for the interim conference [Rule 28] or inform the parties that an interim conference
will not be held.

Rule 36 — Further exchanges of written plea_dings

- Without prejudice to the powers of the judge-rapporteur pursuant to Rule 110.1, on a reasoned
request by a party lodged before the date on which the judge-rapporteur intends to close the
written procedure [Rule 35(a)], the judge-rapporteur may allow the exchange of further written
pleadings, within a period to be specified. Where the exchange of further written pleadings is
allowed, the written procedure shall be deemed closed upon expiry of the specified period.
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Rulé 37 — Application of Article 33(3) of the Agreement

1. As soon as practicable after the closure of the written procedure the panel shall decide by .

way of order how.to proceed with respect to the application of Article 33(3) of the Agreement.

The partles shall be given an opportumty to be heard [Rule 264]. The panel shall set out in its

order brief reasons for its demsxon

2. The Panel may by order take an earlier decision if appropnate having considered the pa:mes

pleadmgs and having given the parties an opportumty to be. heard [Rule 264].

3. Where the panel decides to proceed in accordance with Article 33(3)(a) of the Agreement

the judge-rapportéur shall request the President of the Court of First Instance to allocate to the
panel a. techmcally quahﬁed Judge if not already allocated pursuant to Rules 33 and 34.

- 4. Where the panel decides to proceed in accordance with Article 33(3)(b) of the. Agreement,
the panel may stay the infringement proceedmgs pending a final decision in the revocation
‘proceedings and shall stay the infringement proceedings where there is a high likelihood that

the relevant claims of the patent will be held to be invalid onany ground by the final decision in
the revocatlon proceedings.

'5. Where the panel decides to proceed in accordance with Article 33(3)(b) of the Agreemerlt

and not to stay the proceedings, the judge-rapporteur of the regional or local division shall
comrmunicate to the central division the dates set for the interim conference and for the oral
hearing according to Rule 28. :

COUNTERCLAIM FOR REVOCATION REFERRED TO THE CENTRAL DIVISION UNDER ARTICLE
33(3)(B) OF THE AGREEMENT

Rule 38 — Written procedure when the central division deals with a Counterclalm for
revocation under Article 33(3)(b) of the Agreement

When a Counterclaim for revocation is referred to the central division, it shall be dealt with as
follows: : '

(a) Rule 17. 2 and .3 shall apply mutatis mutandis;

(b) Rule 18 shall apply mutatis mutandis: the presiding _]udge of the panel to which the
Counterclaim for revocation has been as51gned shall designate one legally quahﬁed judge of the
panel as judge-rapporteur;

" (¢) The judge-rapporteur shall give any further directions necessary for the fiiture conduct of

the written procedure before the central division;

(d) Rule 28 shall apply mutatis mutandis: the judge-rapporteur shall after consulting the parties
set a date and a time for the interim conference (where necessary [Rules 28 and 101]) and seta
date, and one alternative date, for the oral hearing,

Rule 39 ~ Language of the proceedings before the central lelsmn

t. Where the language of the proceedings before the local division or the tegional d1v1s1on
which referred the Counterclaim for revocation to the central division i is not the language in
which the.patent was granted, the Judge-rapporteur may order that the parties lodge, within a
period of one month, a translatlon in the language in which the patent was granted of any
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written pleadmgs and such other documents lodged during the written: procedure ‘as. the

judge-rapporteur may direct.

2. Where appropriate, the judge-rapporteur may specify in his order that only excerpts of
- parties’ written pleadmgs and other documents shall be translated.

3. Where the language of the proceedings before the local division or the re gional division is the
language in'which the patent was granted the pleadings served in accordance with Rules 24, 25,
29, 29a, 30 and 32 shall stand. :

Rule 40 — Accelerated proceedings before the central division
The judge-rapporteur shall accelerate proceedings-before the central division where
- (a) an Application for provisional measures has been lodged [Rule 206]; or

(b) the regional or local division has referred the Counterclaim for revocation to the central
division and where the 1nﬂ1ngement action has not been stayed.

In the latter case, the Judge—rapporteur of the panel of the central dlvxslon shall endeavour to set
a date for the oral hearing on the revocation action prior to the date of the oral hearing of the
infringement action.

ACTION REFERRED TO THE CENTRAL DIVISION UNDER ARTICLE 33(3)(C) OF THE
AGREEMENT

Rule 41 — Written procedure when the central d1v1s10n deals with the action under
Article 33(3)(c) of the Agreement :

When an action is referred to the central lelSlon under Article 33(3)(c) of the Agreement, it
shall be dealt with as follows: :

(a)Rule 17.2 and .3 shall apply mutatis mutandis. The parties may request that the action be
heard by a single judge;

(b) Rule 18 shall apply mutatis mutandis: the pre81dmg Judge of the panel to which the actlon
has been assigned shall designate one judge of the panel as Judge-rapporteur

(c) dates already set under Rule 28 shall be confirmed wherever possible; .

(d) Rule 39 shall apply mutatis mutandis: the judge-rapporteur may order that the parties lodge
a translation in the language in which the patent was granted of any written pleadings lodged
* during the written procedure; where appropriate, the judge-rapporteur may specify in his order
that only excerpts of parties’ Wwritten pleadings and other documents shall be translated.
Otherwise the pleadings lodged during the written procedute shall stand;

(e) The judge-rapporteur shall give any further directions necessary for the future conduct of -

the written procedure before the central division.
SECTION 2 ~ REVOCATION ACTION
Rule 42 — Action to be directed against the patent proprietor

1. Any action for the revocation of a patent shall be directed against the proprietor of the patent.
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2. If the action for revocation is directed against the proprietor in accordance with Rule 8 6 -
(“the registered proprletor ’) but the registered proprietor is not a proprietor within the meaning =
of Rule 8.5(a) or (b) (“the Rule 8.5 proprietor”) each such registered proprietor shall as soon as . - |
practicable after- service of the Statement for revocation apply to the Court pursuant to

‘Rule 305.1(c) for the substitution of the registered proprietor by the Rule 8.5 pr0prletor

Relation with Agreement. Articles 47(5 ) and 65(1)
Rule 43.— Exchange of written pleadings (revocation action) ' - y | ;
1. The written procedure shall consist of: . : ‘

(a) the lodging of a Statement for revocation (By the claimant) [Rule 44]; and —

(b) the lodging of a Defence to revocation (by the defendant) [Rule 49]; and optionally.

(c) the lodging of a Reply to the Defence to revocation‘(by the claimant) {Rule 51];
d) the Iodgmg of a Rejoinder to the Reply (by the defendant) [Rule 52]

2. The Defence to revocation may include:
(a) an Application to amend the patent; and

(b) a Counterclaim for infringement by the proprietor of the patent.

3.If an Application to amend the patent is lodged, the clalmant shall lodge a Defence to the -
Application to amend the patent. The defendant may lodge a Reply to the Defence to the
Application. The claimant may lodge a Rejoinder. to the Reply. The Rejoinder shall be limited -
toa response to the matters raised in the Reply ~

4.If a Counterclalm for 1nfr1ngement is lodged, the Vclaiman.t_ shall lodge a Defence to the
Counterclaim for infringement [Rule 56], the defendant may lodge a Reply to the Defence to
thé Counterclaim [Rule 56.3] and the claimant may lodge a Rejoinder to the Reply [Rule 56.4].

5. Rule 12.5 shall apply. -
STATEMENT FOR REVOCATION
Rule 44 — C(mtents of the Statement for revocation

The. claimant shall subject to point (b), lodge a Statement for revocatlon at the Registry in
accordance with Article 7(2) of the Agreement and Annex II thereto. The Statement for
revocation shall contain:

(a) particulars in accordance with Rule 13.1(a) to (d) and (g), (h);

- (b) where the parties have agreed to ‘bring the action before a local division or a regional
division in accordance with Article 33(7) of the Agreement, an indication of the division wh1ch
shall hear the action, accompanied by evidence of the defendant’s agreement;

| (c) where applicable, an indication that the action shall be heard by a single judge [Article 8(7)
of the Agreemeént], accompanied by evidence of the defendant’s agreement;

(d) an indication of the extent to which revocation of the patent is requested;
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(e) one or more grounds for revocation, which shall as far as possible be supported by
arguments of law, and where appropriate an explanatlon of the claimant’s proposed claim ¢ |
construction; ;

(f) an indication of the facts relied on;

(g) the evidence relied on, where avaxlable ‘and an mdlcatwn of any further evidence which will
be offered in support; :

(h) an indication of any order the claimant will seek during the interim procedure [Rule 104(e)];
for revocation together with any request that all ‘or part of any such document need not be

translated and/or any request pursuant to Rule 262.1. Rule 13.2 and .3 shall apply mutatis
" mutandis.

Lo
T |
and(i) a list of the documents, including any Wrtness statements, referred to in the Statement # !
P
.

Rule 45 — L‘anguage of the Statement for revocation

1. Subject to paragraph 2, the Statement for revocation shall be drawn up in the language in
* which the patent was granted. D

2. Where the parties have agreed to bring . the action before a local or a regional d1V1s1on in
accordance with Article 33(7) of the Agreement, the Statement for revocation shall be drawn up
in one of the languages referred to in Rule 14.1(a) and (b)

Relation with Agreement Artzcle 49
Rule 46 — Fee for the revocation action

The claimant shall pay the fee for the revocation action in accordance with Part 6. Rule 15.2
- shall apply mutatzs mutandis.

Relation wzth Agreement: Articles 70 and 71

Rule 47 — Examination as to formal requirements, recording in the register, assignment -
(Court of First Instance, revocation action) and designation of the judge-rapporteur

1. Rules 16 to 18 shall apply mutatis mutandis. , . S

2. The Registrar shall notrfy the European Patent Ofﬁce that the patent in quest1on is subject to
an action for revocatron -

Relation with Agreement: Articles 10 and 33

Rule 48 — Preliminary objection |

Rule'19.1 t0 .3 and '.5 to .7 as well as Rules 20-and 21 shall apply mutatis mutandis.
DEFENCE TO REVOCATION .

Rule 49 — Lodging of the Defence to revocation

1. The defendant shall lodge a Defence to revocation within twormonths_ of service of the
Statement for revocation. ;

2. The Defence to revocation may include:
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(a) an’ Application to amend the patent;
(b) a Counterclaim for infringement:
Rule 50 — Contents of the Defence to revocation and Counterclaim for mfrmgement

1. The Defence to .revocation shall .contain the matters referred to in. Rule 24(a) to (c).
Rule 29A(a) to (d) and (f) to (g) shall apply mutatis mutandis.

2. Any Apphcatlon to amend the patent shall contain the matters referred to in Rule 30.1(a), (c)
and an explanation as to why the amendments satisfy the requirements of Articles 84 and - :
123(2), (3) EPC and why the proposed amended claims are valid. Rule 30.2 shall apply. N

3. Any Counterclaim for infringement shall contain the matters referred to in Rule 13, l(k) to
(@)- Rule 13.2 and .3 shall apply

Rule 51 - Reply to Defence to revocation

q” i Within two months of service of the Defence to revocation the claimant may lodge a Reply to
) ‘the Defence to revocation together with any Defence to ‘an. Application to amend the patent
pursuant to Rule 43.3 and 55 as well as any Defence to the Counterclalm for infringement
pursuant to Rule 56 1, ifapplicable.

Rule 52 — Rejoinder to the Reply

Within one month of the service of the Reply the defendant may lodge a Rejoinder to the Reply
to the Defence to revocation together with any Reply to the Defence to an Application to amend
the patent pursuant to Rule 43.3 and 55 as well as any Reply to the Defence to the Counterclaim -
for infringement pursuant to Rule 56.3, if apphcable The Rejomder shall be limited to a
Ttesponse to-the matters raised in the Reply.

Rule 53 — Fee for the Counterclaim for infringement

The defendant shall pay the fixed fee and, where applicable, the value based fee for the
Counterclaim for infringement in accordance with Part 6. Rule 15 and Rule 16 3 to 5 shall

apply mutatis mutandis.
Rule 54 — Examination as to formal reqhirernents and further schedule
Rules 27 and 28 shall apply mutatis mutandis.

DEFENCE TO THE APPLICATION TO AMEND THE PATENT AND DEFENCE TO THE
COUNTERCLAIM FOR INFRINGEMENT

Rule 55 Lodging of the Defence to the Apphcatlon to amend the patent, the Reply to the
Defence and the Rejoinder to the Reply

Rule 32 shall apply mutatis mutandis.
Rule 56 — Lodging of the Defence to the Counterclaim for infringement

1. Within two months of service of a Counterclalm for. 1nfr1ngement the claimant shall lodge a
Defence to the Counterclaim for infringement.

2. The Defence to the Counterclaim for infringement shall contain the matters referred to in
Rule 24.1(e) to (h) and (j) and ‘a statement whether the claimant disputes the defendant’s
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assessment of the value of the Counterclarm pursuant to Rule 50.3 and the reasons for such '

dispute.

-3. The defendant may lodge aReplyto the Defence to the Counterclalm for mfnngement within
-one month. »

4. Within one month of the service of the Reply to the Defence to the ‘Counterclaim for
infringement the claimant may lodge a Rejoinder to the Reply together with any Rejoinder to
the Reply to the Defence to the Application to amend the patent pursuant to Rule 43.3 and 5 5 ‘
The Rejoinder shall be llmrted to matters raised in the Reply :

Rule 57 - Request for allocatmg a techmcally quahﬁed judge
Rules 33 and 34 shall apply mutatis mutandis.

‘Rule 58 — Closure of the wrltten procedure subject to the possible exchange of further
pleadings :

Rules 35 and 36 shall apply mutatis mutandis.
Rule 60 - Determination of the value-based fee for the Count’er'claim for infringement

1. The value of the Counterclaim for infringement shall be determined by the judge-rapporteur

under Rule 370.6, taking into account the value as assessed by the parties, by'way of an order'

during the interim procedure

2. Where the value of the Counterclaim for infringement exceeds EUR 500.000, the defendant

shall pay a value-based fee in accordance with Part 6. Rule 16.3 to .5 shall apply mutatis

mutandis.
SECTION 3- ACTION FOR DECLARATION OF NON-INFRINGEMENT
Rule 61 — Declaration of nOn—mfrmgem_ent

1. A declaration that the performance of a specific act does not, or a proposed act would not,
constitute an infringement of a patent may be made by the Court in proceedings between the
person _doing or proposing to do the act and the patent proprietor or licensee entitled to
commence infringement proceedings pursuant to Article 47 of the Agreement, if the patent
proprietor or such licensee has asserted that the act is an infringement, or, 1f no such assertion
has been made by the patent proprietor or licensee, if: :

(a) that person has applied in writing to the proprietor or licensee for a written acknowledgment

to the effect of the declaration claimed, and has provided him with full particulars in wrltlng of

the act in question; and

| (b) the proprietor or hcensee has refused or failed to give any such acknowledgment within one
month.

" 2.The action for a declaration shall be; directed against the proprietor of the patent or the
- licensee who has asserted an infringement or refused or failed to give an acknowledgement
pursuant to paragraph 1(b).

3. If the action for a declaration of non-infringement is directed against the proprietor of the
patent in accordance with Rule 8.6 (“the registered proprietor”) but the registered proprietor is
not a proprietor within the meaning of Rule 8.5(a) or (b) (“the Rule 8.5 proprietor”) each such
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. registered proprietor shall as soon as possible after service of the Statement for a declaration of

non-infringement apply to the Court pursuant to Rule 305.1(c) for the substitution of the
registered propnetor by the Rule 8.5 proprietor.

Rule 62 — Exchange of written pleadings (action for declaration of non-infringement)

1. The written procedure shall consist of:

(a) the Iodgmg of a Statement for a declaratlon of non-mfrmgement (by the clalmant)

[Rule 63];

(b) the lodging of a Defence to the Statement for a declaration of non-infringement (by the

defendanit) [Rules 67 and 68] and, optlonally

(c) the lodging of a Reply to the Defence to the Statement for a declaration of non- 1nfr1ngement
[Rule 69];

(d) the lodging of a Rejoinder to the Reply [Rule 69].
2.'Rule 12.5 shall apply.

Rule 63 — Contents of the Statement for a declaration of non-infringement

The claimant shall, subject to point (b), lodge at the Registry in accordance with Article 33(4),
Article 7(2) of .the Agreement and Annex II thereto, a -Statement for a declaration of
non-mfrmgement which shall contain: -

.(a) particulars in accordance with Rule 13. 1(a) to (h) and particulars confirming that the

requlrements of. Rule 61 are met;

(b) where the parties have agreed to bring the action before a local division or a regional

division in accordance with Article 33(7) of the Agreement, an indication of the division which
shall hear the action, 'accompanied by evidence of the defendant’s agreement;

*(c) where applicable, an indication that the action shall be heard by a single judge [Artlcle 8(7)

of the Agreement], accompanied by ev1dence of the defendant’s agreement

(d) the declaration sought by the cIalmant

_(e) the reasons why the performance of a specific act does.not, or a proposed act would not,

constitute an infringement of the patent concerned, including arguments of law and where

appropriate an explanation of the claimant’s proposed claim constiuction;

/

(g) the evidence relied on, where atrailable, and an indication of any further evidence which will

be offered in support;
(h) an indication of any order the claimant will seek at the interim conference. [Rule 104(e)];

(i) where the claimant assesses that the value of the declaratory action exceeds EUR 500.000,
an indication of the value; and : :

Gya list of the documents, mcluding any witness statements, referred to in the Statement for a

declaration together with any request that all. or part of any such document neéd not be
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translated and/or any request pursuant to Rule 262.1. Rule 13.2 and .3 shall apply mutatis
mutandis.

Rule 64 — Language of the Statement for a declaration of non-mfrmgement
Rule 45 shall apply mutatis mutandis.

Rule 65 — Exammatmn as to formal requirements, recording in the register, assignment
and desxgnatlon of the judge-rapporteur

Ru1es 16 to 18 shall-apply mutatis mutandis.
Rule 66 — Preliminary objection
Rule 19.1 to.3 and .5 to.7 as well as Rules 20 and 21 shall apply mutatzs mutandzs

Rule 67 — Lodging of the Defence to the Statement for a declaratlon of non—mfrmgement

The defendant shall lodge a Defence to the Statement for a declaration of non-infringement

within two-months of service of the Statement for a declaration of non=infringement.

Rule 68 — Contents of the Defence to the Statement for a declaration of non-infringement ;

. The Defence to the Statement for a declaratlon of non-infringement shall contain the matters
referred to in Rule 24(a) to (j). Rule 13.2 and .3 shall apply mutatis mutandis.

Rule 69 — Reply to Defence to the Statemenit for a declaration of non—mfrmgement and
A Rejomder to the Reply

1. The claimant may lodge a Reply to the Defence to the Statement for a declaration of _

non—mfrmgement within one month.

_ 2. The defendant may lodge a Rejoinder to the Reply within one month of service of the Reply.
~ The Rejoinder shall be limited to the matters raised in the Reply. - A

Rule 70 - Fee for the action for a declaration of non-infringement

The claimatlt shall pay the fixed fee and, where applicable, the value based fee for the action fot
a declaration of non-infringement in accordance with Part 6. Rule 15.2 and Rule 16.3 to .5 shall
- apply mutatis mutandis.’

Rule 71 — Examination as te fortnat requirements and further schedule
Rules 27 and 28 shall apply mutatis mutandis,

. Rule 72 — Request for allocating a technically qualified judge

Rules 33 and 34 shall apply mutatis mutandis.

" Rule 73 — Closure of the written’ procedure subject to the possible exchange of further

. - pleadings

' Rules 35 and 36 shall apply mutatis mutandis.
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Rule 74 - Value-based fee for the action for a declaration of non-infringement

1. The value of the action for a declaration . of non-infringement shall be deterimned by the

Jjudge-rapporteur under Rule 370.6, taking into account the value as assessed by the part1es by'

way of an order during the interim procedure.

‘2. Where the value exceeds EUR500.000 the claimant shall pay e value-based fee for the action

for a declafation of non~1nfr1ngement in accordance with Part 6. Rule 16.3 to .5 shall apply
mutatis mutandis. :

SECTION 4 —'ACTIONS WITHIN ARTICLE 33(5) AND (6) OF THE AGREEMENT

~ Rule 75 — Revocation action and subsequent mfrmgement action in a local or regional

division (Article 33(5) of the Agreement).

1. Where a claimant has,lodged a Statement for revocation [Rule 44] before the central division
and the defendant or a licensee entitled to commence proceedmgs pursuant to Article 47 of the

Agreement subsequently initiates an infringement action.in'a local or regional division against:

the claimant in respect of the same patent the followmg procedures shall apply.

2. The Reglstry at the local or regional division shall proceed in accordance with Rules 16 and

17. The Registry shall as soon as practicable notify the President of the Court of First Instance -

of the revocation action in the central division, the infringement action in the local or regional
division and any Counterclaim for revocation in the infringement action. The presiding judges
of the panels seized shall be informed likewise about actions in the other divisions.

3. Where a Counterclaim for revocatlon is brought in the infringement action and there is
identity of parties as between the two actions, unless otherwise agreed by the parties, the panel
appomted in the central division to hear the revocation action shall stay all further proceedings
in the revocation action pending a decision of the panel hearing the action for mfrmgement

~ pursuant to Article 33(3) of the Agreement and Rule 37.-

4. The panel hearing the action for infringement shall when exercising its discretion under

- Article 33(3) of the Agreement take into consideration how far the revocation action in the

central division was advanced prior to the stay referred to in paragraph 3.

5. Where the panel hearing the action for infringement decides to proceed in accordance with

Article 33(3)(a) of the Agreement, Rules 33 and 34 shall apply mutatis mutandzs to the action

~ for infringement.

6. Where the panel, hearing the action for infringement decides to proceed in accordance with
Article 33(3)(b) or (c) of the Agreement, Rules 37.4 and 39 to 41 shall apply mutatis mutandis.

Rule 76 — Actions for declaration of non—mfrmgement within Artlcle 33(6) of the
Agreement . ;

1. Where a claimant has lodged an action for declaration of non—mfrmgement (Rule 61) before
the central division against  the patent proprietor or a licensee entitled to commence

~ infringement proceedings pursuant to Article 47 of the Agreement and the defendant proprietor-
or licensee subsequently initiates an action for infringement in a local or regional division
- against the claimant in respect of the same patent and with respect to the same alleged

1nfr1ngement the following procedure shall apply.
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2. The Registry shall proceed in accordance with Rule 16 and 17. The Registry-shall as soon és

practicable notify the President of the Court of First Instance of the co-pending actions and the -

dates attributed to them. The presiding Judges of the panels seized shall be informed likewise
about the action in the other division.

3. If the date attributed by the Registry to the action for infringement pursuant toRule 17.1(a) is
within three months of the date attributed to the action for declaration of non-infringemest the

panel of the central division shall stay all further proceedings in the action for a declaration. If;

the date attributed to the action for infringement is outside the said three month period there

shall be no stay but the presiding judges of the central division and the local or regional division-

~concerned shall consult to agree on the future progress of proceedings including the possibility
of a stay of one action pursuant to Rule 295(k). -

Rule 77 — Action for declaration of non-infringement and action-for revocation

An action for declaration of non-inftingement may be lodged together with an action for

revocation of the patent in question. Fees shall be paid in accordance with both Rules 46 and
Rules 70 and 74.

SECTION 5 ACTION FOR COMPENSATION FOR LICENCES ON THE BASIS OF

ARTICLE 8 OF REGULATION (EU) No 1257/2012

Rule 80 - Compensation for a licence of right

1. The Appl1cat1on for appropriate compensatxon [Article 32(1)(h) of the Agreement] ‘shall

contain:
(a) particulars in accordance With Rule 13. l(a) to (d);

(b) information on the filing of the statement as referred to in Amcle 8(1) of Regulation (EU)
No 1257/2012;

(c) the licence agreement referred to in Article 8(2) of Regulation (EU) No 1257/2012.

2. Rules 132 133, 134, 135 and 137 to 140 apply mutatis mutandzs to the procedure for -

: appropnate compensation.

Relation with Agreement: Article 32(1)(h)
SECTION 6 — ACTION AGAINST DECISIONS OF THE EUROPEAN PATENT

OFFICE IN CARRYING OUT THE TASKS REFERRED TO IN ARTICLE 9 OF

REGULATION (EU) No 125:7/2012
Relation with Agreement: Articles 32(1)(i), 47(7) and 66
Rule 85 — Stages of the proceedings (e)é parte proceedings)

1. Subject to paragraph 2, where an action is brought against a decision of the European Pa_terrt
Office in carrying out the tasks referred to in Article 9 of Regulation (EU) No 1257/2012
(hereinafter "decision of the Office”), proceedings before the Court of First Instance shall

consist of*
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| European Patent Office;

(b) an 1nter1'm procedure which may include an interim conference; and ' C

2. This Rule and Rules 88 (save as expressly provided for in Rule 97.2); 89 and 91 to 96 shall
not apply to an expedited action against a decision of the Office pursuant t6 Rule 97. i

-Rule 86 —Suspensive effect

20065.30-9516-3-31-158-2017

(a) a written procedure which shall include a possibility for interlocutory review by the

(c) an oral procedure wh1ch at the request of the claimant or-at the instance of the Court, may
include an oral hearing, :

An action against a decision of the Office shall have suspensive effect.

Rule 87 — Grounds for annulling or altering a decision of the Office ,
An action against a decision of the Office may be brought on grounds of: . | | P

(a) infringement of Regulation (EU) No 1257/2012 or of Regulation (EU) No 1260/2012 or of
any rule of law relating to their application; :

- (b) mfrlngement of any of the implementing rules of the European Patent Office for carrying

out the tasks referred to in Article 9(1) of Regulation (EU) No 1257/2012;

(c) mfnngem‘ent of an essential procedural.requirement;

(d) misuse of power.

. Rule 88 — Application to annul or alter a decision of the Office -

1. The claimant shall lodge an Application at-the Registry, in accordance with Article 7(2) of
the Agreement and Annex II thereto, to anmil or alter a decision of the Office in the language in
which the patent was granted, within two months of service of the decision.of the Office.

2. The Application to annul or alter a decision of the Office shall contain:
(2) the names of the claimant and, where applicable, of the claimant’s representative;

(b) whete the claimant is not the proprietor of or applicant for the European patent with unitary
effect, an explanation and evidence that he is adversely affected by the decision of the Office
and entitled to start proceedings [Article 47(7) of the Agreement]; ' -

(c) postal and electronic addresses for service on the claimant and the names and addresses of
the persons authorlsed to accept service;

(d) a reference to the contested decision of the Office;

(e) where applicable, information about any prior or pending proceedings relating to the patent
concermned before the Court, the European Patent Office or any other court or authority;

(f) an indication whether the action, shall be heard by a single judge;
(2) the order or the rer}ledy sought by the claimant;

-47 -
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(h) one or more grounds for annullmg or altenng the contested decision, in accordance with
Rule 87;

- (1) the facts, evidence and arguments relied on; and

(j) a list of the documents, including any witness statements, referred o in the Application
‘ together with any request that all or part of any such document need not be translated and/or any
request pursuant to Rule 262.1. Rule 13.2 and 3 shall apply mutatzs mutandzs

3. The claimant shall pay the fee for the action agamst a decision of the Ofﬁce in accordance
with Part 6. Rule 15.2 shall apply mutatis mutandis.

4. Rule 8 shall not apply . ,
Relation with Agreement: Articles 32(1)(i), 33(9), 47(7), 48(7) and 49(6)
Rule 89 — Examination as to formal requirements (ex parte proceedings)

L The:Registry_shall,' as soon as practicable after an Application to annul or alter a decision of

the Office has been lodged, examine whether the requirements of Articles 47(7) and 49(6) of -

the Agreement and Rule 88.1, .2(a) to (d) and .3 have been comphed with.

2. If the Registry considers that any of the requirements referred to in paragraph 1 has not been
complied with, it shall invite the claimant to: ,

(a) correct the deficiencies noted, within 14 days from the date of service of such notification;

~ and

. (b) where. apphcable pay the fee for the action agamst a decision of the Office, within said 14
days.

3. The Registry shall at the same time inform the claimant that if the claimant fails to correct the
deficiencies or pay the fee within the tlme stated, a decision by default may be given in
accordance with Rule 355.

4. If the claimant fails to correct the deficiencies noted or to pay the fee for the action against a

“decision of the Office, the Registry shall inform the President of the Court of First Instance who
may reject the action as inadmissible by a decision by default. He may give the claimant an
opportunity to be heard beforehand. .

Rule 90 — Recordmg in the regnster (ex parte proceedings)

 Ifthe requlrements referred to in Rule 89. 1 have been comphed w1th the Registry shall as'soon
as practicable:

(a) record the date of receipt of the Application to annul or alter a decision of the Office and.

attribute an action number to the file;
(b) record the file in the register; )

(¢) inform the claimant of the action number of the file and the date of receipt; and

(d) forward the Application to the European Patent Office, with an' indication that the
Application is admissible.
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Rule 91 - Iuterlocutory revision by the European Patent Office , |

1. If the European Patent Office considers that the Apphcatlon to annul or alter a dec1s1on of the
Office is well founded, it shall within two months of the date of receipt of the Application:

~ (a) rectify the contested decision in accordance with the order or remedy sought by the claimant
[Rule 88.2(g)]; and :

(b) inform the Court that the decision has been rectlﬁed

2. Where the Court is informed by the European Patent Ofﬁce that the contested dec1s1on has
been rectified, it shall inform the claimant that the action is closed. It may order full or partial
-reimbursement of the fee for the action against a de01s1on of the Office, in accordance with
" Part 6. /

Rule 92 —'Ass'ignment'to panel or to single judge,'designation of judge—rapporteur

Where the action is not closed in accordance with Rule 91.2, the action shall, as soon as
practicable after the expiry of the period referred to in Rule 91.1, be assigned to a panel of the
central division or to a single judge if requested by the clalmant [Rule 88.2(f)] in accordance
-with Rule 345.3. Rule 18 shall apply.

Rule 93 — Examination of the Application to annul or a‘lter a decision of the Office

1.In the examination of the Application to annul or alter a decision of the Office, the
judge-rapporteur may invite the claimant to lodge further written pleadings, within a time
perlod to be specified. . :

2. Where appropriate, the judge-rapporteur may, after consulting the claimant; set a daté and’
time for an interim conference.

3. Rule 35 shall apply mutatis mutandis..
Rule 94 — Invitation to the President of the European Patent Office to comment

The judge-rapporteur may, on his own initiative or on request by the President of the European
Patent Office, invite the President of the European Patent Office to comment in writing on any

question arising in the course of proceedings under this Section ineluding:any appeal by the
‘claimant pursuant to Rule 220. The claimant shall be entitled to. submlt his observations on the

President’s comments.
Rule 95 — Lex specialis for the interiul procedure (ex parte procedure)

During the interim procedure, the judge-rapporteur shall invite the claimant to indicate whether
he wishes that an oral hearing be convened. The judge- rapporteur may convene an oral hearing =
at his own instance. '

Rule 96 —'Lex specialz's for the oral procedure (ex parte procedure)

1. Rules 110.3, 111 115 and 118.6 shall apply to the oral hearmg and to the decision of the
Court. _

2. If an oral hearing is not convened, the pauel shall decide in accordance with Rule 117.
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Rule 97 — Application to annul a declsmn of the Office to reject a request for umtary '

effect

1. The proprietor of a patent whose r,équest.for unitary effect has'been rejéc_ted by the Office
shall lodge an Application at the Registry in accordance with Article 7(2) of the Agreement and

Annex Il thereto, to reverse the decision of the Office, in the language in which the patent was

granted within three weeks of service of the decision of the European Patent Office.

2. The Application shall contain particulars in accordance with Rule 88.2(a), (c) (d) and (g)to
- (j) and the proprietor shall pay the fee for the action against the decision of the Office in
accordance with Part 6. Rule 15.2 and Rule 89 shall apply mutatis mutandis.

3. If the requirements referred to in paragraph 2 have been comphed with, Rule 90 shall apply
mutatis mutandis. .

4. The Registry shall as soon as practicable forward the Application to the standing judge who
may invite the President of the European Patent Office to comment on the Application, but shall
in any event decide the Application within three weeks of the date of receipt of the Application.

5. A Statement of appeal by the proprietor of the patent or the President of the European Patent

Office against the decisions of the standing judge pursuant to paragraph 4 may be lodged within

three weeks of service of the said decision. The Statement of appeal shall contain the particulars
previously lodged pursuant to paragraph 2 and also the reasons for setting aside the contested
- decision. The appellant shall pay the fee for the appeal in accordance with Part 6. Rule 15.2
shall apply mutatis mutandis. If the requirements of this paragraph 5 have been complied with,
the Registry shall record the appeal in accordance with Rule 230.1 and shall as soon as
practicable assign the appeal to the standing judge of the Court of Appeal [Rule 345.5 and
345.8] who may invite the other party to comment on the appeal but shall in any event decide
the appeal within three weeks of receipt by the Registry of the Statement of appeal.

6. The Registry shall as soon as practicable notify the Office of the decision on the Application
~or on the appeal as the case may be.

Rule 98 — Costs

The parties shall bear their own costs in any action pursuant to Rule 85 0r 97.
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' CHAPTER 2 ~ INTERIM PROCEDURE

Rule 101 - Role of the judge—rapborteur (Case r‘nana’gernent)"

1. During the interim procedure the judge- rapporteur shall make all necessary preparatlons for 3

the oral hearing. He may in particular, where appropriate, and subject to the mandate of the.

panel, hold an interim conference with the parties which may be held on more than one
occasion and may exercise the powers provided for in Rule 334.

2. The judge-rapporteur shall have the obhgatlon to ensure a farr orderly and efficient 1nter1m

procedure.

3. Without prejudice to, the prmc1p1e of proportlonahty, the Judge-rapporteur shall complete the
’ mtenm procedure within three months of the closure of the written procedure.

Relatzon wz(h Agreement: Articles 43 and 52(2)
Rule 102 - Referral to the panel

1. The judge—rapporteur may refer any matter to the panel for decision and the panel may of its
own motion review any decision or order of the judge-rapporteur or the conduct of the interim
procedure. » ~ :

2. Any party may request that a decision or order of the judge-rapporteur be referred to the

‘panel for a review pursuant to Rule 333. Pending review, the decision or order of the

judge-rapporteur shall be effect1ve
Rule 103 — Preparation for the mterlm conference

1. Whether or not the judge-rapporteur decides to hold an interim conference, he may order the
parties, within time periods to be specified; in particular to:

(a) provide further clarification on specific points;

(b) answer specific questions; -

(c) produce évidence;

(d) lodge specific documents 1ncIud1ng each pany S summary of the orders to be sought at the

interim conference

The judge-rapporteur shall at the same time inform the party concemed' that if the party fails to

_comply with the order within the time period specified, a decision by default rnéy be givenin

accordance with Rule 355.

2.1f a party fails to comply with an order of the judge-rapporteur within the time period
specified, the judge-rapporteur may give a decision by default pursuant to Rule 355.

INTERIM CONFERENCE
Rule 104 - Aim of the interim conference
The interim conference shall enable the judge-rapporteur to: -

(a) identify main issues-and determine which relevant facts are in dispute;
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(b) where appropriate, clarify the position of the parties as regards those issues and facts;
(c) estabhsh a schedule for the further. progress of the proceedings; |

(d) explore with. the partles the possibilities to settle the dlspute or to make use of the facilities
of the Centre;

_(e) where appropriate, issue orders regardmg production of further pleadings, documents,
experts (including court experts), experiments, inspections, further written evidence, the
matters to be the subject of oral evidence and the scope of questions to be put to the witnesses;

(t) where approbriate,’ but only in the presence of the parties, hold preparatory discussions with
witnesses and experts with a view to properly preparing for the oral hearing; '

(g) make any other decision or order as he deems necessary for the preparation of the oral
hearing including, after consultation with the presiding Judge an order for a separate hearing of
w1tnesses and experts before the panel; .

(h) set a date for any separate hearing pursuant to point (g) of this Rule and confirm the date. for
the oral hearing;

(1) decide the value of the action in accordance with Rule 370.6.;

(;) decidé the value of the proceeding for the purpose of applymg the scale of ceilings for

recoverable costs (Rule 152 3)

(k) order the parties to submit, in advance of the decision at the oral hearing, a preliminary
estimate of the legal costs that they will seek to recover. -

Relation with Agréement: Article 52(2)
Rule 105 ~Holding the interim conference

1. The interim conference should, where practicable, be held by telephone conference or by
video conference.

2. On request by a party, subject to paragraph 1 and the approval of the Judge~rapporteur the
interim conference may be held in Court, If the interim ¢onference is held in Court, it shall be
open to the public unless the Court decides to make it, to the extent necessary, confidential in
the interests of one or both parties or third parties or in the general interests of justice or public

order.

3. The judge-rapporteur may hold the 1nter1m conference in any language agreed by the parties’
representatives. .

4. Rule 103 shall apply mutatis mutandzs

5. Following the interim conference, the Judge-rapporteur shall issue an order setting out the
decisions taken.

Rule 106 — Recording of the interim conference

The interim conference shall be audio recorded. The recording shall be made available at the
premises of the Court to the parties or their representatives after the hearing.

Relation wi;th Agreement: Articles 44 and 45
' -52-
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.

PREPARATION FOR THE ORAL HEARING

Rule 108 — Summons to the oral hearmg

The judge-rapporteur shall summon the parties to the oral hearmg which shall take place before
~ the panel on the date(s).set under Rules 28 and/or 41(c) and 104(h). If no date(s) have been set
the judge-rapporteur shall set a date for the oral hearing. At least two months notice shall be

given, unless the parties agree to a shorter time period.

Rule 109 — Slmultaneous interpretation- durmg oral hearings

1. At the latest one month before the oral hearmg including any separate hearing of witnesses

and éxperts a party may lodge a Request for simultaneous interpretation which shall contain:

“ (a) an indication of the language to or from which the party requests simultaneous interpretation

during the oral hearing;

(b) the reasons for the Request;

(c) the field of technology concerned;

(d) any other information of relevance for the Request.

2. The judge-rapporteur shall decide whether and to what extent simultaneous mterpretatron is
appropriate and shall instruct the Registry to make all necessary arrangements for simultaneous
interpretation. In the event that the judge-rapporteur refuses to order ‘simultaneous
interpretation the parties may request arrangements to be made, so far as practically possible,
for simultaneous interpretation at their cost.

3. The judge-rapporteur may decide of his own motion to order simultancous interpretation and
shall 1nstruct the Registry and inform the parties accordlngly

4. A party wishing to engage an interpreter at its own eXpense shall inform the Reglstry atthe

latest two weeks before the oral hearmg

5. Costs for simultaneous mterpretatron are costs of the proceedmgs to be decided upon under
Rule 150 except where a party engages an 1nterpreter at its own expense under paragraph 4;
these costs are borne solely by that party.

Relation with Agreement: Article 51(2)

Rule 110 — Closure of the interim procedure

- 1. As soon as the judge-rapporteur.considers that the state of preparation of the file is adequate,

he shall inform the presrdmg judge and the partles that the interim procedure is closed in view
of the oral hearing.

2. Where final dates have been set pursuant to Rules 103 and 104 the interim procedure shall be
deemed closed on the last date set.

3. The ‘oral procedure shall start immediately after the interim _procedure is closed. The
presiding judge shall, in consultation with the judge-rapporteur, take over the management of
the action: :
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CHAPTER 3 - ORAL PROCEDURE -

Rule 111 — Role of the presxdmg Judge (Case management)

The pres1d1ng judge shall:

(a) have all »authorit_y to ensure a fair, orderly and efﬁvcient oral procedure; and

(b) ensure that the action is ready fer decision on the merits at the end of the oral hearing.

Rule 112 - Conduct of the oral hearmg

L. Th.e oral hearing shall be held before the panel and shall be under the control of the pres1dmg '

Jjudge.
2. The oral hearing shall consist of:
(a) the hearing of the parties’: oral submissions;

(b) if ordered during the interim procedure, the hearing of witnesses and experts under the
confrol of the presiding judge.

3. The presiding judge and the judges of the panel may provide a preliminary introduction to the
action and put questions to the partles to the parties’ representatives and to any witness or
expert.

. 4. Under the control of the presiding judge, the parties may put questions to the witness or
expert. The presiding Judge may prohibit any question which is not designed to adduce
admissible evidence. .

5. With the consent of the Court a witness may give evidence in a langilage'other than the
language of proceedings.. - \

 Relation with Agreement: Articles 52(3 ) and 53(1 )
Rule 113 Duration of the oral hearmg

1. Without prejudice to the application of the pnnc1ple of proportionality, the presiding judge
shall endeavour to complete the oral hearing within one day. The presiding judge may set time
litnits for parties oral submissmns in advance of the oral hearing.

2. Oral testimony at the oral hearing or at any separate hearing shall be limited to issues
identified by the Judge-rapporteur or the presiding judge as having to be decided on the basis of
oral ev1dence

3. The pres1dmg judge may, after consultlng the panel, limit a party s oral submlssmns 1f the
panel is sufficiently informed.. »

Rule 114 — Adjournment where the Court considers that further evidence is réquired

In exceptional cases, the Court may, after hearing the parties’ oral submissions, decide to
adjourn proceedings and call for further evidence.
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Rule 115— The oral hearing

- The oral hearing and any separate hearing of witnesses shall be open to the public unless the

Court decides to make a heanng, to the extent necessary, confidential in the interests of one or- -

both parties or third parties-or in the general interests of justice or public order. The hearing
shall be audio recorded. The recording shall be made available to the parties or their
representatives at the premises of the Court after the hearing. Rule 103 shall apply mutatis

mutandis.

Relation with Agr‘eement.' Article 45

Rule 116 — Absence of a party from the oral hearing

LA party which does not w1sh to be represented at the oral hearing shall inform the Reglstry in i
~good time. Where both parties have informed the Registry that they do not wish to be =

represented at the oral hearing, the Court may decide the action in accordance with Rule 117.

| 2. The Court shall not be obhged to delay any step in the procedure, mcludmg the decision on |

the merits, by reason only of the absence of a party from the oral hearing.

case.’

4. If due to an exceptional occurrence a party is prevented from being represented at the oral
hearing, the Court shall on a reasoned request of that party, adJoum the oral hearing.

5. The provisions of this Rule are without prejudice to-the power of the Court to give a decmon
by default pursuant to Rule 355.

Rule 117 — Absence of both parties from the oral hearing

Where both parties have informed the Registry that they do not wish to be represented at the -
oral hearing the Court shall take a decision on the merits on the basis of the pleadings and

evidence submitted by the parties and the court expert, if apphcable and otherwise in
accordance with Rules 118 and 350 to 354,

Rule 118 — Decision on the merxts

1. In addition to the orders and measures and without prejudice to the dlscretlon of the Court

referred to in Articles 63, 64, 67 and 80 of the Agreement the Court may, if requested, order the -

payment of damages or compensation according to Articles 68 and 32(1)(f) of the Agreement.
The amount.of the damages or the compensation may be stated in the order or determined in

_separate proceedings [Rules 125- 144].

.2. If, while there are infringement proceedmgs before a local or regional division, a revocatlon

action is pending between the same parties before the central division or an- opposition is

pending before the European Patent Office, the local or regional division:

(a) may render its decision on the mérits of the 1nfr1ngement claim, including its orders, under

.the condition subsequent pursuant to Article 56(1)-of the Agreement that the patent is not held

to be wholly or partially invalid by the final decision in the revocation proceedings or a ﬁnal
decision of the European Patent Office or under any other term or condition; or

-55.
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" (b) may stay the infringement proceedings pending a decision in the revocation procedure ora

decision of the European Patent Office and shall stay the infringement proceedings if it is of the
view.that there is a high likelihood that the relevant claims of the patent will be held to be
. invalid on any ground by the final decision in the revocation proceedings or of the European
Patent Office where such decrsron of the European Patent Office may be expected to be given
raprdly

3. Where in the decision on the merits of a revocation action, the patent is found to be entlrely'

or partially invalid, the Court shall revoke the patent entlrely or partially according to Article 65
of the Agreement.

4. Where the Court has made orders in accordance w1th paragraph 2(a) any party may apply to

the local or regional division within two months following a final decision of the central
division or the Court of Appeal or the European Patent Office as the case may be on the validity
of the patent for orders consequential on such final decision [Rule 354.2].

5. The Court shall decide in principle on the obligation to bear legal costs in accordance with
Article 69 of the Agreement. The Court may order in advance of the decision that the partres
submit a preliminary estimate of the legal costs that they will seek to recover.

6. The Court shall give the decision on the merits as soon as possible after the closure of the oral
hearing. The Court shall endeavour to issue the decision on the metits in writing within six
weeks of the oral hearing The Court shall give reasons for its decision.

) 7 ‘The Court may glve its decision 1mmed1ately after the closure of the oral hearing and prov1de
its reasons on a subsequent date.

8. The orders of the Court referred to in paragraphs 1 and 2(a) shall be enforceable on the
defendant only after the claimant has notified the Court which part of the orders he infends to
enforce, a certified translation of the orders in accordance with Rule 7.2, where applicable, into
the official language of a Contracting Member State in which the enforcement shall take place
has been provided by the claimant and the said notice and, where applicable, a certified
- translation of the orders have been served o the defendant by the Registry. The Court may
. subject any order or measure to a security to be given by the successful party to the unsuccessful
party as determined by the Court in accordance with Rule 352.

Relation with Agreement: Article 77 .
Rule 119 — Interim award of damages

- The Court may order an interim award of damages to the successful party in the decision on the
merits, subject to any conditions that the Court may order. Such award shall at least cover the
expected costs of the procedure for the award of damages and compensatlon on the part of the
successful party.

-56 -
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‘CHAPTER 4 - PROCEDURE FOR THE bETERMINATION OF DAMAGES AND

COMPENSATION ' : : ‘i '

- Rule 125 - Separatel proceedings for determining the amount of damages ordered

conferred by a published European patent application [Article 32(1)(f) .of the Agreement, -
Article 67 EPC] and compensation to be paid pursuant to Rules 118.1, 198.2, 213.2 and 354.2.
The expression “damages™ used in Chapter 4 shall be deemed to include such compensation and
interest at the rate and for the period that the Court shall decide. '

Rule 126 — Start of proceedings for the determination of damages

Where the successful party wishes to have the amount of damages determined, it shall no later ;
than one year from service of the final decision on the merits (including any final decision on
appeal) on both infringement and validity (or in the case of an award under Rules 118.1, 198.2,

213.2 or 354.2 from the date of the order for such award) lodge an Application for the
determination of damages, which may include a request for an order to lay open books.

" Relation with Agreeﬁdéni: Article 68

SECTION 1 - APPLICATION FOR THE DETERMINATION OF DAMAGES
Rule 4131 - Cbntem_:_s of the Application for the determination of damages

1. The Application for the determination of damages shall contain:

(a) particulars in accordance with Rule 13.1(a) to_'(d); o

(b) the date of the decision .on the merits and the action ﬁumber of the file;

(c) if required a request for an order to lay open books (Rules 141 to 144) in which case the
applicant shall provide the matters set out in Rule 141(b) to (e).

2. After any. procedure for the layiﬂg open of;bo.o_ks is complete, or, if that has not been
requested in the Application referred to in paragraph 1 the applicant shall indicate:

(a) the redress (damages, licence fees, profits) and the interest thereon requested by him;

(b) an indication of the facts relied on, in particular calculations concetning lost profits or
profits made by the unsuccessful party; '

" (c) the evidence relied on;

(d) a statement as to whether the decision on the merits is the subject of an appeal;
(e) his assessment of the amount of damages due to him.
Rule 132 ~ Fee for the Application for the determination of démages

The applicant shall pay the fixed fee and, where applicable, the value based fee for the
determination of damages in accordance with Part 6. Rule 15.2 shall apply mutatis mutandis.

-57-. .
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Rule 133 — Determination of the value-based fee for the determination of damages

Where the value of the action exceeds EUR500.000 the applicant shall pay a value based fee for-

the determination of damages in accordance with Part 6.

Rule 134 — Examination as to formal reqmrements of the Application for the

determination of damages

1. The Registry shall, as soon as pra‘cticablé after the lodging of the'Apphcatlbn for the
determination of damages, examine whether the requirements of Rules 126, 131.1 and .2(d) and
(e) and 132 have been complied with. :

2. If the Application for the determination of damages does not comply with the requirements .
referred to in paragraph 1, the Registry shall invite the applicant to correct the deficiencies

noted within a time period to be spemﬁed
3. Rule 16.4 to .5 shall apply mutatis mutandzs

Rule 135 - Recordmg in the register (Apphcatlon for the determmatlon of damages) and
service

1. If the requlrements referred to in Rule 131.1 and .2(d) ‘and (e) have been comphed with, the
Registry shall as soon as practicable:

(a) record the date of receipt of the Applfcation for the determination of damages;
- (b) record the Application in the register; |
(©) infoﬁn the applicant of the date of receipt;

(d) infbrm the panel which has given the decision on the merits on infringement that an
Application for the determination of damages has been lodged;

' (e) serve the Application upon the unsuccessful party.

2. The panel which has given the decision on the merits on infringerhent shall be the panel for

the determmatmn of damages unless for any reason this is not possible or practical in which
case the pre51d1ng judge of the division concerned shall appoint a fresh panel. Rules 17.2 and 18

shall apply mutatis mutandis.
Rule 136 — Stay of the Application for a determmatlon of damages

The Court may stay the Application for a determmatlon of damages pending any appeal on the
merits pursuant to Rulé 295(g) on a reasoned request by the unsuccessful party. The applicant
shall be given the opportunity to be heard. If the Court continues the proceedings on the
- Application it may order the applicant to render a security according to Rule 352.

Rule 137 — Reply of the unsuccessful party

1. If the unsuccessful party accepts the claim made in the Application for the determination of
damages, it shall within two months inform the Registry. The judge-rapporteur shall make the
order for the determination of damages in accordance with the Application for the
determination of damages. - :

258

-

62| 145



N
G

20065.30-9516-3-31-158-2017

2. If the unsuccessfull party contests the claim made in the Apphcatlon for the determination of

damages, it shall within two months of service of the Application for the determination of ‘ N

damages or, where there was a procedure for the laying open of books, within two months of
service of the indication pursuant to Rule 131.2, lodge a Defence to the Application for the
determination of damages.

Rule 138 - Contents of the Defence to-the Appli'catio‘n for the determination of .damages
The Defence to the Application for the determination of damages shall contain:
(a) the names of the unsuccessful party and of that party’s representatlve

(b) postal and electronic addresses for service on the unsuccessful party and the names. and
addresses of the persons authorised to accept service;

, ‘(c) the action number attributed to the file; o : .

((d)_the reasons why the Application for .the award of damages is c'on-fested;

(e) an indication of the facts relied on; and

‘ (f) the evidence relied on.

Rule 139 — Reply to the Defence to the Apphcatmn for the determination of damages and
Rejoinder to the Reply A

The applicant may within one month lodge a Reply to the Defence to the Application for the
determination of damages, limited to the matters raiséd in the Defence. The unsuccessful party
may lodge a Rejoinder to the Reply within one month of service of the Reply, limited to the
matters raised in the Reply. v _

Rule 140 — Further procedure (Application for the determination of damages)

1. The judge-rapporteur may order further exchange of wntten pleadings, within tirhe perlods
to be specified.

2. The provrslons of Part 1, Chapters 2 (Interim procedure) and 3 (Oral procedure) shall apply
mutatis mutandis but with such reduced timetable as. the judgé-rapporteur may order. He shall
" decide .on the obligation to bear the legal costs of the proceedings for the determination of
damages in accordance with Amcle 69 of the Agreement.

SECTION 2 - REQUEST TO LAY OPEN BOOKS
- Rule 141 - Contents of the Request to lay open books

If the applicant has made a request pursuant to Rule 131. l(c) Rules 134 to 136 shall apply '

mutatis mutandis. The Request shall contain:
(a) particulars in accordancé with Rule 131.1(a) and b);

(b) details. of any information ordered by the Court and glven by the other party pursuant to
Rule 191;

(c) a description. of the information held 'by the unsuccessful party to which the applicant
requests access, in particular documents relating to turnover and profits. generated by the
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infringing products or regarding the extent of use of the infringing proceés as well as accounts
and bank documents, and any related document concerning the infringement;

(d) the reasons why the applicant needs access to this information; -
(e) the facts relied on; and
() the evidence offered in support. -

Rule 142 — Defence of the unsuccessful party, Reply to the Defence and Rejomder to the
Reply

1. If the unsuccessful party accepts the Request to lay open books; it shall within two months of

service of the Request to lay open books inform the Registry. The judge-rapporteur shall make

the order to lay open books in accordance with the Request to lay open books.

2. If the unsuccessful party contests the Request to lay open books, it shall within two months of
service of the Request to lay open books lodge a Defence to the Request to lay open books.

3;. The applicant may within 14 daysiof service of the Defence to the Request lodge a Reply ro

the Defence to the Request to lay open books, limited to the matters raised in the Defence. The -

unsuccessful party may within 14 days of service of the Reply lodge a Re)omder limited to the
_matters raised in the Reply. :

Rule 143 — Further procedure

Rule 140 shall apply mutatis mutandis.

" Rule 144 — De'cisionAon the Request to lay open books
1. The Court may: |

(a) order the unsuccessful party to open its books to the applicant within a time period to be
specified and subject to such terms as the Court may deem appropriate having regard inter alia
to Article 58 of the Agreement and Rule 190.1 and 4;

(b) inform the applicant and spec1fy a time period wrthm which the procedure’ for the award of
damages shall be continued.

2. Where the Request to lay open books is not allowable, the Court shall inform the applicant
- and specify a time period within which the procedure for the award of damages shall be
continued [Rule 131.2]. -
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CHAPTER 5 - PROCEDURE FOR COST DECISION
Rule 150 — Sepai'ate proceedings for cost decision

1. A cost decision may be the subject of separate proceedlngs following a decision on the merits
and, if applicable, a decision for the determination of damages. The cost decision shall cover

ccosts incurred in the proceedings by the Court such as costs for simultaneous interpretation and
costs incurred pursuant to Rules 180.1, 185.7, 188, 201 and 202 and, subject to the Rules 152 to

156, the costs of the successful party including Court fees paid by that party [Rule 151(d)].
Costs for interpretation and translation which is necessary for the judges of the Court in order to
conduct the case in the language of proceedings are borne solely by the Court.

2. The Court may order an mtenm award of costs to the successful party in the decision on the
merits [Rule 119] or in a decision for the determination of damages, subject to any conditions
that the Court may decide. : :

Rule 151 — Start of proceediltgs for cost decision

Where the successful party (hereinafter "the applicant") wishes to seek a cost decision, it shall
within one month of service of the decision lodge an Apphcatlon for a cost decmon which shall
contain:

(a) particulars in accordance with Rule 13.1(a) to (d);

(b) the date of the decision and the action number of the file;

(c) a statement as fo Whether the decision on the merits is the subJect of an appeal, if known at -

the date of the Application;

(d).an 1ndlcat10n of the costs for which compensation is requested, which may include recovery

of court fees and costs of representation, of witnesses, of experts, and other éxpenses; and
(e) the preliminary estimate of the legal costs that the party submitted pursuant to Rule 118.5.

Rule 152 - Compensatlon for' representatmn costs

'1. The applicant- shall be entitled to recover reasonable and proportionate costs for

representation.

2. The Administrative Committee shall adopt a scale Qf ceilings for recoverable costs by

reference to the value of the proceedings. The scale may be adjusted from time to time.

3. Where a claim, counterclaim, application, request or appeal subject to only a fixed fee' is

‘made, the party concerned shall, in the first submission, assess its respective value for the
* purpose of calculating the applicable celhng The other party shall be heard. Rule 370 6 shall

apply mutatis mutandis. .
Rule 153 — Compensation for costs of experts

The compensation for costs of experts of the parties [Rule 181] exceeding the expenses referred
to in Rule 180.1 shall be based on the rates that are customary in the respective sector, with due
regard to the required expertise, the complex1ty of the issue and the time spent by the expert for
the services rendered. . :
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Rule 154 — Compensation for costs of witnesses

Where the Court has ordered the deposit of a sum sufficient to cover the expenses of a witness

in accordance with Rule 180.2 or of a party’s expert in accordance with Rule 181,
compensation may be requested for payments made by the Reg1stry towards the expenses
incurred by a witness or an expert.

: Rule 155 - Compensation for costs of interpreters and translators

- 1. The compensation for costs of mterpreters shall be the rates that are customary in the country
of the division in question, depending on the interpreter’s training and profess1ona1 expenence

2. The compensatlon for costs of translators shall be the rates that aré customary in the country
f the division in questlon, depending on the translator’s training and professional experlence

Rule 156 — Further procedure

1. The judge—r’apportenr‘may request the applicant to provide written evidence of all costs

requested in Rule 151(d). The judge-rapporteur shall allow the unsuccessful party an

opportunity to’ comment in writing on the costs requested including any item of costs that-,

should be apportioned or borne by each party in accordance with Article 69(1) to (3) of the
Agreement

2. The judge-rapporteur shall decide in writing on the costs to be awarded or apportloned in
accordance with-Article 69(1) to (3) of the Agreement.

3. The costs sha]l be paid within the period ordered by the Judge-rapporteur
\ Rule 157 - A-ppeal against the cost declslon

The decision of the judge-rapporteur as to costs only may be appealed to the Court of Appeéal in
accordance with Rule 221

Relqtion with Agreement: Articlé 69
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CHAPTER 6 - SECURITY FOR COSTS
Rule 158 — Se:curi'ty for costs of ab‘party

1. At any time during proceedmgs following a‘reasoned request by. one party, the Court may - |

order the-other party to provide, within a specified time period, adequate security for the legal

costs and other expenses incurred and/or to be incurred by the requesting party, which the other
party may be liable to bear. Where the Court decides to order such security, it shall demde

whether it 1s appropriate to order the securlty by deposrt or bank guarantee.

2. The Court shall give 'the partles an opportumty to be heard before makmg an order for.
security. Rule 354 shall apply to the enforcement of the order. :

3. The order for security shall indicate ‘that an appeal may be lodged in accordance with

Article 73 of the Agreement and Rule 220. 2 r o .

4, The Court shall; when spec1fy1ng the time period in paragraph 1, inform the party concerned |
that if the party fails to provide adequate security within the time stated, a decision by default -

may be given, in accordance with Rule 355.

. 5.1If & party fails to prov1de adequate security within the time stated, the Court may give a

decision by default pursuant to Rule 355.
Relation with the Agreement: Article 69(4).
Rule 159 — Sécurity for costs of the Court

Except where deposits are rendered pursuant to Rule 180.2, the Court may order that either or

both parties provide adequate security (either by deposit or bank guarantee) to cover costs
incurred and/or to be incurred in the proceedings by the Court, pendmg a cost decision pursuant

_to Rule 150.1. Rule 158.2 and 3 shall apply.
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PART 2 - EVIDENCE
Rule 170 — Means of evidence and means of obtaining evidence

1.In proceedmgs before the Court, the means of ev1dence shall mclude in partxcular the
following:

(a) written evidence, whether printed, hand-written or drawn in partwular documents wrltten ‘

thness statements, plans, drawings, photographs
‘ (b) expert reports and reports on experiments carried out for the purpose of the proceedings;
(©) physi_éal ebjeets, in particular devices, products, embodiments, exhibits, models;

@ electronic files and audio/video recofdings |

2 Means of obtaining evidence shall include i in partlcular the followmg |

(a) hearing of the partles :

(b) requests for information;

(c) production of Adocuments;

(d Summbning, hearing and questioning of witnesses;

(e) appointing, 'receiving opinions from, summoning and hearing and questiening of experts;
(f) ordering inspection of a place er a physical object;

(g) conducting comparative tests and experiments;

(ﬁ) si&orn statements in writing (written witness statements).

3. Means of obtaining evidencen shall further include [Article 59 and 60 of the Agreementj:
(a) ordering a party or a third party to‘ produce evidence; | |
~ (b) ordering measures to breserve evidence.
Rule 171 — Offering of evidence

1. A party making a statement of fact that is contested or likely to be contested by the other

party shall indicate the means of evidence to prove it. In case of failure to indicate the means of

evidence regardmg a contested fact, the Court shall take such failure 1nto account when
de01d1ng the issue in question.

2. A statement of fact that is not spec1ﬁca11y contested by any party shall be held to be true as
between the parties. .

‘Rule 172 — Duty to produce evidence

1. Evidence aveilable to a party regarding a statement of fact that is contested or likely to'be

contested by the other party must be produced by the party making that statement of fact.
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2. The Court may at any time during the proceedings order a pafty making a statement of factto
produce evidence that lies in the control of that party. If the party fails to produce the evidence, ' |

‘the Court shall take such failure into account when dec1d1ng on the issue in questlon ' o
“Relation with Agreement Article 53

Rule 173 ~ Cooperatlon between the courts of the Member States in the taking of

evidence

For the takmg of evidence in the European Union, the Regulation (EC) No 1206/2001 shall
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3. In its order sunrmoning the Witness the Court shall also inform the witness of his duties and
rights as a witness under Rules 17 8 and 179, including the sanctions which may be imposed on
a defaulting witness. :

‘Rule 178 — Hearmg of w1tnesses

1. After the 1dent1ty of the witness has been estabhshed and before hearrng his ev1dence the

~ presiding judge shall ask the witness to make the followmg declaration:

"[ solemnly, sincerely and truly declare and afﬁrm that the evrdence I shall give shall be the

- truth, the whole truth and nothing but the truth."

2. The witness shall give h1s ev1dence to the Court.

3. The heanng of a witness who has s1gned a. written witness statement shall begin with the
confirmation of the evidence given therein, The witness may elaborate on the evidence
contained in his written witness statement.

4. The presiding judge and the judges of the panel may put questions to the witness.

'5. Under the control of the presiding judge, the partxes may put questions to the w1tness The '
presiding Judge may prohibit any questlon which is not designed to adduce admissible

evidence.

i

6. The Court may allow a witness to give evidence through electronic means; such as video

‘ conference Paragraphs 1 to'5 and 7 shall apply.

7. With the consent of the Court a ‘witness may give evidence in a language other than the
language of proceedings. :

Rule 179 -Duties of w1tnesses

1. Witnesses who have been duly summoned shall obey the summons and attend the oral '
- hearing. .

2. Without prejudice to paragraph 3, if a witness who has been duly summoned fails to appear

before the Court or refuses to give evidence orto make the declaration referred to in Rule 178.1,
the Court may impose upon him a pecuniary sanction not exceeding EUR50.000 and may order
that a further summons be served at the witness’s own expense. The Court may send a letter
rogatory to the competent national court pursuant to Rule 202.

3. Nobody shall be obliged to sign a written witness statement or to give evidence at an oral
hearing if he is a spouse, partner equal to a spouse under applicable national law, descendant,
sibling or parent of a party. A witness may also-refuse to answer questions if answering them
would violate a professional privilege or other duty of confidentiality imposed by the national
law applicable to the witness or expose him or his spouse, partner equal to-a spouse under
applicable national law, descendant, 51b11ng or parent-to criminal prosecution under applicable
national law.

4. The Court may de01de to report to the competent authorities of the Contracting Member

States whose courts have criminal jurisdiction in case of the giving of false evidence on the part

of a witness.
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Rule 180 — Reimbursement of expenses uf witnesses
1. A witness shall be entitled to reimbursement of:

(a) expenses for travelling and stay; and,

(b) loss of income caused by his hearing in person.

After the witness has carried out his duities and. upon his request, the Registry shall make a
payment to the witness towards the expenses ipcurred

2. The Court shall make the summomng of a'witness conditional upon the dep051t by the party
relying on the witness of a sum sufficient to cover the expenses referred to in paragraph 1.

Rule 181 Experts of the partles

1. Subject to the orders of the Court referred to in Rules 104(e) and 112.2(b) a party may
provide any expert evidence that it-considers necessary. Rules 175 to 180 shall apply mutatis
mutandis to experts of the parties.

2. An order of the Court under Rule 177 summomng the expert shall additionally set out that:

(a) an expert has a duty to assist the Court impartially on matters relevant to his area of
expertise which overrides any duty to the party retaining him; and

(b) an expert is to be independent and objective, and shall not act as an advocate for any party to
the proceedlngs
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) CHAPTER 1 - WITNESSES AND EXPERTS OF THE PARTIES
Rule 175 - Written‘witness statement

1. A party seekmg to offer witness evldence shall lodge a wrltten w1tness statement or a written
summary of the evidence to be given.

°

- 2. A written thness statement shall be 51gned by the. Wltness and shall include a statement of
the witness that he is aware of his obligation to tell the truth and of his liability under applicable

* national law in the event of any breach of this obligation. The statement shall set out the
language in which the witness shall give oral evidence, if necessary. ‘

3. The written w1tness statement or wntten summary of. the evidence to be given shall set out:
(€)) any current or past relationship between the witness and the party offering the ev1dence and
(b) any actual or potential conflict of i interest that may affect the impartiality of the witness.
Rule 176 — Application for the heariltg of a witness i‘n person '

‘Subject to the orders of the: Court referred to in Rules 104(e) and 112.2(b) a party seeking to
offer oral witness evidence shall make an Application for the hearing of a witness in person
which shall set out:

(a) the reasons why the witness should be heard in person;

(b) the facts which the party expects the witness to confirm; and

(c) the language in which the witness shall give evidence.

Rule 177 —.Summoning of witnesses to the oral hearing

1. The Court iﬁety order that a witness be heard in person:

(a) of its own motion; '

(b) where a written witness statement is challenged by the other party; or

(c) on an Application for the hearing of e witness in person fRule 176].

2. An order of the Court summoning a witness to the oral hearing _shalll in particular indicate:
(a) the rtame, address and descriptie_n of tﬁe‘witness;

(b) the date and placeiof the oral hearing; 7

(c) an indication of the f'c}cts of the action about which the witness is to be examined;
‘(d) information about the- reimbursement of ekpenses incurred by the witness;

(e) a statement that the witness will be questioned by the Court and the parties; and

(f) the language of the proceedings and the possibility of arranging simultaneous interpretation’

"between that language and the language of the witness, if necessary [Rule 109].
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CHA-PTER'Z COURT EXPERTS

Rule 185 — Appomtment of a court expert

1. Where the Court must resolve a specific technical or other question in relation to the action, it -

may of its own motion, and after hearing the parties, appoint a court expert.

2. The parties may make suggestions regarding the identity of the court expert, his technical or' '

other relevant background and the questions to be put to. him.

3. The court expert shall be responsrble to the . Court and shall possess the expertrse
independence and impartiality required for being appointed as court expert. The parties shall be
entitled to be heard on the expertise, indepéndence and 1mpart1a11ty of the court expert

- 4. The Court shall appoint a court expert by way of order Wthh shall i in particular specrfy

(a) the name and address of the expert appointed,;
(b) a short description of the facts of the action; .
(c) the evidence submrtted by the parties in respect of the techmcal or other question;

(d) the questions put to the expert with the appropnate level of detail, including where

- appropriate suggestrons relating to any experiments to be carried out;

(e) when and under what conditions the expert may receive other relevant mformatlon

() the time period for the presentation of the expert report

(g) information about the reimbursement of expenses incurred by the expert;

- (h) information about the sanctions which may, be imposed on a defaulting expert; and

(i) his duties under Rule 186.

5. The expert shall receive a copy of the order, together with the documents and other evidence

that the Court considers to be necessary for carrying out his task.

6. The expert ‘shall be requrred upon teceipt of the order to confirm in writing that he will -

H

present the expert report within the time penod specified by the Court:

- 7. The Court shall agree with the expert on a fee covering his written expert report and his

part101pat10n in the oral hearing. The Court may reduce this fee by an equitable amount if the
expert does not deliver hlS report within the time period specified by the Court or if the report
did not have the quality to be expected of the expert.

8. If an appointed court expert does not present his report within the time period specified or, if

. extended at the expert’s request, the extended period, the Court may appoint another expert in

his place. The Court may hold the expert liable for all or part of the costs of appomtmg and

reimbursing another ‘expert.

9. The Registry shall maintain an indicative list of technical e'xperts.

-69-

731145



20065.30-9516-3-31-158-2017

Rule 186 — Duties of a court expert

1. The court expert shall present an expert report in wrltmg within the time penod specified by

. the Court [Rule 185. 401

2. The court expert shall be under the supervision of the Court and shall inform the Court of his
progress in carrying out his task. .

- 3. The court exf)elt shall give expert advice only on questions which have been put to him.

4. The court.ex'per't shall not communicate with one party without the other party being present
or without the consent of the other party He shall document all commumcatlons with the
partles in his report :

5. The court expert shall not communicate the contents of his report to third parties.

6. The court expert shall attend the oral hearing if requested to do s0 by the Court and shall

answer questions from the Court and the’ part1es

7. The court _expert has an overriding duty to assist the Court impartially on matters relevant to
. his area of expertise. He is to be independent and objective, and shall not act as an advocate for
any party to the proceedings.

Rule 187 - Expert report

Once the report of the court expert has been presented to the Court the Court shall invite the
parties to comment on it either i mn wntmg or during the oral hearing. :

Rule 188 — He_armg of a court expert
"Rules 178 to 180 shall apply mutatis mutandis to a court expert.

- Relation with Agreement: Article 5 7
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CHAPTER 3 - ORDER TO PRODUCE EVIDENCE AND TO COMMUNICATE
INFORMATION

ORDER TO PRODUCE EVIDENCE
Rule 190 — Order to produce evidence

1. Where a party ‘has presented reasonably avallable and plausible evidence in support of its

claims and has, in substantiating those claims, specified evidence which lies in the control of-
the other party or a third party, the Court may on a reasoned request by the party specifying such

evidence, order that other party or third party to produce such evidence. For the protection of
confidential information the Court may order that the evidence be disclosed to certam named

persons.only and be subject to appropnate tetms of non—dlsclosure

2. During the written and mtenm procedures a party may request such an order to produce

evidence.

3. The judge-rapporteur may make such order in the written procedure or in the interim.
- procedure having given the other/third party an opportunity to be heard.

4. An order to produce ev1dence shall in particular specrfy'

(a) under which conditions, in what form and Wlthln what time perrod the evrdence shall be

_ produced

(b) any sanction which may be imposed if the evidence is not produced according'to the order.

5. Where the Court orders a third party to produce evidence, the interests of that third party shall

be duly taken-into account.

6. An order to produce evidence shall be subject to the provisions of Rules 179.3, 287 and 288.
The order shall indicate that an- appeal may be brought in accordance with Article 73 of the
Agreement and Rule 220.1. :

7, Ifa party fails to comply with an order to produce ev1dence the Court shall take such fa11ure
into account when deciding on the issue in question. - :

Relation with Agreement: Article 59
ORDER TO COMMUNICATE INFORMATION
Rule 191 — Application for order to communicate information

The Court may in response to a reasoned request by a party order the other party or any third
party to communicate such information in the control of that other party or third party as is
specified in Article 67 of the Agreement or such other information as is reasonably necessary
for the purpose of advancing that party’s case. Rule 190.1 second sentence, .5 and .6 shall apply

‘mutatis mutandis.

Relation with the Agreement: Article 67
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CHAPTER 4 - ORDER TO PRESERVE EVIDENCE (SAISIE) AND ORDER FOR
INSPECTION

ORDER TO PRESERVE EVIDENCE (S4ISIE)

Rule 192 - Appllcatlon for preserving evidence

1 An Application for preserving evidence may be lodged by a party (within the meaning of

Atticle 47 of the Agreement) (hereinafter "the apphcant") at the division where the applicant

has commenced infringement proceedings on the merits. If the application is lodged before

proceedings on the merits have been started it shall be lodged at the d1v1s1on Where the
applicant intends to start proceedlngs on the merits.

2. The Application for pr_eservmg ev1dence shall containf

*(a) partlculars in accordance with Rule 13.1(a) to (1), A b

(b) a clear indication of the measures requested [Rule 196.1], including the exact locatlon ofthe -

evidence to be preserved where it is known or suspected with good reason;
(c) the reasons why the proposed measures are needed to preserve relevant evidence; and
(d) the facts and evidence relied on in support of the Application.

Where main proceedings on the merits of the case have not yet been started before the Court,

the Application shall in addition contain a concise descnptlon of the action which will be

started before the Court, including an indication of the facts and ev1dence which may be relied
on in support.

3. Where the applicant requests that measures to preserve evidence be ordered without hearing
the other party (hereinafter "the defendant"), the Application for preserving evidence shall in
“addition set out the reasons for not hearing the defendant having regard in particular to
Rule 197. The applicant shall be under a duty to disclose any material fact known to it. which
might influence the Court in deciding whether to make an order without heanng the defendant.

The application shall not be entered on the reglster until notice has been given to the defendant o

pursuant to Rule 197.2. .

- 4. Where the Application for preserving evidence is lodged after main proceedings on the

merits of the case have been started before the Court, the Application shall be drawn up in the
language of the ‘proceedings. Where the Application is lodged before main proceedings on the
merits of the case have been started before the Court Rule 14 shall apply mutatis mutandis.

5. The apphcant shall pay the fee for the Application for preservmg evxdence in accordance .

with Part 6. Rule 15.2 shall apply mutatis mutandzs

Relation with Agreement: Article 60

Rule 193 - Exammatlon as to formal requirements, recording in the register, assngnment :

to panel des1gnat10n of Judge-rapporteur, single judge

1. Where main proceedmgs on the merits of the case have not yet been started before the Court,
the Application for preserving evidence. shall be dealt with in accordance with Rule 16
(formalities examination by Registry), Rule 17.1(a) to (c) and .2 (date of receipt, recording in
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the register, action number assignment to panel) and Rule 18 (designation onIy of | o
| Judge-rapporteur by presiding judge). - _ S

2. Where main proceedings on the merits of the case have already been started before the Court,
an Application for preserving evidence shall immediately be examined by the Registry in !
accordance with Rule 16 and forwarded to the panel to which the action has been assigned or to

the judge to-whom the action has been assigned [Rules 17 2,194.3 and 4].

3. The Judge deciding on an Application for ‘preserving. ev1dence shall have all necessary L ‘
powers of the Court. - » Pl

Rulé 194 f.Examination of the Application for preserving_evidenc,e' S

1. The Court shall have the discretion to: |~

- (a) inform the defendant about the Application and invite him to lodge, within a time period to l " ‘
P be spec1ﬁed an Objection to the Application for preserving ev1dence which shall contain: LU

(1) the reasons why the Apphcatlon shall fail; -

(i) the facts and: evidence relied on, in particular any challenge to the facts and evidence
relied on by the apphcant

T (i) where main proceedmgs on the merits of the case have not yet been started before the
i Court, the reasons why. the action which will be starfed before the Court shall fail and an
indication of the facts and evidence relied on in support;

(b) summon the parties to an oral hearing;

©) summon the applicant to an oral heariug without the presence of the defendant;

(d) decide the Application without having heard the defendant. .

2.In exercising its diSCretfen, the Court shall take into account:

~ (a) the urgency of the action;

/\" (b) whether- the reasons for not heanng the defendant [Rules 192.3 and 197] appear~
~ well-founded;

e

- (c) the 'probability 'that evidence may be destroyed or otherwise cease -to be available
[Rule 197]." : :

3. The presiding judge may decide that he or the judge-rapporteur or other single judge or the
standing judge may decide on the Application.

4.In cases of extreme urgency the dpplicant may apply without formality for an order to

- preserve evidence to the standing judge.designated in accordance with Rule 345.5. The
standing judge shall decide the procedure to be followed on the Application, which may include
a subsequent written Application. '

5.1f the Court decides to inform the defendant about the Application the Court will first give
the applicant the possibility to withdraw the Application. In the event of such withdrawal the
apphcant may request that the Court shall order that the Application and its contents shall
remain confidential.
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6. If the patent the subject of the Application is also the subject of a Protective letter pursuant to
Rule 207 the applicant may withdraw the Apphcatlon pursuant to paragraph 5.

Rule 195 ~ Oral hearing

1. Where the Court decides to summon the parties to an oral hearing, the date for the oral
hearing shall be set as soon as possible after the date of receipt of the Application for preserving
ev1dence

2. Rules 111 to 116 shall apply mutatis mutandis. Where the applicant is absent. from the oral
hearing without a reasonable excuse, the Court shall reject the Application for preservmg
evidence.

3. The decision of the Court on the Application for preserving evidence shall be given in
writing as soon as possible after the closure of the oral hearing. If the Court deems appropriate,
the decision may be given orally to the parties at the end of the oral hearmg but shall as soon as
practlcable thereaﬁer be given in writing. :

Relation with Agreement. Article 60

Rule 196 — Order on the Application for pfeserving effidence

1. The Court méy order, in particular, the following: |

(a) preserving evidence by detailed description, with or without the taking of samples;
(b) physical seizure of allegedly infﬁnging goods;

(c) physical.séiiure of the materials and implements used in the production and/or bdistributio,n
of these goods and any related document; :

. (d) the preservation and disclosure of digital media and data and the disclosure of any
passwords necessary to access them.

For the protection of confidential information the Court may order that any of the above be
disclosed only to certain named persons and subject to appropriate terms of non-disclosure.

2. An order to preserve evidence shall specify that, unless otherwise ordered by the Court, the
outcome of the measSures to preserve evidence may only be used in the proceedings on the
merits of the case. »

3. The order to preserve‘evidence shall be enforceable immediately, unless the Court decides
otherwise. The Court may set conditions to.the enforceability of the order, specifying in
particular:

(2) who may represent the apphcant when the measures to preserve evidence are bemg camed
out and under what conditions; ;

(b) any security which shall be prov-ided by the applicant.

If necessary, the Court may set penaltles apphcable to the applicant if these conditions are not
observed. :

4. The order to prese‘rve evidence shall specify a person who shall carry out the measures
referred to in paragraph 1 and present a written Report on the measures to preserve evidence, all
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in accordance with the national law of the place where the measures are executed, to the Court
w1th1n a time period to be specified.

5..The person referred -to in paragraph 4 shall be a professional person or expert, ‘who :

guarantees expertise, independence and impartiality. Where appropriate and allowed under
applicable national law, the person may be a bailiff or assisted by a bailiff. In no circumstances
may an employee or director of the applicant be present at the execution of the measures.

6. The Court may order the applicant to pror/id’e adequate-s’ecurity.for the legal costs and other

expenses and compensation for any injury incurred or likely to be incurred by the defendant

which the applicant may be liable to bear. The Court shall do so. where the order to preserve
evidence was made without the defendant having been heard, unless there are special

circumstances not to do so. The Court shall decide whether itis appropnate to order the secunty'
by deposit or bank guarantee

- 7. The order to preserve evidence shall indicate that an appeal may be lodged in accordance
- with Atticle 73 of the Agreement and Rule 220.1.

Relation with Agreement: Article 60(1)-(4)
Rule 197 — Order to preserve evidence without hearing the defendant

1. The Codrtr may order measures to preserve evidence [Rule 196.1] without the defendant
having been heard, in partidular where any delay is likely to cause irreparable harm to the
applicant or where there is a demonstrable risk of evidence being destroyed or otherw1se

~ceasing to be available.

2. Where measures to preserve evidence are ordered without the defendant having been heard,
Rule 195 shall apply mutatis mutandis to the oral hearing without the presence of the defendant.

In such cases, the defendant shall be glven notice, immediately at the time of the execution of
the measures.

3, Within 30 days after the execution of the measures, the defendant may request a review of the

-order to preserve evidence. The Request for review shall set out:

() the reasons why the order to preserve evidence shall be revoked or modified; and

(b) the facts and evrdence relied on.

4. The Couit shall order an oral hearing to review the order without delay. Rule 195 shall apply.
The Court may modify, revoke or confirm the order. In case the order is modified or revoked

the Court shall oblige the persons to whom confidential information has been drsclosed to keep
.thls information confidential [Rulé 196.1].

Relation with Agreement: Article 60(6) _

: ; /
Rule 198 — Revocation of an order to preserve evidence o
I. The Court shall ensure that an order to preserve evidence is revoked or otherwise cease to
have effect, upon request of the defendant, without prejudice to the damages which may be
claimed, if, within a time period not exceeding 31 calendar days or 20 working days, whichever
is the longer, from the date specified in the Court’s ordér with due account to the date where the
Report referred to in Rule 196.4 shall be presented, the applicant does not start proceedmgs on
the merits of the case before the Court:
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a

2. Where the measures to preserve evidence are revoked, or where they lapse due to any act or

~omission by the applicant, or.where it is subsequently found that there has been no infringement
or threat of infringement of the patent, the Court may order the applicant, upon request of the
defendant, to provide the defendant approprlate compensatlon for any injury caused by those
measures [Rule 354.2].

 Relation with Agreement: Article 60(8) and (9)
ORDER FOR INSPECTION '
Rule 199 — Order for inspection

1. The Court may, on a reasoned request by a party, order an inspection of products, devices,
methods; premises or local situations in situ. For the protection of confidential information the
Court may order that any of the above be disclosed only to certain named persons and subject to
appropriate terms of non-disclosure in accordance with Article 58 of the Agreement.

2. Rules 192 to 198 shall apply mutatis mutandis.

Relation with Agreement: Article 60
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' CHAPTER 5 - OTHER EVIDENCE

Rule 200 — Order to freeze assets

L. Where a party has presented reasonably available and plausible evidence in support of its

claim that a patent has been or is about to be infringed the Court may, whether before or after =

_ proceedings have been commenced, order a party not to remove from its jurisdiction any assets
- or -particular assets located -therein nor to deal in any assets whether located w1thm its

jurisdiction or not.
2. Rules 192 to 198 shall 'apply'mutaz'is mutahdis.

R_elaﬁbn with Agreement: Article 61

" Rule 201 Experlments ordered by the Court

1. Without. prejudlce to the poss1b111ty for partles or parues experts to carry out expenments

the Court may, on a reasoned request by a party, order an experiment to prove a statement of

fact for the purpose of proceedings before the Count.

2. A party requesting to be allowed to prove a statement of fact by means of experiments shall
lodge a request as soon as practicable in the written procedure or the interim procedure to carry
out experiments which shall: '

(a) identify the facts intended to be established by the experiments, describe the propesed .

experiments in detail and the reasons for carrying out the proposed experiments;

(b) propose an expert to carry out such experiments; and

(c) disclose any previous attempts 10 carry out similar experiments.

3. Other parties to the proceedings shall be ‘_invited to state whether they dispute the facts

intended to be established by the.experiments. They shall also be invited to comment on the -
. request, including the identity of the expert proposed and the description. of the expériments. -

4. Unless otherw15e ordered by the Court the party requesting expenments shall 1mt1ally bear
the costs of the expenment

5. The order of the Court allowing the experiments shall spec1fy the detalled experiments and:

(a) the name and address of the expert who is to carry out the experiments as Court’s expert and
draw up the report on the experiments;

(b)Athe time period for carrying out the experiments and, where appropriate, the exact time and

“place where they are to be carried out;

(c) if necessary, other conditions for carrying out the eXperimentS"and

(d) the time period for presenting the report on the experiments and, where appropnate
directions relating to the contents of the report.

6. Where appropriate, the Court may order that the experlments be carned out in the presence of

the parties and their experts.
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7. Once the report on the experiments is presented to the Court, it shall invite the parties to

comment on it either in writing or durmg the oral hearing. The expert may be summoned to the -

oral hearing.
Rule 202 — Letters rogatory

1. The Court may, of its own motion, but only after hearmg the parties, or on a reasoned request
by a party, issue letters rogatory for the production of documents or the hearing of witnesses or
experts by other competent courts or authontles outside the European Union. Rule 180 shall

apply.

- 2, The Court shall draw up letters rogatory in the language of the competent court or authority
or shall attach to such letters a translation 1nto that language.

3. Subject to paragraph 4, the competent court or authority shall apply nat10na1 law as to the
procedures to be followed in executing such requests and, in partlcular as to the appropriate
‘measures of compulsion.

4. The Court shall be informed of the time ‘when, and the place where, the enquiry or other legal
" measure is to take place. It may inform the parties, witnesses and experts concerned..
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| 'PART 3- PROVISIONAL MEASURES

Rule 205 — Stages of the proceedings (summary proceedings)

Provisional measures are treated by way of summary proceedings which shall consist of the ~

followmg stages: -
(a) a written procedure; and

(b) an oral procedure, which may include an oraI hearing of the partres or of one of the parties.

"~ Rule 206 ~ Apphcatlon for provisional measures.

1. An Application for prov1s10nal measures may be lodged by a party (hereinafter "the !

applicant") before or after main proceedmgs on the merits of the case have been started before
the Court. : :

2. An Application for provisional measures shall confain:
(a) particulars in accordance with Rule 13.1(a) to (i); 7
(b) a indication of the provisional-measures which are being requested [Rule 211.1];

(c) the reasons why provisional measures are necessary to-prevent a threatened 1nfnngement to
forbid the continuation of an alleged infringement or to make such continuation subject to the
lodging of guarantees; - :

(d) the facts and evidence relied on in support of the Application, including evidence to support

the claim that provisional measures are necessary including the matters referred to in

Rule 211.2 and .3; and

(e) a concise descnptlon of the action which will be started before the Court, including an
indication of the facts and evidence which will be relied on in support of the main proceedmgs

- on the merits of the case.

3. Where the applicant requests that provisional measures be ordered without hearing the other

party (hereinafter "the defendant"), the Application for provisional measures shall in addition
contain:

(a) the reasons for not. he"aring the defendant having regard in particular to Rule 197; and

(b) information about any prior correspondence between the parties concerning the alleged
infringement. : -

4. The applicant‘shall be under a duty to 'disclose any material fact known to it which might
influence the Court in’ deciding whether to make an order without hearing the defendant

including -any pending proceedings and/or any unsuccessful attempt in the past to obtain

provisional measures in respect of the patent.

5. Rule 14 shall apply mutatis mutandzs. ‘The applicant shall pay the fee for the Application for
provisional measures, in accordance with Part 6. Rule 15.2 shall apply mutatis mutandis.

Relation with Agreement: Articles 32(1)(c) and 62
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Rule 207 - Protective letter

1. If a person entitled to start proceedings under Article 47 of the Agreement considers it likely
that an Application for provisional measures against him as a defendant may be lodged before
the Court i in the near future, he may file a Protective letter. ‘

2. The Protective letter shall be ﬁled with the Reglstry in the language of the patent and shall
contain:

(a) the name of the defendant or defendants ﬁhng the Protectlve letter and of the defendant’s
‘representative; :

(b) the name of the presumed apphcant for prov1s1onal measures;

(© postal and electronic addresses for service on the defendant filing the Protective letter and
the names of the persons authorlsed to accept service;- ' :

(d) postal and, where available, electronlc addresses for service on-the presumed applicant for
provisional measures and the names of the persons authorised to accept service if known;

(e) where available, the number of the patent concerned and, where applicable, information
about any prior or pending proceedings referred to in Rule 13.1(h); and

(f) the statement that the letter is a Protective letter.
3. The Protective letter may contain:

‘(a) an indication of the facts relied on, which may include a challenge to the facts expected to be
relied on by the presumed applicant and/or, where applicable, any assertion that the patent is
~ invalid and the grounds for such assertlon

'(b) any available wntten evidence rehed on;

(c) the arguments of law, 1nclud1ng the reasons why any Apphcatlon for prov151ona1 measures
should be rejected.

4. The defendant or defendants ﬁhng the Protectlve letter shall pay the fee for filing a Protecuve
letter, in accordance with Part 6. Rule 15.2 shall apply mutatis mutandis.

* 5. The Reg1stry shall as soon as. pracncable examine whether the requirements of

paragraphs 2(a) to (f) and 3 have been comphed with. If these requirements have been ‘¢complied

w1th the Registry shall as soon as praetlcable -

(a) record the date of receipt and as31gn a number to the Protective letter;
(b) subject to paragraph 7, record the Protective letter in the register;

(c) provide details of the Protective letter to all divisions; and

(d) where an Application for provisional measures has already been lodged, inform the panel or
the single judge dealing with the Application about the filing of the Protective letter.

6.If the defendant has not comphed with the requlrements of paragraph 2 the Registry shall as
soon as practicable invite the defendant to:

(a) correct the deficiencies within 14 days of service of such notification; and
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(b) where applicable, pay the fee referred to in paragraph 3. -

7. The protective letter shall not be publicly available on the register until it has been forwarded
to the applicant pursuant to paragraph 8. :

8. Where an Application for provisional measures is subsequently lodged the Registrar shall" '

forward a copy of the protective letter to the panel or.judge appointed under Rule 208 together
with the Application for provisional measures and shall forward a copy to the applicant as soon

as practlcable

9.If no Apphcatlon for provisional measures has be¢n lodged within six months from the date

- of receipt of the Protective letter; the Protective letter shall be removed from the register unless.
the person who has lodged the Protective letter has prior to the expiry of such period applied for -

an extension of six months and paid a fee for the extension in-accordance w1th Part 6. Further
extensions may be obtained on further payments of the fee ~

10. Rule 15.2 shall apply mutatis mutandzs

Rule 208 — Examination as to formal requirements, recording in the reglster, ass1gnment '

to panel, designation of ]udge-rapporteur, single judge

1. The Application for provisional measures shall be examined by the Registry in accordance

with Rule 16. The Registry shall in addition examine whether any Protective letter relevant for
the Apphcatwn is recorded in the register. -

2. Where main proceedings on the merits of the case have not yet been started before the Court,
Rule 17 (date of receipt, recording in the register, action number, assignment to panel) and
Rule 18 (designation of judge-rapporteur by presiding judge).shall apply mutatis mutandis. In

urgent -cases, the presiding judge may decide that he or an-experienced judge of the panel,
acting as single judge, may dec1de on the Application in accordance with Rules 209 to 213 with-
a reduced time-table." : v :

3. Where main proceedings on the merits of the case have already been started before the Court,

the Application for provisional measures shall immediately be forwarded to the panel to which -
the action has been assigned or to the single judge. In urgent cases (where the action has not

been assigned to a single judge), the presiding judge may decide that he or the judge-rapporteur,
acting as single judge, may decide on the Application in accordance with Rules 209 to 213 with
a reduced time-table.

4. The single judge deciding on the Apphcatlon for provisional measures -shall have all
necessary powers of the Court.

Relation with Statute' Article 19
Rule 209 - Exammatlon of the Appllcatlon for prov1s1onal measures

1. Without prejudice to the Court’s decision on the Apphcatlon for provisional measures, the
Court shall have the discretion to: :

(a) inform the defendant about the Application and invite h1m to lodge, within a time period to
be specified, an Objection to the Application for provisional measures which shall contain:

(i) the reasons why the Application shall fail;
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(ii) the facts and evidence relied on, in particular any challenge to the facts and evidence
relied on by the applicant; and :

(iii) where main proceedings on the-merits of the case have not yet been started before the
Court, the reasons why the action which will be started before the Court shall faﬂ and the
facts and evidence relied on in support;

_(b) summon the parties to an oral hearing;
(c) summon the applicant to an oral hearing without the presence of the, defendant

2.In exermsmg its, discretion pursuant to paragraph. 1 the Court shall in partlcular take into
account: :

() whether the patent has been upheld in an opposition procedure before the European Patent
Office or has been the subject of proceedings in any other court;

)

(c) whether the apphcant has requested prov1s10na1 measures without hearing the defendant and
~ whether the reasons for not hearing the defendant appear well- founded; and

(d) any Protectwe letter filed by the defendant; the Court shall in particular consider
summoning parties to an oral heanng if* a relevant Protective letter has been filed by the
defendant. :

3. In cases of extreme urgency the standing judge appointed in accordance with Rule 345.5 may
decide immediately on the Application for prov1smnal measures and the procedure to be
followed on the Application. : -

4. If the applicant has applied for provisional measures without hearing the defendant and the
Court decides not to grant provisional measures without hearing the defendant the applicant
may withdraw the Application and may request that the Court order that the Application and the
contents of the Application remain confidential.

5. If the patent the subject of the Application is also the subject of a protective letter pursuant to.

Rule 207 the applicant may withdraw the Application pursuant to paragraph 4.

Rule 210 — Oral hearing

1. Where the Court decides to summon the parties to an oral hearing, the date for the oral
hearing shall be set as soon as possible after the date of receipt of the Appl1cat10n for

prov1510nal measures.

2. The Court may order the. parties to provide further information, documents and other
evidence before or during the oral hearing, including evidence to enable the Court to make its
decision in accordance with Rule 211. Part 2 of these Rules on Evidence shall be apphcable
only to the extent determined by the Court. -

3. Rules 111 to 116 shall apply mutatis mutandis. Where.the apphcant is absent from the oral
hearing without a reasonable excuse, the Court shall re_]ect the Application for provisional
measures.

4. The decision of the Court on the Application for provisional measures shall be given in '

writing as soon as possible after the closure of the oral hearing. If the Court deems appropriate,
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its decision may be given orally to the partles at the end of the oral hearing, prlor to providing its.
decision in writing,

Rule 211 — Order on the A'pplication for, provisional measures
1. The Court may in particular order the followmg prov151ona1 measures:
(a) mJunctlons agamst a defendant

(b) the seizure or delivery up of the goods suspected of 1nfr1ng1ng a patent right so as to. prevent
their entry into or movement within the channels of commerce '

(c)ifan apphcant demonstrates Circumstances hkely to endanger the recovery of damages, a
precautionary seizure of the movable and immovable property of. the defendant includingthe

- blocking of his bank accounts and other assets;

(d) an interim award of costs.

2. In taking its decision the Court may require the apphcant to provide reasonable evidence to
satisfy the Court with a sufficient degree of certalnty that the applicant is entitled to commence
proceedings pursuant to Article 47, that the patent in question is valid and that his nght is being
infringed, or that such infringement is imminent.

3.In taking its decision the Court shall in the exercise of its discretion weigh up the interests of
the parties and, in particular, take into account the potential harm for elther of the parties
resulting from the granting or the refusal of the injunction.

4. The Court shall have regard to any unre'aSonable delay in seeking provisionétl measures.

5. The Court may order the applicant to provide adequate security for appropriate compensation
for any injury likely to be caused to the defendant which the applicant may be liable to bear in
the event that the Court revokes the order for provisional measures. The Court shall do so where
interim measures are ordered without the defendant having been heard unless there are specxal
circumstances not to do so. The Court shall decide whether it is appropriate to order the security
by deposit or bank guarantee. The order shall be effective only after the security has been glven
to the defendant in accordance with the Court’s decision.

6. The order on prov151onal measures Shall indicate that an appeal may be brought in
accordance with Article 73 of the Agreement and Rule 220.1. -

. Relation with Agreement: Article 62(2) and (4) '

Rule 212 — Order on provisional measures without hearing the defendant

1. The Court may order provisional measures without the defendant having been heard, in
particular where any delay is likely to cause irreparable harm to the applicant or where there is
a demonstrable risk of evidence being destroyed. Rule 197 shall apply mutatis mutandis.

2. Where provisional measures are ordered without the defendant having been heard, Rule-210
shall apply mutatis mutandis to the oral hearing without the presence of the defendant. In such
cases, the defendant shall be given notice of the prov1sronal measures without delay and at the
latest immediately at the time of execution of the measures.

3. The defendant may request a review. Rule 197.3 and 4 shall apply mutatis mutandis.
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Relation with Agreement: Article 60(5) and (6)
_Rule 213 - Revocation of provisional measures

1. The Court shall ensure that provisional measures are revoked or otherwise cease to have
effect, upon request of the defendant, without prejudice to the damages which may be claimed,

- if, within a time period not exceeding 31 calendar days or 20 working days, whichever is the
longer, from'the date specified in the Court’s order, the applicant does not start proceedings on
the merits of the case before the Court. When specifying the date, the Court shall take. due
account, where applicable, of the date on which the Report referred to m Rule 196.4 shall be
presented. ‘

2. Where prov1s10nal measures are revoked, or where they lapse due to any act or omission by
the applicant, or where it is subsequently found that there has been no infringement or threat of
infringement of the patent, the Court may order the applicant, upon request of the defendant, to
provide the defendant with appropnate compensation for any injury caused by those measures
[Rule 354.2].

Relation with Agreement: Article 60(9).

-84 -

88| 145



20065.30-9516-3-31-158-2017"

PART 4 - PROCEDURES BEFORE THE COURT OF APPEAL
Rule 220 - Appealable decisions
1. An appeal by a party adversely affected may be brought agamst

(a) ﬁnal de01s1ons of the Court of First Instance;

(b) decisions terminating proceedings as regards one of the parties; . R o

(c) orders referred to in Articles 49(55, 59,60, 61, 62 or 67 of the Agreement.

2. Orders other than thosé referred to.in paragraph 1 and Rule '97._5_, may be either the subject of |

an appeal together with the appeal against the decision or may be appealed with the leave of the

' Court of First Instance within 15 days of service of the Court’s decision to that effect.

- 3. In the event of a refusal of the Court of FII'St Instance to grant leave within 15 days of the
‘order of one of its panels a request for a discretionary review to the Court of Appeal may be

made within 15 calendar days. from the end of that period. Rule 333.3 shall. apply mutatis
mutandis. The request shall set out the matters referred to in Rule 221.2.

4. The Reglstrar shall assign the request for a discretionary review to the standing judge’

(Rule 345.5 and .8). The standing judge may deny the request without giving reasons. If the

standing judge allows the request after having heard the other party, he shall order what further -

steps, if‘any, the pames shall take and within what time limits and the President of the Court of
Appeal shall assign the review to a panel of the Court of Appeal for a decision. The Court of

-Appeal may' consult the presiding judge or the judge-rapporteur of the panel of the Court of

First Instance which has refused the leave order.

. ..5. The Court of Appeal may hear appeals against separate decisions on the merits in

infringement proceedings and in validity proceedmgs together

Relation wzth ‘Agreement: Article 73

v Rule 221 - Application for leave to appeal against cost decisions

1. A party adversely affected by a dec1310n referred to in Rule 157 may lodge an Apphcatlon for
leave to appeal to the Court of Appeal within 15 days of serv1ce of the decision of the Court.

2. The Application for leave to appeal shall set out:
(a) the reasons why the appeal should be heard; A
(b) where necessary, the facts, evidence and arguments relied on.

3. The Application for leave to appeal shall be assigned to the standing judge (Rule 345.5 and
.8) who shall decide on granting leave to appeal.

| 4. If leave to.appeal a cost decision is granted the standing judge shall decide the appeal.

Rule 222 — Suliject‘-m_atter of the proceedings before the Court of Appeal

1. Requests, facts, evidence and arguments submitted by the parties under Rules 221, 225, 226,
236 and 238 shall, subject to paragraph 2, constitute the subject-matter of the proceedings
before the Court of Appeal. The Court of Appeal shall consult the ﬁle of the proceedmgs before
the Court of First Instance.
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o2 Requests, facts and evidence which have not been submitted by a party during proceedings
before the Court of First Instance may be disregarded by the Court of Appeal. When exercising
discretion, the Court shall in partieular take into account:

(a) whether a party seeking to lodge new. submissions is able to Justify that the new submiissions
could not reasonably have been made during proceedings before the Court of First Instance;

~ (b) the relevance of the new submlssmns for the decision on the appeal'

(c) the pos1t10n of the other party regardmg the lodging of the new subm1ss1ons
Relation with Agreement: Article 73 4)

Rule 223 — Application for suspensive effect

LA party may lodge an Application for suspensive effect m accordance with Artlcle 74 of the

Agreement

2. The AppllcatiOn for suspensive effect shall set out: -

| (2) the reasons why the lodging of the appeal shall have suspensive effect;
(b) the facts, evidence and argumenfs relied on.
3. The Court-of Appeal shall decide the Application without delay. -

4 In cases of extreme urgency the applicant may apply at any time without formahty for an
order for suspensive effect to the standing judge [Rule 345.5 and .8]. The standing judge shall
have all the powers of the Court of Appeal and shall decide the procedure to be followed on the
application, which may mclude a subsequent written Apphcatlon

5. There shall be no suspensive effect for an appeal of an order pursuant to Rule 220.2.

Relation with Agreement: Article 74
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CHAPTER 1- WRITTEN PROCEDURE . - | .

- SECTION 1 - STATEMEN T OF APPEAL, STATEMENT OF GROUNDS OF APPEAL

Rule 224 — Time periods for lodging the Statement of appeal and the Statement of

- grounds of appeal

(2) within two months of service of a decision referred to in Rule 220. l(a) and (b)' or’

(b) within 15 days of service of an order referred to in Rule 220 I(c)ora dec1sron referredtoin® |

2. The Statement of grounds of appeal shall be lodged by the appellant

(a) within four months of service of a decrsron referred to in Rule 220 1(a) and (b) or

(b) within 15 days of service of an order referred to in Rule 220.1(c) or a decision referred to in .
* Rule 220.2 or 221.3. . _ , o

Relation with Agreement: Article 73(1 ) and (2) |

Rule 225 — Contents of the Statement of appeal

The Statement of appeal shall contain:

,, (a) the names of the appellant and of the appellant’s representative;_

(b) the names of the respondent and of the respondent’s representative;

(c) postal and electronic addresses for service on the appellant and on the respondent as well as

the names of the persons authorised to accept serv1ce,

(d) the date of the decision or order appealed against and the action number attributed to the ﬁle
in proceedings before the Court of First Instance and

(e) the order or remedy sought by the appellant, mcludmg any order for expedition of the appeal
pursuant to Rule 9.3(b) and the reasons justifying such order for expedition.

Rule 226 —~ Contents of the Statement of grounds of appeal

The Statement of grounds of appeal shall con‘tain‘:

(a) an indication of which parts of the decision or order are contested;
(b) the reasons for setting aside the contested decision or order; and -

(c) an indication of the facts and evidence on whioh the appeal is'ba's,ed in-accordance with
Rule 222.1 and .2.

Rule 227 — Language of the Statement of a‘ppeal‘and of the Statement of grounds of

-appeal

1. The Statement of appeal and the Statement of grounds of appealshall be drawn up:
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(a) without prejudice to Article 50(3) of the Agreement in the language of the proceedings
before the Court of First Instance; or

(b) where the parties have agreed in accordance with Article 50(2) of the Agreement, in the

language in which the patent was granted. Where the parties have agreed in accordance with

Article 50(2) of the Agreement, evidence of the respondent’s agreement shall be lodged by the
" appellant together with the Statement of appeal.

Relatzonsth wzth Agreement' Article 50
Rule 228 Fee for the appeal

The appellant shall pay the fixed fee and, where apphcable the value based fee for the appeal,
in accordance with Part 6. Rule 15.2 shall apply mutatzs mutandis.

“Rule 229 - Exammatlon as to formal requlrements of the Statement of appeal :

1. The Registry shall as soon as practicable after the lodging of the Statement of appeal '

examine whether the requirements of Rules 224.1, 225, 227 and 228 have been complied with.

. 2. If the appellant has not complied with the requirements referred to in Rules 225 227 ‘or 228,
- the Registry shall invite the appellant to: . ~

(a) correct the deﬁcrenmes within 14 days of service of such notification; and

(b) where applicable, pay the fee for the appeal within said 14 days.

3. The Registry shall at the same time inform the appellant that if the appellant fails to correct
the deficiencies or to pay the fee within the time stated, a decision by default may be given in’

accordance with Rule 357.

4. If the appellant has not met the requirements of Rules 225, 227 and 228 ,and fails to correct
. the deficiencies or pay the fee the Registry shall inform the President of the Court of Appeal

i .
wah

- who shall reject the appeal as inadmissible by a demsron by default. He may give the appellant

an opportumty to be heard beforehand.

5 If the appellant has not met the requirements of Rule 224.1, the Registry shall inform the
President of the Court of Appeal who shall reject the appeal as madmrsmble He may give the
appellant an opportunity to be heard beforehand

Rule 230 - Recordmg in the register (Court of Appeal)

1. If the Statement of appeal complies with the requirements referred to in Rule 229. 1, the
Registry shall:

(a) record the date of receipt to the Statement of appeal and an action number to the appeal file;
(b) record the appeal file in the register; |
(c) inform the appellant of the action number and the date of receipt; and:

-(d) serve the Statement of appeal on all p‘arties to the proceedings at first instance.

~ 2. The action shall be assigned to a panel according to Rule 345.3 and .8.
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