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Von: : Karcher, Johannes i
Gesendet; Freitag, 15. Januar 2016 1659 . .
An: : ‘Louise Petrelius'; Jacobi, Axel; Andrés Jokuti ( ;

Julie SAINT-PAUL; 'PELISSIER Flora'; Jussi (jussikarttunen@ ) Laura
- Starrs; Emily. Jones; lan Webber; "Tracey Webb'; jean.bergevin@
Betreff: : Guidelines ’ : ’
Anlagen: i 633538v1-Guidelines 2016 I-DUSLIBOL.DOCX

Dear colleagues,

as agreed upon at our last meeting | have been in contact with the experts regarding a final take on the guideli nes.
Please find attached the outcome to be looked at next Tuesday. :
I think the experts have once again done an ekceﬂent'job. The only additional comment I have is concerning
principle I, 3 which says that the Court should only interfere with the value agreed between the parties if the
\ “valuation is implausible. While it is true that in practice this is how it will be handled, stating this formally as a-ru
. .Jwould be giving it a different turn attributing an importance to the parties' suggestion which it doesn't seemto
deserve. Maybe one could formulate a little softer “Where the parties agree on a valuation the Court should in =
principle base itself on their estimate.” :

e

But let's ha\}e a look at the draft tcgefher next v&eek in Paris. . . 2. 4 -

“ 'm !"ooking forward id seeing you | . ' % O é/f// é
Kind re‘gérds : | |
Johannes

Johannes Karcher

Head of Division — Patent Law

_tlead of Task Force .
EU-Patent and Unified Patent Court

' Federal Ministry of Justice
and Consumer Protection

' 'Mdhrenétra@e 37
D-10117 Berlin -

Fon: ++49-30-18580-
Fax: ++49-30-18580-

Coordinator of the Legal Working Group of the Preparartory Committee for the establishment oft he Unified Patent
Court : '

- Vice Chairman of the Patent Law Committee of the European Patent Orgahization
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3. | Where the parties agree on a valuation the Court should -only iﬁterferé" if the agreed
valuation is implausible. ‘

4.  References in these Guidelines to a patent shall include a su;:p’fehientary protection
certificate. . ‘ :

Il - Suggested Approabhes

Guidelines for the determination of Coirt fees and the ceiling of recoverable costs of the

successful party

The purpose of these Guidelines is to provide UPC judges with a set of methods for establishing
the value of actions for the determination of Court fees and the level of recoverable costs (cap) for
the representatives of the successful party. The Guidelines do not interfere with the liberty of
judges to apply in a given case other methods which may be required by. the circumstances of the
case, : : ;

R - Principles

1. The method of determining a value-based fee should be as simple as practically possible. -

A valuation based on the claimant’s-loss of profits or the defendant's profits gained will in
most cases be too complex to be determined at the beginning of proceedings and may

result in a mini-trial. The most practicable method, in most cases. will be a valuation based

on an appropriate licence fee.
2. Thée valuation should relate to the summed up values of the main:remedies claimec

(injunction for the future, damages for the past), not excluding, where appropriate, the
value of other remedies claimed. - - .

1. Infringement action

__Determining the value for ap)

a royalty calculation as follows:

(1) The defendant's turnover in the alleged infringing product for the future up to
the expiry of the patent (injunction claim) and for the past (damage claim)
should be calculated based upon the known -existing turnover of the
defendant or, if not known or not yet existent, the market share the defendant
has taken and/or may reasonably be assumed to take. ~

 (2) Aroyalty rate should be applied to (1) based upon:

(a) the existing royalty rate for the same invention charged by the daimant,
: or ‘ : v - o

question, or

(b) the generally accepted industry rate for the type of irivention in

(c) aroyalty rate d,etermihed by the Court after héaring the parities.
(3)’ [Where a damage claim | |

i is limited to awarding damages in principle, the value of that claim
(pursuant (1)) should be reduced by 50%;
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The calculation of the value of the injunction claim and for the damage claim should be based on
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[
(4

A

() specifies the amotint of damages, the value should correspond to
the amount claimed.]

({1)' The value of an Application for the Determination of Damages including any
Request to lay open books should correspond ' to the amount of

darmages specified in the Application or if no such sum is specsf ed the
value as calculated in accordance with (1) and (2).

(5). If the action is based on ‘more than one patent and/or if the action is

directed against more than one party the value should be calculated in o

accordance with (1) and (2) on the basis of a combined licence for al
patents and all defendants across all terntones covered by the patents.

b} ' Determining the valuye for ggglzgng the _P;u!es aon [egoy_e[ggje costs (cag)

The ca!culatxon should be the same as according to Il.1.a).

2. Counterclglm for revocation and revecation actions

There is no need to determine the value of revocation counterclaims or revocation act;ons since
for both actions there is only a fixed fee to be paid.

b)

(1) The value of a counterclaim for reévocation or of a revocation action ‘should be
determined havmg regard to the value of the patent to be revoked

(2) In the absence of relevant mformatton the value of the revocatlon counterclalm .

may be assumed as being equal to the value of the infringement action (IL.1. a), above)
plus 50%.

(3) If the action concerns more than one patent the value 'of each patent should be

calculated separately and the values determmed should be added together to become the |

value of the action.

(4) The value of the mfnngement action and the value of the revocation counterclalm
~ should be added together for determining the level of recoverable costs. This level
should continue to apply, if the revocation counterclaim is transferred to the central
division, Also the value of a revocation action and the value of an infringement
counterclaam should be added together for determining the level of recoverable costs

The value of an action for a Declaratlon of non»mfrmgement shouid be calculated in accordance
with 11.1. a) and b) above (mfrmgement actior) . v
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" There is no need to determine the value of an Application for interim relief since: for such an
Application there is only a fixed fee to be paid. ~

Irrespective of whether the application for interim relief is made before or during an infringement
~action on the merits the value of an application for interim relief for determining the level of the

4

recoverable costs should be calculated at 66% of the value calculated in accordance with 11.1.'b)

above.

{PIOPEN//LBT  Ib1(LDN7W22229) 3 ; : g L LIVE EMEA1:31326260v1

418



20065.29-9516-3-31-872-2016

Von; Karcher, Johannes
Gesendet: Freitag, 29. Januar 2016 15:00 e
An: ' ‘ *Louise Petrelius’; Jacobi, Axel; ‘Andrés Jokti ( )
Uylie SAINT-PAUL’; 'PELISSIER Flora'; *Jussi (jussikarttunen@ ) 'Laura
Starrs’; 'Emily Jones'; 'lan Webber; 'Tracey Webb';
Jerome.Debrulle®. 'y jean, bergevm@
‘Betreff: Guidelines post Paris ] , :
Anlagen: e 16_01_29 Guidelines post Paris 19-1-19.docx

Dear colleagues,

please find attached the guidelines in which | have incorporated the amendments discussed at our ‘Paris meeting on
19 January it has taken me some additional days in order to féed our result back to the Experts and discuss. with i

them. They are not happy with all our choices. In particular they do not like the 50% reduction for the damages in

principle saying that in practice almost always only damages in principle is decided upon. | have made brackets
around that paragraph which could be looked at in Prep Com. They also continue to hold the view that in case of
~ bifurcation only one ceiling relating to the combined value of mfrmgement and revocat:on should apply | have
'explamed our dlscussmns which they accept

As Alexander IS keen on having the gundelmes on the table at the next Prep Com together with the fees we shou!d
wrap up this subject now. If | do not hear to the contrary until Wednesday next week (3 Feb.) c.o.b. I will assume
that we can go ahead on the basis we have reached

Thank you very much fgr a very dedicated and constructive discussion.

Kind regards

Johannes
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succgsgfut party

The purpose of these Gmdelmes is to provide UPC judges for both, the Court of First lnstance:

and the Court Appeal with aone -set of methods for establishing the value of actions for the

* determination of Court fees and the ceilings for the level-ef-recoverable costs: (cap) for the -

representatives of the successful party. The Guidelines do-not inferfere with the liberty of judges
to apply in a given case other methods which may be required by the circumstances of the case.

L. Principles

1. The method of determining a value:based fee should be as simple as practically possible.

: The most practicable method. in.
licence fee (infra I}, A valuation based on the cEa;mants loss of profits or the defendant's

.- profits gained. may .also be applied. where appropriate, but will in-mest-eases-nomally be

oo oomplex to be detenmned at the begmmng of proceedmgs ané-mawesu!h__g_ inamini-

Arialk 3 - B .

2 The valuation should relate fo the summed up values of the main remedies claimed
“{injunction for the future, damages for the past), not exc!udmg, where appropriate, the
value of other remedies clalmed

3. Where the parties agree ona valuatlon the Court shoutd ea%y—-mte#efe—rf—the—agmeé
valaaﬂems—mptaemble in gngcsgle base itself ori their estimate.

4. References in these Guldelmes to a patent shall mclude a supplementary protectlon
cerlificate.

i Suggested Approaches
L. ,;;Infﬁngg_ ment action

The calculation of the value of the injunction claim and for the damage claim should be based on
.4 royally calculation as follows:

(1) The defendant's tumover in the alleged infringing product for the future up to
" the expiry of the patent (injunction claim) and for the past (damage claim)
should be calculated based upon the known existing turnover of the
defendant or, if not known or not yet existent, the market share the defendant

has taken and/or may reasonably be assumed to take

& A myalty rate should be applted 1o (1) based upon:

(a). - the exxstmg ‘royalty rale for the same invention charged by the' c!almant ‘
or.

{b)  the generally acoepted xndustry rate for the type of mvennon ‘in
guestion, or

(c) aroyaltyrate determinedby the Coun after hearing the parities.

\PAOPENIA/LBT IbHLDNTW22235) L_LIVE_EMEAT313262601
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i o (3) Where a damage claim

(i) is limited to awarding damages in principle, the value of that claim
(pursuant (1)) should be reduced by 50%;

(i specut' s the amount of damages, the value should correspond o
the amount claimed.}

{4) The value of an Application for the Determination of Damages includirig any,
Request: to - lay  open books should correspond  to the amount of
damages specified: irt the Application or if no such sum ls specxf‘ed the
value as calculated in accordance with: (1) and (2). : :

(8)  If the action is based on rhore than one patent and/or if the action is
directed against more than one party the value should be calculated in
accordance with (1) and (2) on the basis of a combined licerice for all

. patents and all defendarits across all territories covered by the patents.

bl Determining the valui applying the uleo ; le costs (ca

~The calculation should be the same as according to il.1.a)

There is no need to determme the value of revocatxon countercla:ms or revocation actions since
for both actions there is only a fixed fee to be paid.

b)  Delemining for a e Rules on recoverable costs (gap):

(1} The value of a counterclaim for revocation or of a’ revocation action should be-
determined havmg regard fo the value of the patent o be revoked.

(2) In the absence of relevant informationi

 Iemaining lifetime of the patent, :

(iLthe value of the revocation counterclaim may be assumed as bemg equal to the value
of the infringement actlon (I1.1. a), above) -plus up to 50%.

(3} lf the action concems more than one: patent, the value of each patent should be
calculated separately and the values determined should be added together to become the
va!ue of the action. .

{4) The value of the infringernent acﬁon and the value of the revocation counterclaum ‘:
ggndmg before the same d;w§xon should be added together for determlmng the level of
recoverab!e costs L c
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The value of an’ actlon for a Decfaratmn of non~mfnngement should be calculated in accordance ;
with 1.1 a) and b} above (infringement actton)_

4. Actions for compensation f_pr;!iéense of riaht

' There is no need to determine the value of an Apphcat:on for interim rehef since for such ann
Application there is only a fixed fee to be paid.

'#mspeetwe—a#whe{hep ncase g the apphcat:on for interim relief which is not followed by *s-made
betars-erduring-an infringement action on the merits the value of an application for interim relief
for detenmmng the level of the recoverable costs should be calculated af 66% of the value
calculated in accordance with 1.1, b) above.
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