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und- Ermessenﬁ des Ge}néhts (Régél 118) sow:e 4) Rechtsmittel ge ; lfn prozessleitende Verfdgungen (Regel 220)

T ,Hervorzuheben Ist aus meiner Sicht

e e o iiomte TR AL o e are

In der Sache geht es: ber dlesem Punkt um folgendes MS kénnen fi]r,,ihre Lokalkammern neben Ihrer
’ Landessprache eme oder mehrere EPA-Amtssprachen als Verfahrenssprache bestlmmen (Artlkel 49 Abs und 2 UEP)
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' Regel 14(2)c Iasst statt eines alles oder mchtsPnnles fur die zusatzliche Sprache (Enghsch) eine schrittwelse
Emfilhrung nach Wahl des betréffenden MS:zu. Mbglich: wiire danach, Englisch 2unéchst fiir Schnftshtze und oder -
- dle mindliche Verhandlung zuzulassen Das Urtell wiire dann immer noch auf Deutsch Auf diese Weise kann den _
, sprachlichen Fahigkelten der Richter und auch den Grundsatzen des Beklagtenschutzes Rechnung getragen werden. <
. Beiden Gegnern dieser Regel schemt mir der —sachfremde Gedanke im Vordergrund zu stehen, dle Attraktlwtat
. derDE—Kammernzubehlndern P .¢ TR S ( . ‘

) .. . Bei dem Th Unterlassungsverfﬁgungen (Regel 118) zeichnet slch elne Akzeptanz unSeres Ansatzes ab

' w0nach das vom Ube lnkommen in Artikel 63 vorgesehene Ermessen des Gerlchts eng_.auszulegen |_;t Im Regelfall

_ . Vertretung i;br dem Einheitnchen Patentgerichts (Regeln 286 ff}

» 'ln einem dritten Tell konnten die Tellnehmer dann |hre yerblelbenden Anmerkungen loswerden Auf dlese Weise ist -
- es gelungen alle Anmerkungen der Nutzer 2um’ KL samten Entwurf zu erschopfen Es war ein bisschen meine Sorge, S
. dass wlr es zeltlich nicht schaffen, alles abzuarbeiten, aber diese Sorgen waren im Ergebnls unbegrﬁndet o

S ' EInen grofSen Antell am Erfolg der Veranstaltung hat Frau Makoskl die |ch hier ausdr(lckhch enovahnen m6chte und
FARSEN 'welche mit. beeindruckender Prizision, Ausd uer und ,,Entschluss zum Torschuss” {wie man im FuBbaIl sagen wurde)'
‘/\ 7 Inhalt und Ablauf der Veranstaltung durchdach : und konzlplert hat Es hat alles gepasst Sehr hllfrelch war auch

e dem Kontakt mit der ERA tatkrﬁftlg unterst(ltzen konnte
- Bleibt noch nachzutragen, dass unser Haus die Veranstaltung auch fmanziell gut unterstﬂtzt hat, sowohl was dle _
‘ Ausstattung fir die Veransta|tung selber mit rd. 20. 000 € angeht {Anhérung, Dolmetscher, Mittagesseén) als auch mit
- 1000.€ far ein Dinner.am Vorabend fiir alle Podlumstellnehmer aus den Arbeltsgruppen, was flir die positive R
o Grundstlmmung mcht V) unterschét:en ist:'Da wir unter extremem Zentdruck gearbeitet haben, war das Verstﬁndms -
fur dne Bedeutung unseres Vorhabens sehr: hllfreich um noch alles rechtzeltig einzututen ' : B

'Belgefilgt habe ich dle Tellnehmerllste sowie einige Veroffentllchungen zur Veranstaltung und 2 Fotos aus dem
:Veranstaltungssaﬁs% e LTl T e T e

3 .
s

Im neuen Jahr wlrd es dann wieder em oder zwel Treffen belder Gruppen (Rechtsgruppe und Experten) in Berlm
geben, wo wir (iber’ die aus der Anhérung aufgenommenen Stellungnahmen und Anregingen berdten missen, mit
- " dem Ziel, eine Oberarbeitete Endfassung des Entwurfs zu erstellen, dle wir dann vorausslchtllch im Frﬂhjahr dem
o Prep Com ur Beratung und Beschlussfassung vorlegen konnen : ) :

Sy
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Nachdem der grose Brocken der Anhﬁrung jetzt erstmal abgehakt ist, trltt dle Thematlk des. nationalen ‘
Gesetzgebungsverfahrens wieder mehr.in den Vordergrund Die Hausha!tsanmeldung fur 2016 liegt derzeit in"
{iberarbeiteter Form noch bei ZB1. Sobald wir das OK von dort haben, werden wir lhnen die Endfassung des

‘ Zahlenwerks f\lr unsere Haushaltsmeldung vorlegen und mdssen dann:die vom Haushalt gebilhgte Fassung in den

- :Uberdenken sollten wir m. E’ nochmal wie wir mit den Gesetzgebungsverfahren je
-~ eh meme Gedanken mnt Herm Ernst dlskutieren und wir kommen dann ggf auch auf Sie ; zu

Finanztenls der Entwurfsfas ing. fiir das Zustlmmungsgesetz as | aber kem roBer Akt sein durfte.

A

Beste GrilRe

~iohannes Karcher

ter vorgehen, dazu werdeA :
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ERA‘—n _‘Eu'rc'ipéiisth'é Rechtsakademie _ Pressemitteilung ~27. No\_iembér 2014

t

Auf dem Weg zum Europélschen Patentgerlcht Anhorung zur

Verfahrensordnung ST B

‘In der Europalschen Rechtsakaa’em/e fand am 26, November dié Sffentliche -

Anhorung zur Verfahrensordnung fdr das . E/nhe/tllche Patentger/cht statt. Zu

" der vom Vorbereltena’en Ausschuss organISIerten Anhdrung kamen rund 100 ‘
/urlstlsche Experten nach Trier, um spezifische Punkte im Vorge/egten 17. -
Entwurf der Verfahrensordnung anzusprechen. ' Die Anhorung konnte auch'_" -

onllne uber einen Webstream /lve verfo/gt werden.

::Mit der'- Séhaf'fijn'g des lEinheit'Iichén Patentgericﬁts wird ein. einheitlicher
europalscher Patentrechtsschutz in Europa geschaffen. Das Gericht wird die. ,
T Zustandugkelt far Europalsche Patente mit emheltllcher ‘

erkung haben

Verfahrensordnung zu Grunde liegen. Die Anhdrung zum
17. Entwurf der Verfahrensordnung bot' Vertreterinnen
f und Vertretern europalscher und nationaler Instltutuonen
und Verbinde sowie Richtern die 'Gelegenheit, ihre
Anliegen vorzutragen. Dabei wurde von  den

~ sowie ‘dessen Ermessensspielraum . bei emstwelllgen Verfigungen gegen
Patentverletzungen und bei der Anordnung der Zahlung von Schadensersatz

-angesprochen. Kommentare befassten sich auch mit Beweisregeln, Klagen' '

gegen. Entscheldungen des Europaischen Patentamts Beschwerdeverfahren und
-die Vertretung vor dem Gericht. '

Es W|rd erwartet dass das Elnheltllche Patentgencht Anfang 2016 seine Arbeit

aufnlmmt

'Weitere Informationen - kdnnen Sie auth dieser . Pressemlttellung des'

Bundesmlnlsterlums der Justlz und flr Verbraucherschutz entnehmen

Der Tatlgkelt des Gerlchts ‘wird ‘eine neu erarbeltete ..

Interessenvertretern insbesondere die Méoglichkeit des -
, . Opt-outs far Antragsteller von Européischen Patenten von der Zustandigkeit des-
- Elnheltllchen Patentgenchts kommentiert. Daruber hinaus  wurde das
’N :

Sprachenreglme des neuen Patentgerlchts (Deutsch Engllsch und Franzosnsch) :

© 9|20
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- http //www lto de//recht/nachnchten/n/eu patentgerlcht-verfahrensordnung anhoerung-
trler/ : . - : :

EU-Patentgericht: Experten beraten iiber Verfahrensordnung =
26.11.2014 N R | |

Die Patenrechtswelt schaut am. Mlttwoch nach Trler Vertreter von tiber 70 Organlsatlonen
treffen sich, um {ber die Verfahrensordnung des EU-Patentgerichts zu beraten. Ab 2016 soll .-
R das Gerlcht Entscheidungen mit unmlttelbarer erkung fur'fast alle EU-Staaten treffen.

‘ Dle Europalsche Unlon bekommt ein einheitliches Patentgencht Im Februar 2013 hatten
nach Jahrelangen Verhandiungen 25 Mitgliedstaaten sich auf einen besseren Schutz von
innovativen Erfindungen geeinigt. Teil des Abkommens ist die Errichtung -eines einheitlichen -
Patentgerlchts, dessen Zentralkammer in Paris sitzen soll mit Abteilungen in London und
Miinchen. Daneben haben die deutschen Lokalkammern ihren SitZ in' Hamburg, Mannhexm
und Dusseldorf' Offen ist noch die genaue Ausgestaltung der Verfahrensordnung

Zu ebendleser sollen am Mittwoch in der Europalschen Rechtsakademle in Trler rund 100
) Experten angehort werden.. Nach Angaben des Bundesministeriums der Justiz und fiir
" Verbraucherschutz (BMJV) sind.unter ihnen Vertreter der betroffenen Industie--und - .
Berufsverbénde und der Patentrichterschaft. Uber 70 Organisationen aus dem Gebiet der
- EU, aber auch aus patentaktiven Lindern auBerhalb Europas sind eingeladen. Die -
’ 'Veranstaltung wird auf der Webselte der Europalschen Rechtsakademle als Webcast
iibertragen. : : :

Bundes;ustlzmmlster Helko Maas (SPD) hat hohe Erwartungen an das Expertentreffen Es -
solle "den entscheidenden Input fiir die ‘endgiiltige Fassung" bringen. "Erstmals wird es eine
européische Prozessordnung geben, die. die unterschiedlichen Rechtstraditionen der EU-
Mitgliedstaaten zusammenfihrt - ein Mellensteln fiir die Rechtsentwncklung in der EU", so
der Minister, = . ;

Grundlage der Anhorung wird ein von einer Expertengruppe ausgearbelteter Entwurf der k
Verfahrensordnung sein, welchen die Rechtsgruppe des Vorbereitenden Ausschusses zur

Errichtung des einheitlichen Patentgenchts unter dem Vorsitz von Johannes Karcher vem
BMIV uberarbeltet hat. : : .

nuna/LTO-Rec_lakt/on .

_ thlervorschlag fiir dlesen Artikel:

. EU- Patentgencht Experten bératen Gber Verfahrensordnung In: Legal Tribune ONLINE |
- 26.11.2014, http //www Ito. de/perS/stent/a ld/13918/ (abgerufen am 02.12. 2014)

A .Co'pyright © ’Wolters' Kluwer D.éutschland GmbH R

. http://www.lto.de/récht/né_chrichten/n/eu-patehtgericht-verfahrensofdnuhg—anhoerung—... 02.12.2014 101.20
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17th draft

Thrs Kat is grateful to Dr Stephan Dorn (a lawyer with Hogan Lovells Int. LLP Dussel-
dorf, Germany, who works with Dr Andreas von Falck in that firm's Patent Litigation °
Department) . As he reminds us (as if we could forget), Europe is preparing for a major
change in its patent litigation system, this being the European Patent with Unitary Ef--
. fect and the Unified Patent Court. Last week, Stephan attended, as a representative of
~ the DAV (Deutscher Anwaltverem the German Lawyers Association), the Oral Hearing
~~on the 17th Draft of the Rules of Procedure for the Unified Patent Court in Trier, Ger-
" . many (right). He has kindly prepared the following report on the main issues discussed
__there for the special interest and attention of readers of this weblog:
Unified Patent Court: Oral Hearing on the Draft Rules of Procedure
On 26 November the final Oral Hearing on the Draft Rules of Procedure for the Umﬁed
' at the ERA Congress Center in Tner Germany :

 Dry subjects like patent rules.
benefit from lubrication » : - :

. Before we focus on the main 1ssues that have been v1v1dly d1scussed among the panel
~and the participants, here’s just one short remark on the conference venue. We think

. that all the participants got their first clue as to the trouble arising from choosing o
_ nearby Luxembourg as the residence for the UPC Court of Appeal. Though both Luxem-

burg and nearby Trier are placed in the middle of Europe and could be reasonably

' called also the centre of the Agreement on the Umﬂed Patent Court (UPCA) terntory, -

12120
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many representatwes attehdmg the heanng could tell from their very trme consummg

journeys to Trier that there might be problems ahead. We assume that, even in the
starting phase of the new UPCA System, appealing the decisions of the Court will be N
- more the rule than the exception. Thus, all users of the new Court system in particu-

- larthe lawyers planning to represent their clients before the UPC, should make them-

selves familiar-with a new - we do not want to call it epic - dlmensmn of Court travel-
~ ling. However, at the end all representatwes made it to the conference centre in time

. and could use the journey for samplmg at least. occaswonally the pleasures of the Mo-

selle valley, one of Europe’s oldest wine-growing regions. '

The panel consisted of nearly the whole legal group. of the Preparatory Commlttee
(chaired by Johannes Karcher, Federal Ministry of Justice (BMJV), Germany) accompa-
" nied by the so-called Expert Group (chalred by Kevin Mooney) responsible for the draft
ing of the Rules of Procedure from the very beginning of the work in 2011. The main
~ " topics of the hearing were four rules of the 17th draft of the UPC Rules of Proce-

~ dure(see the explanatory note to the 17th draft here and.the tnlmgual 16th
drafthere), namely Rule 5 (Opt-Out), Rule 14.2 ¢ (addmonal languages in the proceed
ings before the UPC); Rule 118.1 (lnjunctrons) and Rule 220 (appeals in partlcular
procedural appeals).
As regards the new draft of Rule 5, the contnbutlon of the participants mainly con-
cerned the complexity of the Opt-Out procedure The new Rule 5 provides for an ap-
'phcatlon of an Opt-Out before the -agreement enters into force. The rationale behind-
this: provrsron s that all patent proprietors should have the possibility to opt out: wrth- :
_ out running the risk of being stopped from doing so just because a third party com-
" mences a proceedmg before the Court beforehand and triggers the permanent bar for
changing the jurisdiction .as provided for in Art. 83(3) UPCA. Because neither the Court
. nor the registry exists before the UPCA enters into force, there is the factual problem
“that there is no. authonty that could receive any apphcation for Optmg -Out before that

'Qfday

Consxdenng the tlme required to deal w1th an apphcatron and Art. 83(3) Sentence 3
UPCA, accordmg to which the Opt-Out takes effect with the day of the entry into the
register, many patent proprietors worried about whether they will be able to effec-
tively opt-out all their patents in time without being forced into the UPC System.
Against this background the expert group had the wheeze of involving the EPO in the
Opting-Out procedure. The EPO shall initially and before the UPCA enters into force -
collect all applications and then refer them (en bloc) to the registry of the UPC after-

~ wards (sunrise penod) Al apphcatlons shall then be consvdered as effectwe w1th the
~ date of the entry into force of the UPCA. o ~ »

€ ttmes when sunrise makes

, - aperson ]ust want to optout ..

_ The participants mainly welcomed the new Rule 5 even though many cntmzed itin
_that some details are not yet covered, i.e. the question of the payment process of the
~ Opt-Out fee when the application is lodged with the EPO. Most participants argued

_ that the EPO should be responsrble for collectmg the opt- out feein the sunrise penod

2
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Many part1c1pants consrdered in partlcular legal certamty regardmg the day of the -
effectiveness of the Opt-Qut as'desirable and suggested taking the day of the applica- -
tion instead of the day of the.entry into the register, This idea was rejected by the
panel, referring to the clear wording of Art. 83(3) UPCA. A second concern regarded

- whether the Court registry will be capable of dealing with the expected flood of Opt-
Out applications and whether the processing of the Opt-Out application would not be

_ in better keeping with the EPO instead of the Registry of the Court. Some participants
objected that the Opt-Out was too complicated and nearly impossible to use for large
‘patent portfohos due to high costs and shortcomings in practicability.

The second main issue and certamly the most hotly discussed one was Rule 14 on the

. language regime before the Court; in particular Rule 14.2(c) provrdmg for a possible

partial use only of an additional language designated as-additional language of the pro-

ceeding by the Contractmg Member State (CMS) accordmg to Art. 49(2) UPCA. Rule

14.2(c) reads:

[(c). Where'a desrgnatlon of an additional language under Article 49(2) for a: reglonal

division or for one or more local. dwxsmn(s) hosted m a Member State SO mdlcates par

ties may use the additional language:”

(i) for a Preliminary objection [Rule 19] and/ or(u) for wntten pleadmgs and other doc
uments, including written evidence [Rule 71, and/or for oral hearings]. - :

The angular brackets indicate that the expert group drafting the RoPs had not yet
reached agreement whether this’ additional rule should be included inta the RoP. The
rationale behind this rule is flexrbxllty in opening the somewhat rigid language regime
of Art. 49 UPCA. Many of the participants commented negatively on the additional ’
rule, in particular the participants from the Netherlands and UK. That was not surpris-
ing, because both the Netherlands and UK fancy their chances to get a more attractive
]unsdlctlon for patent litigation if they could offer their English-only language regime
without Germany being able to catch up with the needs of the international English- ‘
speaking users of the new UPC system. And thus, less surpnsmg, they argued that in-
cludmg Rule 14.2(c) would comphcate the whole proceedings, cause problems regard-

ing legal certamty, mcrease costs. as in partlcular cases more. translattons would be

- needed. '

However, a large group deflmtely not a minority - of pamcrpants mamly from Ger-

_many, supported the inclusion of Rule 1 4, 2(¢).They argued that it would be one- -sided

_ and unfair and against Art. 42(2) and 43(3) sentence 2 UPCA to grve to the claimant -- -
and only to the claimant-- a right to determine a language which is not the official lan- -

.guage of the CMS hosting the division (home.language) to be the language of the pro-

. ceedings binding all other participants including the Court. The interests of the de-
 fendant and the language skrlls of the dmsron must be taken mto consxderatxon and
must be respected.

They saw it as a step further towards the use of Enghsh that Rule 14. 2(c) allows the
CMS concerned to admit English to a limited degree as an additional language: English
thus may be used without forcing that language upon the other party and on the Court,

_because the home language remained the language of the proceedings. Rule 14. 2(c)
was seen as a compromise recommendable at least for the initial period of the UPC.

~ The CMS concerned may withdraw its designation after some time. Then, under. Rule

14.2(a), English may be determined by the claimant as the language of the proceedmgs‘ :
with binding effect for all other participants and the Court: It was also argued that the .

| . administrative Committee may change Rule 14.2(c) at a later point of time under Art.
' 41(2) UPCA. Further, the German judges attending the hearing supported the inclusion

of Rule 14.2(c). Facmg the existing tanguage skills of the very expenenced German

. judges they strongly recommended to allow a mixed language regime according to Rule
14.2(c) in order-to maintain the high quality of the judgments of the German divisions.
br Grabmskl Member of the Legal Expert Group, emphasrsed that no CMS was obhged

3
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' "to rmplement Rule 1 4 2(c) Each CMS w1ll remain free to find its best practlce language
“regime. _
Before the break the heanng was about the new draft of Rule 118 1 and the deletion -

of Rule 118.2. The new version of Rule 118 reads now:

Rule 118 - Decision on the merits1. In addmon to the orders and measures and w1thout
rejudice to the discretion of the Court referred to in Artlcles 63, 64, 67 and 80 of the
Asreement the Court may, if requested, order the payment of damages or compensa-
tion according to Articles 68 and 32(1)(f) of the Agreement. The amouint of the damag-
~ es or the compensation may be stated in the order or determined i in separate proceed
ings [Rules 125-143]."
A former version of Rule 1181 had worned in partlcular the IT industry because it was
mterpreted as provrdmg for automatic injunctions if a patent mfnngement was found.
The new version of Rule 118.1 empha51zes the discretion of the Court in granting in-
_ junctions and is thus closer to the wording of Art. 63 UPCA. The new version met with-
- general agreement by the participants although many of the participants urged the
panel to include a more or less restrictive guideline for exercising the discretion grant-
ed to the Court. The panel emphaSIZed in particular with regard to the Opinion of the '
Advocate General in Case C-170/13 Huawei v ZTE [noted by the IPKat here] that
stopping the patent infringement was the core element of the patent right and any
 restrictive construction of the Rule must be well founded. In general, the limitation of
_ injunctive relief was an option only in very exceptional circumstances, according to
the panel. Furthermore, the panel referred to the experience of the judges in exercis-
ing their discretion and that there was no need to develop a detailed scheme limiting
or the discretion of the Court. Paul van Béukering, the chairman of the UPC Preparato-
ry Commlttee, added, with regaro to the comments given by the Legal and Drafting
Groups allowing for not granting injunctions only in exceptional cases, that the RoPs :
_were still in development and that the approval by all CMS that was strll needed before .
_the final version of the RoPs would finally be adopted. o
. The last big issue on this day was the new version of Rule 220.2 prowdmg for a dlscre- _
tionary review of procedural orders. The problem with procedural appeals is due to the =~ -
unclear wordmg of Art. 73(2)(b)(ii) UPCA. Art. 73 UPCA makes a distinction between .
. privileged orders admissible for appeal within 15 days, and unprivileged orders that are
generally not admissible for appeal-unless "the Court” grants leave to appeal. Itis not -
- clear, whether "the Court” means the Court of the first Instance, the Court of Appeal
“or both. The new Rule 220.2 provides for a compromise allowing for a so called "discre-
tionary review” of unprivileged procedural orders if the first instance panel does not
grant leave to appeal In a first stage of these review proceedmgs the standmg judge
decides whether to allow the request for discretionary review. In a second step, a '
- panel of the Court of Appeal reviews the procedural order. Most participants agreed
with the new draft. In particular the attending judges called the rule well drafted. ,
After. the coffee break the panel opened the hearing for an open discussion. There was -
debate on Rules 85 et. seq on the Action against decisions of the EPO. The participants
' saw a conflict with the time for valldatmg the patent in some CMS (regularly within .
 three months after granting of the EP by the EPO). The Court must decide very qu1ckly -
those actions in order to maintain the possibility for vahdatmg the EP in the relevant .
_ CMS if the entry into the register for unitary protection was finally refused by the EPO
and the Court. The participants urged the CMS to extend the time limit for validation
in their national laws before the entry into force of the UPCA. =
All in all, the 17th draft of the Rules of Procedure seemed to find broad acceptance ,
among the participants: Although a few issues remained open, the 17th draft is a ma-
jor step towar ds the new Court system. The broad acceptance makes it very hkely ‘that
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all CMS wrll give their approval to a fmal version of the RoPs based on the 17th draft =
after few remaining drafting point have been sorted out.. ,
‘Thanks so much, Stephan. Readers who were there, and those who werent may wish

- to add their comments to this helpful report
Posted byJeremyat8 15:00 pm -

Labels 17th Draft Rules,European umtary patent Oral Heanng,Umﬁed Patent Court Agreement

5 commentS' |

:Anonymous sald
" _Although I'm not sure who Johannes Karcher is, I'm pretty sure that the
Federal Ministry of Justice (BMJV), Germany is Heiko Maas (you may easi- -
ly check this via the link of the BMJV provrded in the arttcle) :

' Tuesday, 2 December 2014 08; 10:00 GMTW

~ Dr. Stephan Dorn said...

_ Thank you for your comment, anonymous. .
You are correct, }"that Heiko Maas is the German Federal thster of Jus- -
tice. | did not allege anything else. Johannes Karcher works for the Ger-
man Federal Ministry of Justice and is the leader of the Legal Group of -

~ the UPC Preparatory Commrttee prepanng the legal framework for the

~ UPC , ; .

Kind regards

Tuesday, 2 December 2014 09:17:00 GMTH
- 'Anoﬂymotxs said....

As the article correctly states, Johannes Karcher is from the Federal Min- - -
istry of Justrce He is not the thster thougn .

Tuesday, 2 December 2014 09:20: oo GMT'@'

Dr. Stephan Dorn satd...

"’A number of questtons have reached me via emarl on my Arttcle about the
~ Trier Heanng, especially on the response of the audience on Rule 14.2(c) -

- (comp omise regardmg the additional languages of the proceedmgs under
‘Art 49(11) UPCA) ’ . .
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'Actually a clear ma;onty of the partlcrpants which.commented on thlS
topic did support Rule 14.2(c). That compromlse proposal was unanimous--
- ly welcomed not only by German industry (BDI), practitioners (BRAK, DAV,
- VPP, Chamber of Patent Attorneys), by GRUR and by the three presiding
' Judges partrcrpatmg) but also from CEIPI and from the Dutch Confedera-
~ tion of Netherlands Industry and Employers (known as VNO NCW) which
welcomed it as a step forward ‘

“Also on the bench among the members of the Draftmg Commlttee for the
. Rulesa clear majority (4:2) spoke in favor of Rule 14.2(c): Judge Sir Colin
'~ Briss, Judge Dr Grabinski, Conseiller Honoraire 4 la Cour de Cassation Al-
ice Pézard and Prof. Tllmann expressed themselves in support of that o
proposal. . S .

o Tuesday‘,ZDecember 2014 1~5:46.:00‘GMTW -

Antomo PIZZOI'I satd

Dunng the hearmg l ment1oned the lack of any rule on mmutes of the
. hearings..
 According to Mr Kaercher the audro recordmgs will take the place of the A
_ mmutes A

However, the recordmgs will not be avallable to the publlc (Rules 106 and -
- . 115), so | am wondering whether thesé rules could lead to a lack of
_transparency, considering e.g. that minutes of the EPO heanngs are al-
‘:ways drawn up. and publlshed on the EPO websrte ‘ '

i’ Curiously, the uPC hearing has been v1deorecorded and made avaxlable -
~on the ERA websute for the sake of maxrmum tran sparency -

‘ Tuesday, 2 December 2014 16 21: 00 GMT :
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it Jhwww.fossf atents-.com/ém 4/1 1/ne'ar-automatic-in'unctlonsfraise.htmll :

_FOSS Patents

o Thrs blog coVers software patent news and issues wrth a partlcular focus on wireless, mob1le .
3 devrces (smartphones, tablet computers) : -

o .'Wednesday, November 26, 2014

1goi.4¢4m/¢§¥;6%2014

Near-automatlc 1nJunctlons raise concerns at hearmg on rules for European
‘ patent court o : : :

A hearrng was held today at the Acadeiny of European Law in Trier: German on the rules of
procedure for Europe's future Unified Patent Court (UPC), as I mentioned last week when I
commented not t0o positively. to be honest) on the latest draft rules. I'followed it over the
Web. To put it this way, the hearing went very well for those advocating.a more eBay v. Mer-

- cExchange—hke standard, and there is a reasonable chance of improvement when more EU
" member states take and state their ofﬁcral posmons in the months ahead.

The last part of the heanng before the lunch break was all about access to. mjunctwe relief and

- the related judicial discretion. Dr. Johannes Karcher, a former judge at the Federal Patent
‘Court of Germany-and now an official at the Federal Mlmstry of Justice as well as the chair- -

. man of the legal group of the UPC Preparatory Comrmttee explained that judges would, in -

prmmple enjoy discretion with respect to injunctions, but the question was'the extent of such R

discretion. And he was clear that discretion should ' only be exercised under exceptional cir-
cumstances : e

As at least one other speaker did after h1m Mr. Karcher argued that last week's opinion by
Advocate General Wathelet in a Huawei v. ZTE standard-essential patent case affirmed that
access to injunctions is a cornerstone of the patent system. It's true that AG' Wathelet stated

. - that seeking an injunction cannot, in ‘and of itself, constitute abusive conduct: That was appar-

ently also the European Commission's conclusion when it settled the Samsung FRAND inves-

~ tigation. By AG Wathelet's standard, there is no way the Commission could have fined Sam-
sung for what it had done because Apple had taken none of the steps the AG considers neces- - - .

" sary for a defendant to take in order.to be considered a senously willing licensee. Neither had
- Apple made a formal counterproposal on FRAND terms nor had Apple requested aFRAND -
‘determination (rate-setting decision) by a court of law or an arbitration panel. While the AG

didn't state an opinion on ZTE's 50—euro-per-patent licensing offer, it was clear between the
lmes that Huawei's pursuit of injunctive relief was also above board, though ZTE could, if the
court adopted the AG's recommendation (as it does most of the time), srmply trigger a rate-

setting proceedmg in order to avoid a sales ban. The AG's opinion is a win for SEP holders in

the sense that not only their own conduct but also the way-the defendant behaves is part of the
equation. I had advocated for a long time the proposal that only the SEP owner's FRAND - °

. compliance should mattér; but I recognize that the Federal Trade Commission, the Depart-

mient of Justice, the European Commission and now AG Wathelet all deterrmned that an im-
plementer of an industry standard must also demonstrate good faith conduct and 1 accept that
this is now a requ1rement around the globe. ' :
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. But the questlon in connection with the rules of procedure for the UPC is not whether an in-

junction request per se constitutes antrcompetltlve conduct no matter what the'alleged mfnng—
er does or does not do. The outcome of Huawei v. ZTE, barring a surprise, is not going to be’

‘an injunction (because ZTE is too smart to let that happen). By contrast, the latest draft rules

of procedure for the UPC were accompamed by an explanatory document, which drew criti-

. cism from multlple intervenors at today's hearmg, that said injunctive relief would be denied

only under "very exceptional circumstances." The way I seeit, those draft rules of procedure -
are reconcrlable with the AG's Huawei opinion only if one takes a particular passage out of

‘context and twists and turns it, but not if one asks the question of whether the AG endorsed
- the notion.of i rn_]unctrve relief being avarlable almost 100% of the tlme

- The ﬁrst mtervehor was a spokeswoman for the UPC Industry Coalition on whose open letters

I've prcv1ous1y reported. She noted in the 1ntroductory part of her mterventton that some of of

'the key members of this broadbased coalition are actually embroiled in (particularly
i smartphone—related) litigation against each other, which means the group is interested i ina

balanced regime as opposed to bemg exclus1vely on the side of nght holders or alleged in-

: fnngers

' Unfortunately there was a techmcal problem w1th the ofﬁcral webstream durmg that interven- -

tion (and not only then). Therefore I missed parts of the intervention, but I still heard when
she said that the group.is in favor of a more flexible and balanced standard. It appeared to me
that the UPC Industry Coalition's concems relatmg to the 17th draft rules of procedure are’
pretty- much the same as mine. :

Some of the mtervenors also pomted out the problem w1th bifurcation (cases in whlch a va11d-

ity determination could come down after an injunction is granted and enforced). A Dutch as-

sociation said that there was a diversity. of positions among its members and there may be a

need to make adJustments after a few years wrth respect to such issues as b1furcat10n

) Those concerns and some closely-reIated ones were also Voiced by v-anous other intervenors, -
~ including, among others, a representative of the GSMA wireless industry associationanda . -
- representative of a French software 1ndustry association with 350 member compames most of
- them small and medlum-srzed compames ‘ :

‘A French Judge (who was s1tt1ng in the audlence and not on the panel along with those Judges

serving on or advising the Preparatory Committee) complained that there was a'risk of a
famework that would exceedingly restrict judicial discretion. Not long after her intervention,

- Paul van Beukering, a Dutch ministry official who is the chairman of the Preparatory Com-

mittee, stressed that this process was stil at the drafting stage and that a very important part of

‘the process would begin only after more EU member states have been able-to comment,

which would happen only after the hearing. Tt appeared to.me that Mr. van Beukenng wanted

to pacify the numerous and vocal crrtlcs of the latest draft by suggesting that there was still -
- room for 1mprovement -

Several members of the Prepat'oryACommittee s legal and 'expert groups defended the current’
draft and called on critics to "have confidence in the court.” The judges on the panel were

clearly interested in preserving a maximum of discretion, but I think a balance must be struck

(and is not struck by the 17th draft rules) between judicial discretion on the one hand and rea-

‘. sonable assurances to industry (including companies of all sizes)-on the other hand. I frankly
can't see how a statement in the explanatory document that says mjuncttons would be demed
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only "under very exceptional circumstances" serves either purpose. It's bad news for discre-

~ tion as much as it is for bu'sinesses .

" Also, I can't see why an eBay—hke standard would place a pamful restnctron on Jud1c1a1 dis-

cretion, Judges at U.S. district courts and the Federal Circuit actually enjoy tremendous dis- -
cretion, thanks to eBay .

v Bi would hke to hrghhght a very good idea that. Judge Dr. Klaus Grabrnskr from the Federal - -
- Court of Justice of Germany (who also serves on'the UPC Preparatory Committee) mentioned

in his response to criticism of the latest draft, While I don't think this idea is sufficient to.ad-

 dress the concern over disproportionate injunctions, it is a useful one and would be worth be-
" ing mentioned i in a future draft of the rules of procedure Judge Dr. Grabmsk1 noted that if -

there is concern over the commercial impact of'i ‘injunctive rehef affectrng a highly multifunc-

- tional mobile device only because of an infringement of a minor feature, it would be possible
to order an injunction but to simultaneously stay it for a- srgmﬁcant period of timein order to

allow the defendant to 1mp1ement a workaround. Such transitional periods have been dis-
cussed in the U.S. on many occasions and even the U.S. Internafional Trade Comrmssron

whose remedy is purely injunctive (1mport bans), has in some cases (such as an Apple v. HTC

dlspute) granted grace periods to make modifications. The mere fact that Judge Dr. Grabinski -
- discussed this possibility in public and believes it is reconcrlable even with the current draft

" rules of procedure (in con_]unctron with the related international agreements and treaties)-is -

good news, especially since it comes from a high-ranking judge from a country in which in-

- junctive relief is a near-automatic remedy for patent 1nfnngement But unless the rules of pro-

cedure are improved, there s arisk that this will just remain a nice idea but that the court's

practice, at least in cases brought before a local German division, will give patentees (even
those. who can only claim rrghts to rmnor features) excessive leverage ' :

~ Those who promote balance and reasonableness will have to work hard and smart on ‘the lob-
} byrng front to achieve their stated goals, but they should take: encouragement from today s
heanng (though the challenges were also noticeable). ~
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