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- Agreement: Agreement ona Umﬁed Patent Court of 19 February 2013 (OJ C 175, 20. 6. 2013
p. 1) including any subsequent amendments v

Directive 98/5/EC: Dlrectlve 98/5/EC of the European Parliament and of the Councﬂ of 16
February 1998 to facilitate practice of the profession of lawyer on a permanent basi$ in a

Member State other than that in which the quahﬁcatlon was. obtained (OJ L 77, 14.3. 1998,

'p. 36) including any siibsequent amendments

EPC: Convention on the Grant of European Patents of 5 October 1973 (European Patent
‘Convention) including any subsequent amendments . : t

The  Hague Convention: Conventmn on the Service Abroad of: Judicial and Extrajudicial
Documents in Civil or Commercial Matters of 15 November 1965 including any subsequent
amendments -

Lugano' Convention: Convention on Jurisdiction ‘and the Reeognltlon and Enforcement of -

' Judgments in Civil and Commercial Matters of 30 October 2007 (OJ L 147, 10.6.2009, p. 5)
mcludmg any subsequent amendments -

‘Regulation (EC) No 1206/2001: Regulatlon (EC) No 1206/2001 of the Council of 28 ‘May
2001 ‘on cooperation between the courts of the Member States in the taking of evidence in civil
or commerc1al matters (OJ L 174, 27.6.2001, p. 1)-including any subsequent amendmients -

Regulatmn (EU) No 1215/2012: Regulation (EU)~N0 1215/2012 of the European ‘Parliament

and of the Council of 12 December 2012 on jurisdiction and the recognition and enforcement of -

judgments in civil and commercial matters- (OJ L 351, 20.12.2012, p. 1) including any |

subsequent amendients

Regulation (EU) No 1257/2012: Regulation (EU) No-1257/2012 of the European Parhament
and of the Council of 17 December 2012 implementing enhanced cooperanon in the area of the
creation of unitary patent protectlon (0¥ L 361, 31.12. 2012, p. 1) including any subsequent
amendments

Regulatmn (EU) No 1260/2012 Regulatlon (EU) No 1260/2012 of .the Councﬂ of 17
December 2012 implementing  enhanced cooperation in the-area of the creation of unitary

patent protection with regard to the applicable: translation arrangements (OJ L 361,31.12.2012,

p- 89) mcludmg any subsequent amendmeénts

: Regulatlon (EC) No 1393/2007: Regulation (ECY No 1393/2007 of the European Parhament
and of the Council of 13 November 2007 on the service in the Member States of judicial and.

extrajudicial documents in c1v11 or commermal matters (service of documents), and repealing:

- Council Regulation (EC) No 1348/2000 (QJ L 324, 10.12.2007, p. 79) mcludmg .any
. subsequent amendments

Statute: Statute of the Unified Patent Court (OJ C 175, 20.6. 2013 p. 29) mcludmg any
subsequent amendments
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PREAMBLE

1.The Court shall conduot preceecimgs in accordance wzth the Agreement the Stamte and these

i

" 1809.2-R0P-18D-10.10.2016

Rules. In the event of a. conflict between the provisions. of the Agreement and/or the Statute on

the one hand and of the Rules on the other hand, the provzszons of the Agreement and/or the
Statute shaﬂ prevaﬂ e L N

2. The Rules shaﬂ be apphed and mterpreted in accerdance wzth Amcles 41(3), 42 and 52(1) of

the Agreement on the basxs ofthe prmmpies of prepemonahty, ﬂexxbihty, fairness’ and equity.

3. Proportwnahty shall be ensured by gwmg due consxderatxon to the nature and complcxn'y of

-each actmn and its nnportance

4, Flex1b1hty shaﬂ be: ensured by applymg all procedural rules ina ﬂexxble and balanced
manner with the required level of d1scret10n for the Judges to orgamse the proceedmgs in the
most efficient and cost eﬁ'ectxve manner. .

5. Fa1rness and equity shall be ensured by having regard to the Icgmmate mterests of aH part;es

6.In accordance wth these pnnc:pies, the Court shaH apply and mtmpret the Rules ina way

\ thch shall ensure declsmns of the Inghest quahty

7: In accordance wzth these pmnciples proceedmgs shali be canducted ina Way Whlch will

N normaﬂy allow the ﬁnai oral hearirig on the i issues of mﬁmgement and vahd:ty at first instance
~ to take piacc within one year whilst recogmsmg that complex actions may require more time
- and- procedura} steps and simple actions less time and fewer procedural steps. Decisions on

costs and/or damages miay take place at the same time or as soon as practicablé | thereafter. Case

8. The Court shall endeaveur to ensure censxstent apphcatmn and mtergretanon of these Rules ;
by all first instance divisions’ and the Court of Appeal Due cons1derat10n shall also be given to
this ob;ectwe in any deczsmn concennng leave to appeai agamst procedural orders g

- management shall be organised in accordance with these sbjectzves Parties shaﬁ cooperate ;
§W1th the Court and set out thaxr full case as early as possﬂ)le in the proceedmgs .
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APPLICATION AND INTERPRETATION OF THE RULES
Rule 1- Application of the Ruiles and general principles of interpretaﬁon

1. The Court shall conduct proceedlngs in accordance with the Agreement the Statute and these.
Rules, which include the Preamble to these Ruiles’ and the principles set out therein, In the event

1809.2-ROP->18D-10.‘10.2016/

of a conflict between the provisions of the Agreement and/or the Statute on the one hand and of -

the Rules on the other hand; the provrsmns of the Agreement and/or the Statute sha]l prevail.

2. Where these Rules provide for the Court to perform any act other than an’act exclusively
reserved for a panel of the Court, the President of the Court of First Instance or the Pre51dent of
the Court of 'Appeal, that act may be performed by:

(a) the premdmg Judge or the Judge-rapporteur of the panel to which the action has been
assigned;

(®)a smgle legally qualified judge where the action has been assrgned to'a single judge;
(c) the standrng Judge desrgnated pursuant to Rule 345,5.

3. References to persons in these Rules may apply to legal ; persons as well as natural persons.
Words importing the masculine gender shall include the feminine and vice versa. Unless the
contrary intention appears words in the smgular mclude the plural and vice versa. -

Relation with Agreement: Artzcle 8(7)
Relation with Statute: Article-19(3) and (4)
Rule 2 - Supplementary proteetlon certxﬁcate

1. Subjeet to paragraph 2, in these Rules with the exceptlon of Rule 5 the expression patent

d “proprietor” shall whenever appropriate include, respectively, a supplementaty protection

certlﬁcate as deﬁned in Article 2(h) of the Agreement and granted in respect of the patent and
the holder of such certificate. .

2. References in these Rules to the language in which the patent was granted shall mean that
language and not the Ianguage in which a supplementary protectron certificate in respect of the
patent was granted :

~ Rule 3 Power of staff of the Reglstry and a sub-registry to perform functions of the
Registry - -~ .

Where these Rules refer to the Registry or Regrstrar and provide for the Reglsfry to perform any
- .dct that reference shall include — wheére applicable — the Deputy-Registrar and thé relevant
; sub-registry and that. act may be performed by the Reglstrar the Deputy—Regrstrar or by a
member of staff of the Registry’ or sub-reglstry of the relevant drvrsron

‘Rule 4 - Lodging of documents

1. Written pleadmgs and other documents shall be lodged at the Regrsuy or relevant

;sub-regrstry in electronic form. Parties shalt make use of the official forms available online. The
receipt of documents shall be confirmed by the automatrc issue of an electromc receipt, which
shall indicate the date and local time of receipt.

-20 -
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2 Where it is not poss1ble to lodge a document electromcally for any reasona party may lodge

the docurhent in hard—copy form An eleetrome copy of the document shall be lodged as soon as

practicable therea&er
' Relatzon with Agreement Artzcle 44 e e
Rule 5 - Lodgmg of an Appllcatlon to opt out and Wlthtlrawal of an opt-out .

1. The propnetor ofa European patent (mcludmg ‘a European patent that has explred) or the
applicant for a published application for a European patent (héreinafter in this Rule 5 an

apphcanon ) who wishes to opt out that patent or application from the exclusive competence -
of the Court,in accordance with Article 83(3) of the Agréement - shall lodge an Application '

Gneremafter in this Rule 5 an “Apphcatron to opt out”) with the Registry. -

] (a) Where the patent or apphcatlon is owned by. two or more propnetors or apphcants, all
proprietors or appheants shall lodge the Apphcatton to. opt out: Where the person lodging an

Application to opt out is not recorded as the proprietor or appllcant in the registers referred toin

Rule 8.5(a) and (b), respectlvely, the person shall lodge a: declara’non pursuant to
paragraph 3(e) SR ,

: .(b) The Apphcatlon to opt out shall be made in respect of all of the Contracttng Member States
for which the European patent has been granted or wlnch have been desrgnated in the
application. : : SN

' 2 An Apphcatron to opt out or an Apphcatron to wrthdraw an opt-ont pursuant to paragraph 87
(hereinafter in this Rule 5 an “Apphcatlon to W1thdraw”) shall extend to any supplementary
_protectton certtﬁcate based on the European patent

| : (a) Where any such supplementary proteenon certrﬁcate has been granted at the date of lodgmg

‘the Application to opt out or the Application to withdraw, the holder of the supplementary

protectlou certificate shall; if different from the proprietor of the patent lodge the Apphcatlon :

to opt out or the Apphcatlon to wrthdraw together with the propnetor

; (b) Where any such supplementary protection eernﬁcate is granted subsequent to lodgmg the
Application - to ~opt _out, the ‘opt-out. shall take effect antomattcally on- grant of satdr

i supplementary protectton certlﬁcate

.(c) Paragraphs 76 and 98 shall apply mutatzs mutandzs For the purposes of paragraphs 46 and ;

' 9&, reference to aetlons -

)i in respect of a European: patent shall apply to all supplementary protecnon certxﬁcates

;based on that European patent and

| ’ (11) in respect ofa supplementary protectlon certrﬁcate shall apply to the Enropean patent on
whmh such supplementary protectlon cernﬁcate is based and ~

. :,‘(111) n. rESpect of a supplementary proteetton certlﬁcate shall apply to all other
‘ supplementary protectlon certtﬁcates based on the same European patent S

(d) For the avoidance. of. doubt it 1s not possrble to opt out supplementary ‘protection: o
certrﬁcates Whether granted by the authon’nes of a Contractmg Mernber State or othermse

based ¢ on a European patent Wlth umtary effect.

3. .The ,A;pphcatron to opt out shall .epntam.

21
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| (a)the name of the- each propnetor or applicant for the European patent or apphcatmn and of *

the holder of any supplementary protection certificate based on the European patent in question,
and all relevant postal and, where applicable, electromc addresses, A

| postal address and electromc address £er—semee—of the—repfesen%a&ve-

(i} the. regresentatrve a‘@pomted by the apghcant or the gropnetor in accordance w1th-

Article 48 of the Ag}:eement or -

(i} any other erson lodgin the Ap hcatlon to ogt outon behalf of the progrletor or the
_gghcant and the mandate for lodging the Application to opt out: :

. (c) details of the patent and/or apphcatnon including the number;

(d) detalls of any supplementary protection cértificate granted based on the patent concerned

including the number; and

.(e) for the purposes of paragraph 1(a), a Ddeclarauon etlprepﬂetefship—th&t—the—-pefsen—ledgmg
by or.on behalf of each proprietor or applicant pursuant to

the—A:pphea&eﬁ—te—ept—eut—is—the
Rule 8.5 and- that he is that he is entitled to—leége—theApphea&en—to—ept—eat be reglstered in the natlonal
: 'gatent register, *

4. Rule 8 shall not apply to Apphcatlons to opt out and to' Applications to withdraw made

pursuant to this Rule 5. Where a representatlve is appointed, such a representative may include
proféssional representauves and legal practitioners as defined in Article 134 EPC in addition to
‘those referred to in Article 48 of the: Agreement.. :

5. The Reglstrar shall as.soon as practicable enter the Apphcatron to opt out in the register.
Subject to paragraph 76, the opt-out which meets the requirements laid down in this-Rule shall
béregarded as effective from the date of entry in the reglster If the requirements récorded in the
register are miissing or incorrectiy-recorded, a correction may. be lodged with the Registry. The

date of entry of the corréction shall be noted in the register. The opt-out shall be effectwe from -

‘ .the date of correctron -

6. In the event that an action has been comrneneed before the Court in respect of a patent and/or

an apphcatlon contained inan Apphcatron to opt out prior to the date of entry of the Application-

_to opt out in the. register or prior to the date of correction pursuant to paragraph 65, the
Application to opt out shall be ineffective in respect of the patent and/or application in question,
' u‘respective of whether the action is pendmg or has been concluded

7. A proprietor of a patent oran apphcatmn the subj ect of an opt-out pursuant to this Rule may
lodge an Application to withdraw in respect of the patent or application, but not in respect of
different Contracting Member States for which the European patent has been granted or which
have been designated in the application. The Application to withdtaw shall ‘contain the
particulars in accordarice with paragraph 3. The' Registrar shall as soon as practicable enter the
.Apphcahon to withdraw in the register and the withdrawal shall be regarded as effective from
the date of entry in the reglster Paragraphs l(a) and 63 shall apply mudtatis. mutandzs '

8. In the event that ah action has been commenced before a court of a Contracting Member
State in a matter over which the Court also has jurisdiction pursuant to Article 32 of the
Agreement in respect of a patent or apphcatlon contained in an Application to withdraw, prior
to the entry of the Apphcatron to withdraw in the register or any time before the date pursuant to

222
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‘ nve in respect of the patent or
apphcatron in question, nrespecnve of whether the actren* 5 pendmg or has been concluded

] paragraph 65 the Apphcanen to wrthdraw shali be me;,i

. 9. Where an apphcanon fora European patent subje ect to an. opt-»out pursuant to t}:us Rule
proceeds to grant as a European patent with umtary effect;-
Pcegls*fﬁ@ the opt—nut shall be deemed to have been withdrawn i in respect of the Contractlng
Member States covered by the European patent with unitary effect at the date of the registration
of the umtary effect and the Registrar shall as soon as: practleable enber the mthdrawal in the
reglster in respect of such Contractmg Member States &

10, A patent or application the subj ect of ant Apphcatlon to wrthdraw Whrch has been entered on
the register may not' thereafter be the sub3 ect of a further Apphcatmn te opt out.

' 1 1. The Reglsn'ar shall as soon as practicable notrfy the Euro Eean Patent Office and the national
_patent office of any Contracnng Member States concerned of the enmes in the register pursuant _
| to paragraphs 65 and 87. '

12, Apphcatrons accepted by the Regrsiry before the entry into foree of the Agreement shall be
treated as entered on the regrster on the date Qf entry mte force ef the Agreemenr

V Relatxoﬁ wztfz Agreement Amcie 83 (3) and (4) o }
Rule 6~ Semce and suppiy af orders, deersmns, Wrrtten pleadmgs and other dneuments

L ‘The Regxstry shall as soon as’ pracncabie serve in accordance Wrth Par‘r: 5, Chapter e

' (a) orders and decrsrons of the Ceurt on the pames,
) wmtten pleadmgs and other documents ofa party en the ether party

Where apphcable, the Regrstry shaii mferrn the paréres of rhe oppermmty to repiy or te ta.ke any o
~ other appropriate step in'the proceedmgs and of any time penod for so domg T

) 2. The Regxs’try shall also as soon as practrcable supplyrto’ the parnes copres of documents
referred tc) m these Ruies and Iodged Wrth pleadmgs and Wntten evrdence : :

a 3. Where the pnstal or electromc address for service provrded by a parf.y pursuant to these Rules :
~ has changed that party shall give notrce to the Regrstry and to every cther party as soon as such
B change has taken place S { R

A ) Ruie 7 Language of wrrtten pieadmgs and wntten evxdence |

1. Wrrtten pleadrngs and ether doenments mcludrng wntten evrdence, shali be Iedged in the |
: Ianguage of the pmceedmgs nnless the Court er these Rules otherwrse provrde '

2. Where these Ruies or the Court requn'e a pleadmg or other document te be translated rt shall
. not be necessary to provxde a formal certification by the translator a5 to the. aceuracy of such
translation unless the accuracy is chaﬂenged by a party or such certxﬁcaﬁon lS ordered by the
; ‘fConrt or required by these Rules. = - c : -

; Rule: 8 Party and party’s representanve

1. A party shall be represented in accordance with: Artrcie 48 of the Agreement nniess otherwrse
prnvrded by these Rules.[Rules 3, 88 4 and 378. 5]
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2. For the purpose of all proceedmgs in relation to a patent, where these Rules provide that a
‘ party performs any act-or that any act be performed upon a party that act shall be performed by

- oruponthe representatlve for the time being of the party. -

Ed

3. Except where these Rules provide otherwise, a party shall not communicate with the Court

without mformmg the other party. Where such communication is in writing, the communication
should be copied to the other party unless these Rules provide that the Court w111 supply a copy
to the other party. S

4. For the purposes of proceedmgs under these Rules in refation to the proprietor of a European
patent with unitary effect, the person shown in the Register for unitary patent protection
, [Regulatron (EU) No 1257/2012, Article 2(e)] as the propnetor shall be treated as such. If

‘during proeeedmgs before the Court'a new proprietor is recorded in the Reglster for unitary
patent protection, the. former . reglstered proprietor may apply to .the Court pursuant to
Rule 305.1(c) for the substltutlon of the new proprietor. -

5. Subject to paragraph 6, for the purposes of proceedmgs under these Rules

- (a) in relation to the propnetor of a Buropean patent, the person ent1tled to be reglstered as
-proprietor under the law of each Contracting Member State in which such European patent has
been validated shall be treated as the proprietor whether or ot such person is in fact recorded in
the register of patents maintained in such. Contractmg Member State (heremaﬁer “national
patent reglster”) and . :

(b) in relation to the apphcant 'for a European patent, the’person entitled to be regrstered as
applicant whether or not such person is in fact récorded as such in the European Patent Register

kept by the European Patent Oﬁice
f

(©) For the ;purposes. of paragraph 5, thete shall be a rebuttable presumption that the person
shown in each national patent register and the European Patent Regrster kept by the European
Patent Office is the person entltled to be registered as proprietor or applicant as the case may be.

6. For the purposes of proeeedmgs pursuant to Rules 42 and 61 in relationto a European patent,

. the person shown in the national patent register [Rule-8.5(a)] as the propnetor shall be treated as
such for each Contractmg Member State or, as far as no such person is registered in a national
patent register, the last person shown récorded as proprietor id the European Patent Reglster
kept by the European Patent Office. - :

Relation with Agreement: Article 48
Rule 9 — Powers of the Court =

1. The Court may, at any stage of the proceedmgs of its own motion or on a réasoned request

C

by a party, make a procedural order ‘such as to order a party to take any step, answer any

'questlon or provide any clarification or ev1dence wrthm time periods to be spemﬁed

2. The Court may dlsregard any step, fact, ev1dence or argument Whrch a party has not taken or -

submitted in accordance with a time limit set by the Court or these Rules. -
-3, Subject to paragraph 4, on a reaso‘ned request bya party the Court may: -

(a) extend,. even retrospectlvely, a time period referred to in these Rules or imposed by the
Court; and : N

-4 -
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e

(b)shoﬂenanysuchtunepenod
4. The Court shall nct extend the tzms penods referred to m Rules 198 1 213 1-and 224. 1

(AR

-25-
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PART 1 - PROCEDURES BEFORE THE COURT OF FIRST INSTANCE
Rule 10 ~ Stages of the proceedings (inter partes proceedings) v
Proceedmgs before the Court of First Instance shall consist of the following stages

1

: '(a_) a written procedure,

- (b)an interim procedure, which may include an interim conference with fhe parties;

- (an oral procedure which, subject to Rules 116.1 and 1 17, shall include an oral hearihg of the

parties unless the Court dlspenses with the oral hearmg with the: agreement of the partles,
~(d)a procedure for the award of damages wl:uch may include a procedure to lay open books;

(e) a procedure for cost decisions. |

Relation wzth Agreement Artzcles 52, 68 and 69

Rule 11 - Setflement

1. Atany stage of the proceedings, if the Court is of the ¢ oprmon that the dlspute is smtable fora
settlement, it may propose that the parties ‘make use of the facilities of the Patent Mediation and
Arbitration Centre (“the Centre”) in order to settle or to.explore a settlement of the dispute. In

. ‘partrcular the Judge-rapporteur shall during the interim- procedure, especially at an interim’

conference in.accordance with Rule 104(d), explore. with the parties the possibility. of a
settlement, including through mediation and/or arbitration, usmg the facilities of the Centre.

Parties who choose mediation in an attempt to settle a dispute are subsequenﬂy not prevented
from 1mt1atmg Judwral proceedings before the Court in relation to that dispute by the expiry of
-limitation of prescription periods during the mediation ‘process, which will stay the limitation or
prescription penods until the end of the mediation process. If medra’uon proceedings are
terminated wrthout a dlspute settlement agreement, the period shall continue to run from that
moment.

2. Pursuant to Rule 365 the. Court shall, if -reques'ted by'the‘ parties, by decisi_ori c_onﬁrm the
terms of any settlement or arbitral-award by consent (irrespective of whether it was reached

using the facilities of the Centre or otherwise), including a term which obliges the patent owner

- to limit, sutrender or agree to the revocation of a patent or not to assert it against the other party
and/or third parties. The parties may agree on costs to be awarded or may request.the Court to
decide on costs to be awarded in accordance with Rules 150 to 156 mutatis mutandis.

3. Save for the purpose of enforcmg the terms of any such settlement agreement by any person .

no opinion expressed, suggestion made, proposal put forward, concession made or document.
drawn up for the purposes of seftlement may be relied on as evidence by the Court or the parties

in proceedings before the Court or any other court unless such matter was expressed to be made -

on-an open basis and ﬁ'eeiy d1sclosab1e to the Court or any othier court.

‘ .Relatzon wzth Agreement Artzcles 35, 52(2) and 79

26 -
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CHAPTER 1- WRITTEN PROCEDURE
SECTION 1- INFRINGEMENT ACTION

Rule 12 Exchange of Wntten pleadmgs (mfrmgement actxon)
T 1. The wntten procedure shall consmt of

B (a) the lodgxng ofa Statement of claxm (by the clannant) [Rule 13}, i

- (b) the lodging of a Statement of defence (by the defendant) [Rules 23. and 24], and opnonally ,

(c) the Iodgmg of a Reply to the Statement of defence (by the clarmant) [Rule 29(b)], and
(d) the lodgmg of a Rejomder to the Reply (by the defendant) [Rule 29(0)]

2. The Statement of defence may mclude a Counterclalm for revocatmn [Rule 25 1]
3.fa Ceunterclalm for revocatron 1s lodged e B S

(a) the claimant and any propnetor Who becomes a party pursuant to Rule 25.2' (hereinafter i in

this Rule 12 and Rules 29 to 32, “the propneto ) shall lodge a Defence to the Counterclaim for
" revocation [Rule 29(a)], Whlch may mclude an’ Apphcatlon to amend the patent by the
propnetor [Rule 305 - : n

(b) the defendant may Iodge a Reply te the Defence to the Counterclann {Rule 29(d)], and

i (c) the clalmant and the propnetor may lodge a Rejomder to the Reply to the Defence to the
Counterclaun [Rule 29(e)] , I

,’ 4, Ifan Apphcauon to amend the patent 18 lodged by the propneter the defendant shaﬂ Iodge a

Defence to the Applrcauon to amend the patent in the Reply to the Defence to the Counterclalm :

~ the proprietor may lodge a Reply to the Defence to the Apphcatlon to amend and the defendant ‘

~‘may lodge a Re] omder to such Reply [Rule 32]. -

5. The judge-rapporteur may. allow the exchange of further Wntten pleadmgs, w1th1n tm:xe_

“ :penods to be specxﬁed [Ruie 36]
'. STATEMENTOFCLAIM T
Rule 13 Centents of the Statement of: claim

L The clannant shall lodge a Statement of clann wrth the dmsron chosen by hxm [Artu:le 33 of 3

-the Agreement] whlch shall contam f‘ v

r (a) the name of the cla:mant and, where the cIarmant orporat ennty the Iocanon of'its
E regxstered office, and of the clamant’s representanve, S s '

‘ (b) the name of the party agamst whom the Statement is made (the defendant), and Where thej

defendant 1s a corporate enttty, the locanon of 1ts reglstered ofﬁce e

e ‘(c) postal and eleetrome addresses for semce on the clarmant and the names of the persons*

kauthonsed to accept service; .-

(d) pnstal and, where avallable electromc addresses for serwce on the defendant and the names -

of the persons authonsed fo accept serv1ce it known

‘/.“_27-"
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(e) where the claimant is not the propnetor or not the only prqpnetor of the patent concerned
postal and where available, electronic addresses for service on the propnetor and the names and
addresses of the persons authonsed to accept : service, if known; .

(i) where the claimant is not the propnetor of the patent concerned, or not the only propnetor
evidence to show. the claimant is entitled to.commence proceedmgs [Artlcle 47(2) and (3) ofthe

Agreement], o
(9] details of the patent concerned, 'including"the number;

: , \(h) where applicable, information about any pnor or pendmg proceedings relatmg to the patent '

~ concerned -before -the Court including any action for revocation or a declaratmn of
non-mﬁ'mgement pendmg before the ceritral division and the date of any such act10n, the
European Patent Oﬂice or any other court or authonty,

-(i)an mdlcatmn of the d1v1smn whlch shall hear the action [Arncle 33(1) to (6) of the
Agreement] with an explanatlon of why that division has competence; where the parties have
agreed in accordance with Article 33(7) of the Agreement, the indication of the division which
shall hear the action shall be accompanied by evidence of the defendant’s agreement;

(j) where applicable, an indication that the action shall be heard by a single judge [Artlcle 8(7)
of the Agreement], accompamed by ev1dence of the defendant’s agreement;

(k) the nature of the clann, the order or the remedy sought by the claimant;-
(1) an indication of the facts relied on, in particular:

(1) one or more instances of alleged infringements or threatened mﬁmgements specxfymg the
date and place of each; .

(ii) the identiﬁcation of the pate'nt claims a‘lle'ged to be inﬁ'inged;

(m) the evidence relied on {Rule 170.1], where available, and an mdtcanon of any-. furthef

ev1dence which will be offered in support; .

(n) the reasons why the facts relied on constltute an mﬁangement of the patent claims, mcludmg
arguments of law and where appropriate an explanatton of the proposed claim mterpretatlon

(o) an mdlcatlon of any order the«clalmant will seek during the mtenm procedure [Rule 104(e)];

" (p) where the claimant : assesses ‘that the value of the mfrmgement actlon exceeds EURSOO 000
.an indication of the value and ~

f(q) a list of the documents mcludmg any w1tness statements, referred to-in-the Statement of
+ claim, together with any request that ail or part of. any such document need tiot be translated
and/or any request pursnant to Rule 262 1. ' :

2. The claimant shall at the same time supply a‘copy of each of the documents referred to in the

Statement of clann

3 The Judge-rapporteur shall decide on ary request made pursuant to paragraph l(q) assoonas

;prac‘ncable after h15 des1gnat10n pursuant to Rule 18.

28
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Rule 14 Use of languages under Artlcle 49(1) and (2) of the Agreement

L Wlthout prejudice to Artlcles 49(3) to (6) of the Agreement and subject to paragraph 2 and
Rules 271.7, 321't0 323, proceedmgs shall be. conducted

(a) in i the ofﬁmal Ianguage or one of the oﬁimal Ianguages des1gnated as Ianguage(s) of |

. proceedmgs pursuant to, Artlcie 49(1) of the Agreement or-
' (byina language demgnated as Ianguage of proceedmgs by a Contracnng Member State

pursuant to Artxcle 49(2) of the Agreement

2. Where a Contracnng Member State hosts a Iocal dxvmon or parhmpates in a regional
division for which several languages have been demgnated pursuant to Artlcle 49(1) and/or.
Article 49(2) of the Agreement:-

(a) subject to- paragraphs 2(b) and (c) the clalmant may choese as the language of proceedmgs

any of the Ianguage(s) de31gnated pursuant to Artlcle 49(1) and/or Artlcle 49(2) of the
Agreement ,

(b) in proceedings before a local ‘or regmnal d1v1810n ina Contractmg Member State against a

defendant who has his domicile or principal place of business in that Contractmg ‘Member State -

where the action could not be brought pursuant to Article 33( 1)(a) of the Agreement before any

- other local or regional division, proceedings shall be conducted in the official language of the
. Contracting- Member State (paragraph 1(a)). ‘Where a- des1gnat10n by a Contracting. Member,
_State-having several official regwnal languages so indicates, proceedings shiall be conducted in -
the official Ianguage of the region in which the defendant has his domicile or prmc1pa1 place of
' husmess Where there are two of more such defendants whose domicile or principle place of

business has dlfferent reglonal Ianguages, the claimant may choose the Ianguage from the

;,tregmnal languages in questton. Where a desxgnatlon by a Contracting Member State havmg

several official languages so mdlcates, proceedings shall be conducted in-the official language

of the defendant Where there are two or more stich defendants mth dxfferent ofﬁc1a1 :

languages, the clannant may choese the Ianguage from the ofﬁcml languages in quesnon

B (9} Where a des1gnat10n of a language under. Artlcle 49(2) ef the Agreement fora regmnal

/‘dmslcn or for one or .more local' division(s) hosted in 2 Member State so indicates, ‘the

‘ Judge-rapporteur may order in the'interest of the panel to prov:de that judges may use in the oral
‘proceedmgs the- language according to paragraph I(a)- and/or to provide that the Court may

- rhake any’ order and deliver any decision: in the Ianguage according to paragraph 1(a) together

‘with a certified translatlon for the purpose of Rule 118 8 mto the language accordmg to

‘ ‘, _paragraph I(b)

3. The Registrar shall mamtazn a l1st of languages commumcated by Contractmg Member .
States pursuat to Article 49(1) and Article 49(2) of the Agreement as well as desighations by -

: Contractxng Member States ‘made pursuant to paragraph 2(b) and (c) The list shall be made
, pubhcally avaﬂable online, - S e o

H

4, The: Regxstrar shall retum any pleadmg lodged m a language other than the Ianguage of

proceedmgs

Rule 15 Fee for the mfringement actmn | n

1. The clalmant shall pay the fixed fe¢ and, Where apphcable, the value based fee for the

k mﬁmgement action in accordance thh Part 6.

29-
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2, The Statement of claim shaﬂ not be deemed-to have been lodged until the fixed fee and,
where applicable, the value based fee for the mfrmgement action has been paid, unless
'othermse prov:ded : .

‘Relation wzth Agreement: Articles 3 6(3) 70 and 71
Rule 16 Exammatlon as to formal requlrements of the Statement of clalm

1 The Reglstry shall as soon as practlcable check whether the patent concerned is the subject of

an opt-out pursuant to Articlé 83(3) of the Agreement and Rule 5. In the event of an opt-out the
Registry shall as soon as practicable inform the elaimant who may w1thdraw or amend the
Statement of claim as appropriate.

2. The Regxstry shall, as soon as- practlcable after the lodgmg of the Statement of claim,
examine whether the requu'ements of Rules 13.1 (a) to (), .2, 14and 15.1 have been comphed
© with.

3. If the clalmant has not complied w1th the requirements referred to in paragraph 2, the ,

Registry shall 2 as soon as practxcable invite the claimant to:
(@) con'ect the gieﬁclenc;es within 14 days of service of such netiﬁcation;' and
(b) where -api)li'cable ‘p'ay .the fe’e fei' the inﬁingement action w1thm said '14 daj's

4. The Registry shall at thé same time inform the claimant that if the claimant fails to correct the

deficiencies or pay the fee within the time stated, a dec1smn by default : may be glven in’.

accordance with Rule 355

5. If the claimant faﬂs to correct the deﬁCIencws or pay the fee, the Reglstry shall mform a
. judge of the d1v1s1on who may reject the action as inadmissible by a decision by default. The
- judge may give the claimant an opportumty to be heard beforehand

Rule 17 Recordmg in the reglster and ass:gnment (Court of First Instance,
infringement action)

1 If the requirements reférred to in Rule 16.2- have been comphed w1th the Reglstry shall as
soon as practicable: -

(@) record the date of receipt of the Statement of claim and attribute an action number to the file;
(b) record the file in the reglster and r "
* () inform the claimant of the actlon number of the file and the date of recezpt

2. The action shall be ass1gned to a panel of a division according to Rule 345 3. Where
requested by the part1es the action shall ‘be asmgned to a single Judge in accordance with
Rule 345.6. _

3 The followmg shall determme the dlsmbunon of actions between the seat of the central

, d1v1s1on and 1ts sections.

() Where an action mvolves a single patent havmg a single classification, the Reg1stry shall
allocate the action to the seat or the section of the. central division appropriate to the

cIass1ﬁcat10n of the patent according to Annex II of the Agreement The Regmtry shall assign

the action to a panel in accordance with Rule 345.3.

' =30 -
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(b) Where an action involves more than one patent and a ma}onty of the patents have a smgle
classification appropriate to. the seat or a single section of the: central dwlsmn according to
Annex Il of the Agreement; the Reglstry shall allocate thé action to the seat or that section of the
central division. The Regxstry shall asstgn the action to a’panelin accordance with Rule 345.3.

(©) Where nelther paragraph (a) nor (b) apphes espemally where
(1) the actlon 1nv01Ves a smgle patent havmg more than oné c1a551ﬁcat10n or

@) Where the action mvolves more than one patent and no' majonty of the patents have. a
single classification correspondmg to the seat or to one of the sections of the central d1v1s1on .

the Registry shall assign the action in accordance with Rule 345. 3 to the panel at the seat or the
" section appropriate to the first. classification of either the single patent or, -where the action
involves more than oné patent, the patent first listed in the Statement of claim, according to
Annex II of the Agreement If the preSIdmg judge of the respective panel considers that the
. reference of the action is appropriate, he shall accept it. If he considers otherwise, he shall
“instruct the Reglstry to refer the action in accordance with Rule 345.3 to the presiding judge-of
- a'panel of either the seat or the other section of the central d1v151on he considers appropriate,
who shall hkevwse consider whether the re-allocation of the action is appropnate ‘If that
presiding }udge considers otherwise, ‘e shall inform the Président of the Court 6f First Instance,
who ‘shall allocate the ‘action to- the seat or the section of the central- division he considers -
,appropnate The Reglstry shall asmgn the actmn to a panei in accordance wnh Rule 345 3.

4. The actxon shall be regarded as hawng commenced befere the Conrt as fmm the date of :
reeexpt attnbutedtothe Statement of clatm B L Nl

' Relatzon wzth Agreement Artzcle 2(2) Article Z 0.
§ Rule 18 Desxgnatmn of the Judge-rapporteur

The presxlmg _]udge of the. panel 10 Wmch the actzon has been assxgned [Rule I?' 2] shall
designateone legally quahﬁed judge of the panel as Judge—rapporteur The presiding judge may
- designate himself as ‘judge-rapporteur. The Registry shall as soon as practlcable nottﬁf the ‘

' clannant and defendant of the 1dent:1ty of the Judge-rapporteur s . .

/ PROCEDURE WHEN THE DEFENDANT RAISES A PRELIMINARY OBJECTION

Rule: 19 Prelmlmary ob}ectmn

L. Wlthm one ‘month of serv1ce of the Statement of clatm, the defendant may Iodge a
‘Prehmmary obJectmn conce:mmg e , ; :

(a) the junsdlctlon and ccmpetence of the Court mcludmg any eb_}ecnon that an opt—out_ ‘
pursuant to Rule 5 apphes to the patent that xs the subject of the proceedmgs, ‘ :

(b) the competence of the leISIOIl mdleated by the clannant [Rule 13 1(1)}, o | o :
‘“ (c) the language of the Statement ef clann [Rule 14] :
:  2 A Prehmmary cbjectlon shall contam “ e
(a) parttculars n aceordance w1th Rule 24(a) to (c), . | .
' (b) the decwxon or order sought by the defendant
| 31
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(c) the grounds upcn which the‘PreI'imineryebj ection is based; and
(d) where appropnate the facts and evidence rehed on..

,3 The Prehnnnary Ob]CCtIOII shall be drawn up in the Ianguage pursuant to Rule 14
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4, If the action has been commenced before a reglonal division the defendant may by a

Preliminary objection request a transfer ‘of the action to the central division pursuant to:
Article 33(2) of the Agreement The Prehmmary objection shall in such a case contain all facts

and evidencé supportingthe existence -of the same mfrmgement in the terntomes of three or
more regmnal divisions.

5. The Registry shall as soon as practicable invite the claimant to comment on the Prehmmary
objecuon ‘Where applicable, the claimant may of his own motion correct any deficiency

[paragraph 1(b) or (c)], within 14 days of service of notification of the Prehmmary objection.
Altemattvely the claimant may submit wriftén comments within the same period.- The

judge-rapporteur shall be informed of any. correction made or written comments submitted by

 the claimant. If the deficiency referred to in paragraph 1(b) is corrected and the claimant has

indicated another division, which is competent, the Judge-rapporteur shall refer the action to the
division indicated by the claimant. = . «

6. The period for- Iodgmg the Statement of defence [Rule 23] shall not be affected by the
,Iodgmg of a Preliminary objectlon unless the Judge—rapporteur demdes otherwise.

7. The defendant s failure to lodge a Preliminary objection within the time penod referred toin.

paragraph 1 shall be treated as a submission to the _]unsdlcuon and competence of the Court and
the competence of the division chosen by the claimant.

Rule 20~ Declsmn or ordeér on a Preliminary obj ectmn

1. As soon as practlcable after the expity. of the period referred to in" Rule 19.5, the
judge-rapporteur :shall decide the Preliminary objection. The Judge—rapporteur shall give. the
‘parties an opportumty to be heard. The decision shall include instructions to the parties and to
‘the Registry concerning the next step in the proceedmgs

2. Where the Preliminary objection is ‘to be dealt with in the ‘main proceedmgs, ‘the .

Judge—rapporteur shall mfoml the parties.

Rule 21 ~ Appeal agamst decision or order on a Pre]iminary objection

1..A decision of the judge-rapporteur allowing the Preliminary objection may be appealed
pursuant to Rule 220.1(a). An order of the judge-rapporteur reJectmg the Prehmmary obj ectmn ~

may only be appealed pursuant to Rule 220.2.

2.1fan appeal is lodged proceedings at first mstance ‘may be stayed by the Judge-rapporteur or

the Court of Appeal on a reasoned request by a party
VALUE-BASED FEE FOR THE INFRINGEMENT AC_T_I‘ION‘

Rule 22 - Determination of value-based. fee for the infringement action

1. The value of the infringement action shall be determined by the Judge-rapporteur under Rule

~-370.6, takmg into account the value as assessed by the parties, by ‘way of an order dunng the
interim procedure

233-
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2 Where the value of the mfrmgement aehen exceeds EUR 5@0‘\000 the elelmant shaﬂ paya |

value—based fee for the mﬁmgement aetxen, m accerdance Wzth Part 6. Rule 16 3 to .5 shall

apply mutatzs muzazzdzs

STATEI\’IENT OF BEFENCE

. Rule 23 - Lodgmg ef the Statement of defence , | T T :

Rule 24 — Contents of the Statement of defence

The Statement of defence shaH contam

(a) the names of the defendant and of the defendant’s representattve

(b) pesi;al and electromc addresses for service on the defendant end the names a.nd addresses of
the persons authonsed to accept servme »

©) the aehon number of the ﬁie

(d) an mchcatmn Whether the defendant has }odged a Prelmnary eb_;ectmn [Rule 19},

 The defendant shall Iodge a Statement ef defence Wiﬂf]ﬂl ’fhree menths of semce ef the |
" Statement of claim. -~ - ; .

(e) an mdmauon ef the facts rehed om meiudmg any chaﬂenge to the faets rehed en hy the .

ciazmant

1

ewdence Whlch wzﬂ be offered in support

L (h) an mdlcatmn of any order the defenéant wﬂl seek m respeet ef the mﬁrmgement actxen
J.'dunng the. mtenmpmcedure [Rnle 1(}4(e)}, s . . e

‘,(1) a stetement whether the defendant dxsputes the cialmant’s assessment ef the vaiue ef the
, mﬁmgement actxon and the grounds for:such dlsputeg ané e i i

| Ga hst of the documents, mcludmg any thness statemeﬁts referreé to in the Statemen’c of
defence together with any request that all or part of any such document need not be transiated“ :

and/ or any request pursuant {0 Rule 262 1 Rule 13. 2 and 3 shall epply muz‘afzs mutandzs

o Ruie 25 Ceunterelmm fer revecatmn

mvahd the Statement of defence. shail include a- Countercia;m against the proprietor- of the

> :

- r /(a) an mdleatxon of the extent to whtch reveeatmn of the patent 8 requested

arguments of Ie.w and Where eppropmate an expianaﬁon of the defendant’s proposed clalm

33

| ‘(f) the evidence rehed on {Ruie 170. 1] Where avaﬂable, and an mdicatzon ef aay ﬁ;rther' ;

o (g) the reasons why ‘éhe action shall faxi arguments of law‘and'jany argument ansmg frem the
- provisions of Atticle 28 of the Agreement and Where appropnate any chalienge to the
ciazmant’s proposed clatm m’terpretanon ‘ . , , :

| 1. If the Statement ef defence mcludes an assertmn that the patent allege& to be mﬁmged is :

- .patent for revocation of sa1d patent m accerdance w1th Rule 42 The Counterclaxm for'
: revocatzon shall contam : e SRS S

; ,(b) one er mere greunds for revocatxen thch shaﬂ a5 f as ‘kpossztble be supported by; )
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" (c) an indication of the facts relied on;.

(d) the ev1dence relied on, where avallable and an mdlcatlon of any further evidence whxch will
be offered in support : :

(e) an md1cat10n of any order the defendant wdl seek durmg the mtenm procedure
[Rule 104(e)], : =

, E (f) a stafement of hlS pos1t10n 1f any, on the optlons prov1ded for in AI‘tIClC 33(3) of the ’

Agreement and Rule 374;

(g) alist of the documents including any witness statements, referred toin the Counterclaim for

revocation together with any request that all or part of any such documents need not- be
translated Rule 13 2 a.nd .3 shall-apply mutatis mutandzs, and - :

(h) insofar as the proprietor of the patent is not claimant in the mfungement proceedmgs, the
‘mformatlon required by Rule 13.1(b) and (d) in respect of said propnetor -

2. Where the clalmant is not the proprietor or not the only propnetor of the patent concerned
the Registry shall as soon. as practlcable serve a copy of the Counterclaim for revocation on the
relevant propnetor in accordance with Rule 13.1(e) and shall supply a copy of each document

referred to in paragraph 1(h). Rule 271 shall apply mutatis mutandis. The proprietor in question-

‘'shall become a party to the revocation proceedmgs and shall be treated as defendant in all
subsequent proceedings. The proprietor shall provide details ‘pursuant to Rule 13. 1(e) if not
_already provided by the clannant

Rule 26 Fee for the Counterclaun for revocatlon

The defendant shall pay the fee for the Counterclalm for revocatlon in accordance with Part 6.

© Rule 15. 2 shall apply mutatis mutandis. ,

Rule .27 — Examination as to forme_l requir'ements of the Statement of defence |
1, The Registry sha_ll,;_a's soon as practicable after the lodging of the Statement of defence:
(a) examine whether the ;requirements of Rule 24(a) to (d) have been complieduwith' and

(b) if the Statemert of defence mcludes a Counterclazm for revocation, examme ‘whether the
obligation to pay the fee pursuant to Rule 26 has been complied with, '

2.If the Registry considers that the Statement of defence or the Counterclaml for revocatlon
does not comply with any of the requirements referred to in paragraph 1, it shall as soon as
practlcable mvxte the defendant to: e

(a) correctthe defic1enc1es noted, within 14 days of servicef of suCh notiﬁcatio'n; and
(b) where apphcable pay the fee for the Counterclaim for revocanon w1th1n said 14 days.
3. The Reglstry shall at the same time inform the defendant that if the defendant fails to correct

the deficiencies or pay the fee within the time stated, a-decision by default may be given, in

accordance W1th Rule 355

4, If-the-defendant.faﬂs‘to correct the deficiencies or to pay the fee for the Counterclaizn for

- Tevocation, as appropriate, within said 14 days, the Registry shall inform the judge-rapporteur

-34.
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who may gtve a demslon by default He may gwe the defendant an opportumty to be heard
beforehand : R r

Rule 28 — Further. schedule e

As soon as pracncable after service of the Statement of defence the Judge~rapporteur shall
after consultmg the parties, set a date and time for an interim conference (Where necessary
[Rule 1’01 1§)% and set a- date for the oral hearmg The Judge-rapporteur may set one alternatlve

date.

DEFENCE TG THE COUNTERCLAIM FOR REVéCAhON REi’LY TO THE STATEMENT OF THE

DEFENCE AND APPLICATION TO AI\IEND THE PATENT AND REJOINDER TO THE REPLY

Rule 29 — Lodgmg of Defence to the Counterclmm for revocatmn, Reply to-the Statement'

of defence and Re;omder to the Reply

¥

(a) Wlthm two months of service of a Statement of defence Whlch mcludes a Counterclaim for |

revocation, the claimant shall lodge a Defence to the COunterclann for revocatlon together wrth.

any Reply to the Statement. of defence and any Apphcatron to amend the patent pursuant to

~ Rule 30, if apphcable

() W"lthm Atwo months of servrce of a Statement of defenee Whlch does not include a

Counterelazm for revocatton the clannant may Iodge a Reply to the Statement of defence

| "(c) Wrthm one month of service of a Reply to the Statement of defence Whlch does not include
* a Counterclaim for revocation the defendant ‘may lodge a Rejoinder to the Reply t6 the =

Statement of defence The Rejoinder to'the Reply to the Statement of defence shall be hmxted to

a response to. the matters ralsed in the Reply to. the Statement of. defence

(e Wlthm one month ef the serwee ef the Reply to ‘the Defence to the Ceunterclalm the
claimant may lodge a Rejomder to the Reply together with any Reply to the Defence to an

S Apphcatron to amend the patent pursuant to Rule 32, if applicable. The Rejoinder to. the Reply ;
'to.the Statement of defence'shall be hm.rted to a response to the matters rarsed in the Reply to
'the Statement of defence : ' - S Eaioal i

'(d) thhm twe months of servxee ef the Defence to Countercialm the defendant may lodge a y'
Reply.-to the Defence to the Counterclaim together with any Rejoinder to the Reply to-the
~ Statement of ‘defence and any. Defence te an’ Apphcatlon to amend the patent pursuant to
. Rule 32 1f apphcable b AL ‘ S

f) ‘Where the clamaant is not the prepnetor of the patent, all references to the elaunant in’ thts"‘

'Rule 29 regardmg an Apphcanon to amend the patent shall he read as mcludmg the propnetor :

. Rule 29A Contents of the Defenee to the Ccunterclann

The Defence to the Counterclatm for revocatton shall contatn

“

' ,-‘(a) an mdlcation of the facts rehed on, mcludmg any chaﬂenge to the facts rehed on by the

defendant

(b) the evrdence rehed on [Rule 170 1}, where avallable, and an mdlcatlon of any ftutheri R
"evrdence Whlch w111 be oﬁ’ered msupport O R , S

o -35-
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(c) the reasons Why the Counterclalm for revocation shall fail, mcludmg arguments of law and
any argument as to why any dependent claim of the patent is independently valid; :

(d) an - indication of any order the claimant and the -proprietor wdl seek in respect of the
‘ revocation action at the interim conference [Rule 104(e)] -

(¢) the claimant’s and the- propnetor s response to the defendant’s choice of opt1on, 1f any,
prov1ded for in Article 33(3) of the Agreement and Rule 37.4; and

-(f) a list-of the documents, mcludmg any w1tness statements, referred to'in the- Defence to the

Counterclaim. together with any request that all or part of any. such document shall not ‘be

translated and/or any request pursuant to Rule 262.1: Rule 13.2 and-.3 shall apply mutatzsi

mutandis.
Rule 30 - Application to amend the patent

" 1.The Defence to the. Counterclaim for revoeatlon may inclade an Applicition by the
proprretor of the patent to amend the patent which shall contam : :

(a) the proposed - amendments of the claims of the patent concerned and/or spemﬁcatmn,
including where applicable and appropriate one or more alternative sets of claims (auxilidry
tequests), in the language in which ‘the patent was- granted;” where the language of the

proceedings [Rule 14.3] is not the language in which the patent was granted, the proprietor shall .

lodge a translation of the proposed amendments in the language of the proceedings, and where
the patent is a European patent with unitary effect in the language of the defendant’s domicile in
‘aMember State of the EU or of the place of the alleged infringement or threatened mﬁmgement
ina Contractmg Member State if so requested by the defendant

(b) an explanation as to why. the amendments. satisfy the requirements of Artlcles 84 and
123(2), (3) EPC and why the proposed amended cla:lms are valid and, if applicable, Why they
are mﬁ'mged and :

: (c) an. md1cat1on ‘whether the proposals are conditional or uncondmonal .the proposed
amendments, if conditional, must be reasonable in number in the crrcumstances of the case. -

2. Any subsequent request to amend the patent may only be admitted into the proceedmgs with
the permission. of the Court ‘ ;

3. Where other proceedmgs mvolvmg the patent subject to an Apphcatron to amend the patent V

are pending, the claimant shall notify the Court or the authority in question that such an

Apphcatlon has ‘beén made and prowde the information requn'ed in paragraph l(a)
DEFENCE TO THE APPLICATION TO AMEND THE PATENT .

Rule 32 Lodgmg of the Defence to the Appllcatlon to amend the patent, the Reply to the
Defence and the Re]omder to the Reply

1 Wrthm two months of service of an Appﬁcation to amend the: patent, the defendant shell

lodge 4 Defence. to the Application to amend the patent setting out whether he opposes the

,Apphcatlon to amend the patent and, if : so, why:
(a) the proposed amendments.are not aHowable, and

(b) the patent cannot be maintained as requésted.

-36-
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2 Where appmpnate in view of the proposed amendments the Defence ’eo the Appixcatlon 0 -

‘amend the patent may contain submzssmns in aecerdance With Rule 44(&) to (h) and aitematwe
non—mftmgement subﬁnssmns : P T I

3. The propnetor may Iodge a Repiy te the Befence i:o the Apphcatmn to amend the patent
within one.month of service of the Defence and the defendant may wzthm one month of the

service of the Reply lodge a Rejoméer te the Reply The Re}omder shall be limited to the

matters ralsed in: the Reply ;
APPLICATION FOR ALLOCAT}NG A TECHNICALLY QUALIFIED JUDGE TO THE PANEL
Rule 33 - Apphcatmn by a party for aliecatmg a techmcally quahﬁed Judge

1 Any party to the proceedmgs may Iedge an Apphcatlon for aﬂocatmg a techmcally qualified
“judge to the panel whlch shaﬂ contam an mdleatxon of the relevant ﬁeld of technelogy '

2. The Apphcatlon shall be Iodged as eaﬂy as possxbie in the wntten procedure. An Apphcatmn

. lodged after the closure of the written procedure [Ruie 35] shall only be granted if justified in
view of changed circumstances, such as new submzssmns presented by the other party, and
aﬂowed by the Court , : :

3. I the requxremen‘cs of paragraphs 1 and 2 have been comphed wzth, the President ‘of the
Court of First Instance shall aHocate a techmcaliy quahﬁed }udge to the panel after consultmg
: the 3udge-rapp0rteur ' : A e :

o Rule 34 Request by the Judged'apporteur for allocatmg a techmcally quahﬁed judge

1. The judge—rapporteur may- at- any time dunng the vmtt:en procedure afcer censultmg the

preszdmg judge and the parties, request. the Presuient of the Court of Flrst Instance to aﬁocate a '

techmcaﬂy qua.hﬁed judge to the panel. -

2. Where a techmcally quahﬁed judge is allocated to the panel the 3uége—rapporteur may at any,

time eonsult the teehmcaﬂy quahﬁed 3udge
o LAST STEPS IN THE WRITTENPROCEDGRE

.Rule 35 Clusure af the Wrztten precednre o

\ Followmg the exchange of wntten pleadmgs in accordance thh Rule 121 and, Where' _

5apphcabie in accoréance wzth Rule 12 2 to 4 the 3uége—mpporteur shail

(a) mform the partles ef the éate on Whlch he mtends to close the wntteﬁ precedure, Wztheut;:,

: prejﬁdxce to Rule 36 a.nd

| (b) where an mtenm conference is necessa:ry [Rules 28 and IGI 1}, eenﬁrm the date and the
 time set for thé mtenm conference [Rule 28] or mform the partles that an mtenm conference“

Wﬂi not be held. _ \ Lo
Rule 36— Further exchanges of wmtten pleachngs

Wlﬂlont pre}udlce to the powers of the _mdge—rapporteur pursuant to Ruie 1 10 1 ona reasoned

request by a party lodged before the date on which the judge-rapporteur intends to close the.

. written procedure [Rule 35(a)], the 3udge~rapperteur may allow the exchange of: further writfen

pleadings, within a period to be specified. Where the exchange of further written pieadmgs is

allowed the written precedure shall be éeemed clesed upon expny of the spe<:1ﬁed period

P ‘ “37-
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Rule 37 - Application of Article 33(3) of the Agreement

1. As soon as practicable after the closure of the written procedure the panel shall decide by
way of order how to proceed with respect to the application of Article 33(3) of the Agreement
The parties shall be. given an opportumty to be heard [Rule 264]. The panel shall set out in ity
order brief reasons for 1ts decision. , , .

2. The Panel may by order take an earlier decision 1f approprlate having con51dered the parties’
: pleadmgs and havmg glven the partles an opportumty to be heard [Rule 264]."

3, Where the panel decides to proceed in accordance with Artlcle 33(3)(a) of the Agreement
‘the Judge-rapporteur shall request the President of the Court of First Instanice to allocate to the
panel a technically qualified judge if not already allocated pursuant to Rules 33and 34.

4, Where the panel demdes to proceed in accordance with Article 33(3)(b) of the Agreement,

the panel may stay the infringement proceedmgs pending. a final decision in the revocation

proceedings and shall stay the infringement proceedings where there is a high ] likelihood: that
the relevant claimis of the patent will be held to be invalid on any ground by the final decmon in
- the revocatxon proceedings. ; ,

5.-Where-the panel.decides to proceed in accordance with Artlcle 33(3)(b).of the Agreement

and not to stay the proceedings, the judge-rapporteur of the regional or local -division shall .
communicate to the central division the dates set for the interim conference and for the oral _

heanng according to Rule 28

COUNTERCLAIM FOR REVOCATION REFERRED TO THE CENTRAL DIVISION UNDER ARTICLE
33(3)(1;) OF THE AGREEMENT

Rule 38 ertten procedure when the central division deals w1th a Counterclalm for

revocation under Article 33(3)(b) of the Agreement

‘When' a Counterclaim for- revocatlon is referred to the central d1v1s1on, it shall be dealt w1th as

- follows: - o
(a) Rule 17.2 and .3 shall apply mutatzs mutandis;

®)] Rule 18 shall apply mutatis' mutandis: the presiding Judge of the panel o whlch the
Counterclaim for revocation has been a551gned shall designate one legally quahﬁed judge of the
panel ; as Judge-rapporteur

(c) The ~mdge-rapporteur shall give any further dn'ectmns necessary for the future conduct of
the writtén procedure before the eentral d1v1s1on

(d) Rule 28 shall apply mutatis mitandis: the Judge-rapporteur shall after consulting the parties

set a date-and a time for the interim conference (where necessary [Rules-28 and 101 and seta

date, and one alternative date, for the oral hearing.

Rule 39 - Language of the proceedmgs before the central lelSIOll

1. Where the Ianguage of the proceedmgs before the local ehwsmn or the reglonal dlvxszon .

which referred the Counterclalm for.revocation to the central division is'riot the language in
which the patent was granted, the _]udge—rapporteur may order that the parties lodge, within a

penod of one month, a translatlon in the Ianguage in which the patent was granted -of any

-38-
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.wntten pleadlngs and such other documents lodged durmg the Wntten procedure as. ‘the

Judgeorapporteur may drrect

2. Where appropriate, the Judge-rapporteur may specrfy n hrs order that only excerpts of ‘

‘patties’ wrrtten pleadmgs and other documents shall be translated

3. Where the language of the proceedmgs before the local dwrsron or the regrcnal division is the
V language in which the patent Was granted the pleadmgs served m accordance with Rules 24,125,
29, 29a, 30 and 32 shall stand. :

‘Rule 40 — Accelerated. proceedings béfore the central diﬁsion'
The Judge—rapporteur shall accelerate proceedmgs before the central division where .
(a) an Application for provrswnal measures has been lodged [Rule 206], or

(b) the regronal or local division has referred the Counterclann for revocation to the central
: drvrsron and where the infringement action has not been stayed.

“In the latter- case, the judge-rapporteur of the panel of the central dmsmn shall endeavour to set

a ddte for the oral hearing on the revocatron action pnor to the date of the oral heanng of the

,mﬁmgement action.

ACTION REFERRED TO TH.'E CEN'IRAL DIVISION UNDER ARTICLE 33(3)((:) OF THE

| AGREEMENT =

Rule 41 Wntten procedure When the central dmsron deals Wrth the actmn under
Artlcle 33(3)(c) of the Agreement R T e s

When an actron is referred to the central d1v1sron under Artrcle 33(3)(c) of the Agreement 1t O

shall be dealt Wlth as follows s

(@) Rule 17 2 a.nd 3 shall apply mutatzs mutandrs The partles may request that the actxon be

heard by a smgle Judge

: (b) Rule 18 shall apply mutatzs *mutandzs the presrdmg Judge of the: panel to whlch the actron
has been assigned shall desrgnate one Judge of the panel as judge-rapporteur, SR

-_(c) dates already set under’ Rule 28 shall be conﬁrmed wherever possrble, e ey

(d) Rule 39 shall apply 7 mutatzs mutandis: the judge-rapporteur may order that the partres lodge \

' a translation in the language in which the patent was granted of any wntten pleadings lodged .

- during the written procedure where appropriate, the judge-rapporteur may specify in his order
that only excerpts of parties’ ‘written pleadings and other documents shall be translated
k Othemlse the pleadmgs lodged durxng the wntten procedure shall stand: - o

(e) The Judge-rapporteur shall glve any further drrectrons necessary for the futore conduct of o

the wntten procedure before the central drmsron L
: SECTION 2- REVOCATION ACTION o o
Rule 42 Actron to be drrected agamst the patent proprretor

1 Any action for the revocatron of apatent shall be drrected agarnst the propnetor of the patent }
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- 2. If the actlon for revocation is directed against the proprletor in accordance with Rule 8.6

(“the registered proprietor”) but the regxstered proprietor is not a proprietor within the meaning -

of Rule 8.5(a) or (b) (“the Rule 8.5 proprietor”) each such reglstered proprietor - shall as soon as
'practlcable after service of the Statement for revocation apply to the Court ‘putsuant to
Rule 305 l(c) for the substitution of the. reglstered propnetor by the Rule 8.5 propnetor

Relatzon with Agreement Articles 47(5) and 65(1 )

Rule 43 Exchange of wrltten pleadmgs (revocatxon actlon)

1. The wntten procedure shall consist of : o .
(a) the lodging of a Statement for revo:canqni (by the.clajmant) [Rule 44] ; and

(b) the Todging of 2 Deferice fo revocation (by ihe defendant) [Rule 49]; and optionally
(c) the lodging of a Reply to the Defence to revocation (by the clalmant) [Rule 51], ’
()} the lodging of aRej oinder to thie Reply (by the defendant) [Rule52].

2. The: Defence to revocation may include:

- (é)j an Application to eniend the patent; and. |

() a Counterciaixn .fer mﬁngement by the proprietor of the patent.

 3.Ifan Apphcatwn to amend the patent is lodged, the claimant shall lodge a Defence to the

Apphcation to amend the patent. The defendant may 1odge a Reply to the Defence to the:

Application. The, claimant may lodge a Rejoinder to the Reply The Rejomder shall be limited
to a response t0 the matters raised in the Reply. o

4.1f a Counterclaim for'xnﬁmgenient_is lodged, 'the," CIaMant shall IOdg'ev a Defence to the
Counterclaim for infringement [Rule 56], the defendant may lodge a Reply to the Defence to
the Counterclaim [Rule 56.3] and the clainiant may lodge a Rejomder to the Reply [Rule 56.4].

5. Rule 12.5 shall apply
STATEMENT FOR REVOCATION
Rule 44 — Contents of the Statement for revocatmn

The clalmant shall ‘'subject to point (b), lodge a Statement for revocation at the Registry in
accordance with' Article 7(2) of the Agreement and Anmnex II thereto The Statement for
revocatlon shall contain:.

(a) partlculars in accordance with Rule 13 l(a) to (@ and (g), (h),

(b) where the parties have agreed to bring the action before a’local division or a reglonal

division in accordance with"Article 33(7) of the Agreement; an indication of the division which:

shall hear the action, accompamed by ev1dence of the. defendant’s agreement;

(c) where applicable, an mdxcatlon that the action shall be heard by a smgle Judge [Article 8(7)

of the Agreement], accompamed by evidence of the- defendant’s agreement

(d) an mdlcanenpf the extent to which revocation of the patent is requested,,

-40 -
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(e) one or more grounds for revocatlon Wlnch shaH as’ far as posmble be supported by
arguments of law, and Where appropnate an explanatxon of the clalmant’s proposed claim
constmctlon : e . o .

| ® an mmcatlon of the facts rehed on, e i‘

(g) the ewdence rehed on, where avaﬂable and an mdlcatmn of any further evxdence which wﬂl
~ be offered in support ' ; , t

(h) an mdlcatxon of any order the cialmant Wdl seek dunng the interim procedure [Rule 104(6)], |

and(l) a list of the documents mcludmg any witness statements referred to in the Statement ’
for revocation togetherwith any request that all or. part of any such document need not be
translated and/or any request pursuant to Rule 262.1. Rule 13.2 and” 3 shail apply mutatis
mutandzs o o -

Rule 45 — Language of the Statement for revocatlon

1 Subject. to paragraph 2, the Statement for revocatlon shall be drawn up in the language in
which the patent was granted \ : ; : ,

2. Where the parties have agreed to bring: the actmn before a local or a regtonal division in
accordance with Article 33(7) of the Agreement the Statement for revocation shall be drawn up
" in.one of the languages referred to m Rule 14 I(a) and (b) :

. Relatwn wzth Agreement Art:cle 49

{ _bRule 46 Fee fer the revocat:on actlon

The clazmant shall pay the fee for the- revoeatlon actton m accordance thh Part 6 Rule 15 2
shall apply mutatis mutandzs ' a L : ,

~ .Relatzon wu‘h Agreement Artzcles 70 and 71

Rule 47 Exammatxon as to formal reqmrements, reeordmg in the reglster, asmgnment
(Court of First Instanee, revocatlon actlon) and desxgnatmn of the ]udge-rapportenr

- 1: Rules 16 to 18 shall apply mutatls mutandzs

2. The Regxstrar shall notxfy the Eurepean Patent Ofﬁce that the patentm questxon is subject to :
anacnonforrevocatlen G S N : el

- Relatzon with Agreement Amczes 10 and 33
Rule 48 I’rehmmary ob]ectmn ' , i o
Rule 19 1 to 3 and 5 to 7 as Well as Rules 20 and 21 shall apply muz‘atzs .mutandzs

- DEFENCE TO REVOCATION : e A
v Rule 49 Lodgmg of the Defence to revocatmn N

1. The defendant shall Iodge a Defence to revocatlon w1thm two months of serv1ce of the
Statement for revocatxon U A O

' 2 The Defence to Ievocatmn may mclude o e

._;,41 - ‘
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(2) an Application to amend the patent;
(b) a Counterclaim for inﬁingernent ‘
Rule 50 — Contents of the Defence to revocation and Counterclaim for mfnngement

1. The Defence to revocatlon shall contain the ‘matters referred to in Rule 24(a) to (c)
Rule 29A(a) to (d) and (f) to (g) shall apply mutatzs mutandis.

2. Any Appllcatlon to amend the patent shall contain the matters referred to in Rule 30.1(2), (c)
and an explanation as to why the amendments satisfy the requirements of Articles 84 and
123(2), (3) EPC and why the proposed amended claims are valid. Rule 30.2 shall apply.

3. Any Countercla1m for infringement shall contam the matters referred to in Rule 13 l(k) to

(q)- Rule 13.2 and .3 shall apply. -
Rule 51 ~ Reply to Defence to revocation.

Within two months of service of the Defence to revocation the claimant may lodge a Reply to

the: Defence to revocation together with any ‘Defence to an Application to amend the patent
- pursuant to Rule 43.3. and 55 as well as any Defence to the Counterclaim for infringement
- pursuant to Rule 56.1; if apphcable _

Rule 52 — Rejomder to the Reply

Within one month of the service of the Reply the defendant may lodge a Re;omder to the Reply
to the Defence to revocation together with any Reply to the Defence to an Application to amend
 the patent pursuant to Rule 43.3 and 55 as well as any Reply to the Defence to the Counterclaim

for infringement pursuant to Rule 56.3, if apphcable The Re_lomder shall be limited to a

response to the matters raised in the Reply

' Rule 53 — Fee for the Counterclaim for mfringement

The defendant shall pay the fixed fee and, where applicable, the value based fee for the
Counterclaim for infringement in accordance with Part 6. Rule 15 and Rule 16.3 to 5 shall
apply mutafis mutandzs

Rule 54 -~ Examination as to formal requirements and farther schedule

Rnles 27 and 28 shall apply mutatis mutandis. - -

DEFENCE TO THE APPLICATION TO AMEND THE PATENT AND DEFENCE TO . THE . o

’ 'COUNTERCLAIM FOR INFRH\IGEMENT

Rule 55 Lodgmg of the Defence to the Apphcatmn to amend the patent, the Reply to the
Defence and the Re;omder to the Reply

Rule 32 shall apply mutatzs mutandzs. ' ) ,
* Rule56- Lodging of the Defence to the Cnnnterclaim for-infringement

. 1. Within two months 6f servwe of a Counterclaim for mﬁmgement the claimant shall lodge a-

Defence to the Counterclaim for mfnngement

2. The Defence to the Counterciaim for mfrmgement shall contain the matters referred to in
Rule 24.1(e) to (h) and (j) and a statement whether the claimant disputes the’ defendant’s
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assessment of the value of the Counterclann pursuant to Rule 50 3 and the reasons for such
drspute : : , r r Lo r

3. The defendant may Iodge a Reply to the Defence to the Counterclaun for mﬁmgement within
“one month. r . r

4. Within one month of the servrce of the Reply to the Defence to the Counterclalm for

- infringement the claimant may. Iodge a Re_]omder to the Reply together with any Rejomder to

the Reply to the Defence to the Application to amend the patent pursiant to Rule 43 3 and 55.

The Rejomder shall be lnmted to matters raised in the Reply.
~Rule 57— Request for allocatmg a techmeally quahﬁed judge
Rules 33 and 34 shall apply- mutatts mutandzs

Rule 58— Closure of the wrltten procedure subJect to the posslble exchange of further .

pleadings
Rules 35 and 36 shall apply muytatis’ mutandzs
Rule 60 Determmatmn of the value-based fee for the Counterclalm for mfnngement

:1, The value of the Counterciatm for infringement shall be determmed by the Judge—rapporteur
under Rule 370.6, taking into-account the value as assessed by the partres, by Way of an order

L dunng the iriterim procedure

’ 2 Where the value of the Counterclaim for mﬁmgement exceeds EUR 500 000 the defendant .

shall pay a value-based fee in accordance thh Part 6 Rule 16 3 to..5 shall apply ‘mutatis
kmutandzs : S i : .

K 'SECTION 3 ACTION FOR DECLARATION OF NON-INFRINGEMENT f -

L. A deeiaratton that the performance of a speclﬁc aet does not or a proposed aet would not “

- constitute an- mﬁ'mgement of a'patent may be made by the Court in proceedings between the
person domg or proposing to do the act and the patent propnetor or licensee entitled to

commence infringement proceedmgs ‘pursuant to Article 47 of the Agreement, if the patent

proprietor or such-licensee has asserted that the act is an mﬁmgement or, 1f no such assertton'

= has been made by the patent propnetcr or hcensee, 1f

k 'C(a) that person has apphed m wntmg to the propnetor or hcensee for a written acknowledgment

to the effect of the declaratlon clanned, and has provrde;i hnn wrth t"ull parhculars in Wntmg of o

’ the act n questron and

(b) the propnetor or hcensee has reﬁrsed or fatled to gtve any such acknowledgment w1thm one o

month

2, The actron for a declarauon shall be dlrected agamst the propnetor of the patent or the .
' hcensee who has assertéd an mfnngement or refused or- faﬂed to glve ‘an acknowledgement‘/

) : pursuant to paragraph l(b)

: 3 If the action’ for a declaranon of non—mfrmgement is dlrected agamst the propnetor of the .

s patent in accordance with Rule 8. 6 (“the registered-proprietor”) ‘but the regxstered proprietor is

nota propnetor wrthm the meamng of Rule 8 S(a) or (b) (“the Rule 8.5 proprletor ) each such

H

‘k?, '-43.‘
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‘registered propnetor shall as soon as possible after service of the Statement for a declaratlon of

non—mfrmgement ‘apply to the Court pursuant to Rule 305.1(c) for the substitution of the.

registered proprietor by the Rule 8.5 proprxetor
Rule 62 ~ Exchange of written pleadmgs (action for declaratmn of nonbmfrmgement)
1. The wntten procedure shall consmt of: ‘

~ (a) the lodging of a Statement for a declaration of non-mfnngement (by the olalmant)
[Rule 63]; - :

(b) the lodging of a Defence to the Statement for a declaratlon of non-mfnngement (by the
defendant) [Rules 67 and 68]; and, optlonally ,

(c) the lodging of a Reply to the Defence to the Statement fora declaration of non—mﬁmgement
: [Rule 69 v .

(@ the lodgmg of a RG_] omder to the Reply [Rule 69].
2. Rule 12. 5 shall apply
Rule 63 Contents of the Statement for a declaration of non-mfrmgement

The claimant shall, subject to point (b), lodge at the Regtstry in accordance with Article 33(4),

Article 7(2) of the Agreement and AnnexII thereto, a Statement for a declaration of

non-infringement which shall contain:

(a) parttculars in ‘accordance w1th Rule 13. l(a) to (h) and parttculars conﬁrmmg that the
requirements of Rule 61 aremet; .

(b) where the parties have agreed to bnng the dction before a local division'or a regional

division in accordance with Article 33(7) of the Agreement, an indication of the division which

. shall hear the action, accompamed by evidence of the defendant’s agreement;

(c) where applicable, an indication that the action shall be heard by a single judge [Artxcle 8(7)
of the Agreement], accompanied by evidence of the defendant’s agreement;

(d) the declaration sought by the claimant;

(e). the reasons why the performance ofa specxﬁc act does not, or a proposed act would not
~ constitute an infringement of .the patent concerned! mcludmg arguments of law and where
appropriate an explanation of the claimant’s proposed claim construction;. L

(t) an mdlcatton of the facts rehed on;

(g) the evxdence rehed on, where avaﬂable and an mdlcatlon of any further. ev1dence whmh Wﬂl
be offered in support : »

- (h) an md1cat10n of any order the claimant will seek at the mtenm conference [Rule 104(e)];

(i) where the cIaxmant assesses that’ the value of the declaratory actlon exceeds EUR 500. OOO
an indication of the. ‘value;.and ,

- () alistof the documents; including any witness statenlents, reférred to in the Statement for a
declaration together with afy request that all or part of any such document need mot be

-44 -
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.translated and/or any request pursuant to Rule 262 I Rule 13 2 asd 3 shall apply mufatzs
mutandis. TR S e D e

Rule 64 Language of the Statement for a deciaratmn of non—mfrmgement ’
 Rule45 shaﬂ apply mutatzs mutana’ts L | |

Rule 65— Exammatmn as to formai reqmements, recﬁrdmg in the reglster, as31gnment
and designation of the 3udge-rapporteur

‘Rules 16to 18 shaﬂ apply mutafzs mutandzs.

Rule 66 Prehmmary obj ecﬁon v

Rule 19. 1 to.3 and .5t0.7as well as Rules 20 and 21 shali apply mutatis mutandzs

Ruie 67 —Lodging of the Defence to the Statement for a declaraﬂon of non—-mfrmgement

The defendant shali lodge a Defence to the Statement for a declaratzon of nan»mﬁmgement
within two months. of semce of the Statement for a deciaratmn of ncn-mftmgement

J
.Rule 68 Cantents of the Defenee te the Stafement for a dec!aratlon of nen-mfrmgement

:The Defence t0 the: Statement for a declaratlon of non—mﬁ'mgement shaﬂ contam the matters
referred toin Ruie 24(&) to (]) Rule 13 2 and 3 shaH apply mutatzs mutand’zs e

Rule 69 Reply to. Befenee to the Statement for a dec}aratmn of non-mfrmgement and
' Rejemdertothelleply R [ S

L The claxmant may lodge a Repiy to the Defence to the Statement for a deciaranon of
non-mﬁmgement thhm one’ month : s SRR

2. ‘The. defendant may’ ledge a Re_;omder to the Repiy Wl‘zhm one menth of semce of the Reply
.The Rejomder shall be hn:uted tothe matters raised in the Repiy A

’4 Rule 70 - Fee for the actxon fur a deciaratmn of non-mfrmgement

" The claimant shall pay the ﬁxed fee and ‘where apphcabie the Vaiue based fee for the action for
a declaration of nan—mﬁmgement in accordance with Part 6. Rule 15 2 and Rule 16. 3 to 5 shall
apply mutatzs mutandis. B S , -

‘ 'Rule 71 Exammatmn asto formal reqmrements and further scheduie s ;
,Rules 27 and 28 shall apply mutatzs mutandzs | E

- Ruie 72 Request fer alloeatmg a techmcany quahﬁed jndge

Rules 33 and 34 shaii apply mutafzs mutandzs

e "Ruie 73— Ciesnre of the wrxtten procednre subject tc the possxble exchange of further
_ pleaémgs » S : : , ,

| Rules 35 and 36 shaﬂ apply mutatzs mutandzs ‘i e
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Rule 74 - Value-based fee for the action for a declaration of non-infringemenf

1. The value of the action for a declaration of non-infringement shall be. determmed by the
judge-rapporteur under Rule 370.6, takmg into account the value as assessed by the parties, by
way of an order durmg the interim procedure.

2. Where the value exceeds EUR500.000 the claimant shall pay a value-based fee for the action

for a declaration’ of non-mﬁmgement in accordance with Part 6. Rule 16.3 to .5 shall apply'

mutatis. mutandzs

- SECTION 4 - ACTIONS WITHIN ARTICLE 33(5) AND © OF THE AGREEMENT

Rule. 75 - Revocation actlon and’ subsequent infringenient actlon in a local or regxonal ‘

division (Article 33(5) of the Agreement)..

1. Where a claimant has lodged a Staterhent for revocation [Rule 44] before the central division

and the deféndant or a licensee entitled to commence proceedmgs pursuant to Article 47 of the
Agreement subsequenﬂy initiates an infringement action in a local or regxonal division against

the claimant in respect of the same - patent the following proccdures”shall apply“

" 2. The Registry at the local or reglonal division shall proceed in accordance. w1th Rules 16 and
17. The Registry shall as soon as practicable notify the President of the Couirt of First Instance

‘of the revocation action in the central division, the infringement action in the local or régional
division and any Counterclaim for revocation in the mﬁmgement action. The presiding Judges'

of the panels seized shall be mformed likewise about actions in the other d1v151ons

3. Where a Counterclajm for revocation is brought in the infringement action and there is

identity of parties as between the two actions, unless otherwise agreed by the parties, the panel

appomted in the central division t0 hear the revocation action shall stay all further proceedings
in the reyocation action pending a decision of the panel hearmg the action for mﬁ'mgement
pursuant to Arucle 33(3) of the Agreement and Rule 37.

4. The panel hearing the action for mﬁmgement shall when exercising its d1scret10n under
Article 33(3) of the Agreement take -into-consideration how far the revocatlon action in the
central division was advanced pnor to the stay referred to in paragraph 3.

5. Where the panel hearmg the actxon for infringement detides to proceed i in accordance with

Article 33(3)(a) of the Agreement, Rules 33 and 34 shall apply mutatis mutandis to the action -

for mfrmgement

6. Where the panel heanng the action for mﬁmgement dec1des to proceed in accordance with
Article 33(3)(b) or (c) of the Agreement Rules 37.4 and 39 to 41 shall apply mutatis mutandis.

kRule 76 — Actionis for:- declaratlon “of non-mfrmgement ‘within Article 33(6) of the
Agreement

1. Where a claimant has lodged an action for declaration of non-mﬁmgement (Rule 61) before .

‘the central division against the patent proprietor or 4 licensee entitled to commence
infringement proceedings pursuant to Article 47 of the Agreement and the defendant proprietor

or licensee subsequenﬂy initiates an action for mfrmgement in a local or reglonal division-

"against the claimant in respect of the same patent and with respect to. the same alleged
1nfr1ngement the followmg procedure shall apply

- 46 -
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‘ pracucabie notify the President of the Court of First Instance of the co-pending actions and the
‘dates attributed to them. The. presuimg _}udges ef the panels selzed shail be informed hkewzse :
- about the acﬂon zn the other dnnswn ! '

: Rule 85— Stages af the proeeedmgs (ex pezrte proceec}mgs)
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L

3. Ifthe date ambuted by the Regzstry to the actzon for mﬁ‘mgemcnt pursuant to: Ruie 17. l(a) is.
within three months of the date attributed to the action for declaration of non-—mﬁmgement the’
panel of the central division shall stay all further. proceedmgs in the action for a declaration. If

the date attributed to the action for infringement is outside the said fhree month period there

shall'be no stay but the presiding judges of the central division and the local or regional division
concerned shall consult to agree on the future progress of proceedmgs mcludmg the possibility
of a stay of onie action pursuant to Rule 295(k) '

Rule 77 - - Action for declaratmn of non—mfrmgement and act;wn for revocatmn

An action for declaraﬁon of nan«mfmngement may be lodge:d together thh an action for
revocation of the patent in questum Fees shall be paid in accerdance thh beth Rules 46 and
Rules 70 and 74. - : :

SECTION 5- ACTIGN FOR COMPEN SATIQN FOR LICENCES ON THE BASIS OF

. ART}ICLE 8 OF REGULATION (EU) Ne 1257/2012

4 Rule 8@ Campensatmn for a hcence of rlght

1. The Apphcatxes for appropnate compensatmn [Artmle 32(1)(h) of i:he Agreement] shall

v contam

/ @ partzcuiars in accordance wxm Rule 13.1(a) to (d);

: (b) mfermatmn on the filing « of the statement as referred to n Axncle 8(1) of Regulation (EU)
'Noi257/2012 ‘ o ,; ‘ e : o

(c) the hcence agreement referred to in Articie 8(2) ef Regulanon (EU) No 1257/2012

2. Rules 132, 133 134, 135 and 137 to 140 appiy mwfatzs mutemdzs td the pmcedure for
appropnate cempensatlon ‘ S S ol B e R

“f

| Refcztmﬁ wztiz Agreemenz Amcle 32(1 )(k)

SECTION 6— ACTION AGA}NST DECISIONS 01? m E’{JRQPEAN PATENT
. OFFICE IN CARRYING -OUT THE. TASKS: REFERRED TO IN ARTICLE 9 0F
- REGULATION (EU) No 1257/2012 :

Refatzon wztk Agreement Articles 32(2)( i), 47( 7) and 56 i e

ERTA
4 <

1. Subject to paragraph 2, where an actxon is brought agamst a decxsmn of the Eumpean Patent

Office in carrying out the tasks referred to in Article 9 of Regulation (EU) No 1257/2012
(hereinafter Vdecision of the Ofﬁce"), proceedmgs bef@re the Court of Flrst instance shall -

' .conszst of

-47-
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(a) a written procedure which shall include a possmrhty for mterlocutory reviewr by the
European Patent Office;

' (b) an mtenm procedure, which may include an mtenm conference and

(c) an oral procedure which, at the request of the claimant or at the instance. of the Court may
include an oral heanng :

| 2. This Rule and Rules 88 (save as expressly provrded for in Rule 97.2), 89 and 91 to 96 shall .

not apply to an expedited actlon agamst a decision of the Office pursuant to Rule 97. -
Rule 86 Suspenswe effect | |

_An action agamst a decision of the Ofﬁce shall have susPenswe effect.

Rule 87 — Groundsfo.r annullmg or altering a decision of the Office

An action A'a‘gainst a decision of the Office ‘may be brought on grounds of:

(a) infringement of Regulation (EU) No 1257/2012 or of Regulatlon (EU) No 1260/2012 or of
 any rule of law relating to their apphca’aon, .

s

| (b) infringement of any of the unplementmg rules of the European Patent Oﬂice for: carrymg o

out the tasks referred to in Article 9(1) of Regulatlon (EU) No 1257/2012;
, (c) mﬁmgement of an essentlal procedural requirement;
(d) misuse of power. |

Rule 88 — Application to annul or alter a decision of the Office

1. The claimant shall lodge an Application at the Reglsu'y, in accordance with Article 7(2) of
the Agreement and Annex II thereto, to annul or alter a decision of the Office in the language in

which the patent was granted, wrthm two months of servrce of the decision of the Ofﬁce
- 2.The Apphcatron to annul or alter a dec1s1on of the Oﬁice shall contain:
(a) the names of the claimant and, where apphcable of the clarmant’s representatrve

®) Where the claimant is not the proprietor of or applicant for the European patent with unitary
-effect, an explanatlon and evidence that he is adversely affected by the decision of the Office
and entitled to start proceedings [Article 47(7) of the Agreement];

k (c) postal and electronic addresses for service on the claimant and the names and addresses of
-~ the persons authonsed to accept service; :

' (d) a reference to the contested decision of the Ofﬁce,

(€) where apphcable ‘information about any prior or pendmg proceedings relatmg to the patent ’

. concerned before the Court the European Patent Office or any other court or authority;
® an indication whether the action shall be heard'by_ a single judge; |

(g) the order or the remedy sought by the claimant;

48| 142



and

© 1809.2-RoP-18D-10.10.2016

(k) one or rrrore grounds for annullmg or altenng the contested declsron m accordance with

Rule 87

o the facts eVldence and MMents rehed on, and AR

(Ma hst of the documents mcludmg any Wrtness statements referred toin the Apphcatron :
together with any request that all or part of any such document néed not be translated and/or any B

ﬂ request pursuant to’ Rule 262 1. Rule 13.2 and 3 shall apply muzatzs mutandzs

3. The claunant shall pay the fee for the actmn agamst a dec1sron of the Office, in accordance:

with Part 6. Rule 15.2 shall apply mutatzs mutandzs

4. Rule 8 shall not apply

Relation with Agreement Artzcles 32( 1)( ), 33(9) 4 7( 7) 48( 7) and 49(6)

Rule 89 - Exammatlon as to formal reqmrements (ex parte. proeeedmgs}

1. The Registry shall as 'soon as practrcable aﬁer an Appheatmn to annul or alter a decision of
the Office has been lodged examine whether the reqmrements of Articles 47(7) and 49(6) of
the Agreement and Rule 88 1,.2(a) to (d) and .3 have been comphed Wlth ‘

(a) correet the deﬁcrencres noted Wlthm 14 days from the date of servrce of such notlﬁcatlon,

o (b) Where apphcable pay the fee for the actron agamst a declsron of the Ofﬁce, wrthm sard 14 _
: days : : , L B o ‘

B 3. The Reglstry shall at the same trme inform the clannant that 1f the clalmant farls to correct the
: deﬁcrenmes ‘or pay the fee w1th1n the time stated, a dec1smn by default may be grven in
;accordance wrth Ruie 355 L S , .

2. Ifthe Reglstry consrders that any of the reqmrements referred to in paragraph Lhas not been o
, comphed w1th, it shall mvrte the. clarmant tor - Lo .

4, If the clatmant faﬂs to correct the deﬁcrencres noted or to pay the fee for the actron agamst a -

decision of the Office, the Registry shall inform the President of the Court of First Instance. who

. ‘, Rule 90 Recordmg m the. reglster (ex parte proceedmgs)

~-may reject the action as madm1331b1e by, a decrsron by default He may g1ve the clarmant an
--opporrumty to.be heard beforehand ’ NS B ;

: Ifthe requlrements referred to’ m Rule 89 1 have been comphed wrth the Regrstry sheﬂ as soou- |
, aspractrcabie R v 5 P S ‘

(a) recerd the date of recerpt of the Apphcatlon to annul or alter a decrsron of the Ofﬁce and

‘ attribute an actmn number to the ﬁle, S
‘®) record the filein the regrster S : |
) (c) mform the clalmant of the actlon number of rhe ﬁle and the date of rece1pt and

_ (d) forward the Apphcatlon to the European Patent Ofﬁce, Wrth an mrhcatron that the
‘ Apphcatron is admrssrble , , c :

S+ 49142,
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