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EPC: European Patent. Conventlon ‘

Regulation (EU) No 1257/2012 Regulatmn (EU) No 1257/2012 of the European Parhamcnt
and of the Council of 17 December 2012 mplementmg enhanced cooperatmn n the area of the
creation of umtary patent protectxon (OJEU L 361,31.12. 2012, p. D v

Regulatlon (EU) No 1260/2012: Regulatlon (EU) No 1260/2012 of the Council of 17
December 2012 imiplementing enhanced cooperation in the area of the creation of unitary
patent protection with regard to the applicable translahon arrarigements (OJEU L 361,

31.12.2012,p.89) . -
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1. The Court shall conduct proceedmgs in accordance mth the Agreement ona Umﬁed Patent
- Court (“the Agreement” , the Statute of the Umﬁed Patent Court (“the Statute”) and these

Rules. In the event of a conflict between the provisions of the Agreement and/or the Statute on
the one hand and of the Rules on the ather hand, the provzsmns of the Agreement and/or the
Statute shall prevaﬁ :

2. The Rules shall be apphed and mterpreted in accordance with Articles 41(3), 42 and 52(1) of
the Agreement on the basis of the prmclpies of proportmnahty, ﬂexxbzhty, fairness and equity.

3. Propomonahty shall be ensured by giving due consxderatmn to the nature and complemty of -
_ each action and its importance :

4. Flexibility shall be. ensured by applymg all procedural rules in a flexible and balanced

most efficient and cost effecuve manner SR

5. F azmess and eqmty shall be. ensured by havmg regard to the iegmmate mterests of ali partles

6 In accordance thh these prmczpies thc Court shaﬂ appiy anci mterpret the Rules ina way
which shall ensure éec:sxons of the hlghest quality. - _

7 n accordance with these pnnczples, proceedings shali be c@nducted in fa way - whzch will -
_nonnaﬁy allow the final oral hearing on the issues of mfnngemmt and vah ty at firsti mstance

to take place within one year whilst recognising that, complex actions may require more tinte

~and proceduxal steps and simple actions less time and fewer procedural steps. Decisions on.- '.

costs and/or. damages may take place at the same time or as soon as practicable thereafter. Case

. k‘management shall be argamsed in accordance with these objectives. Parties shall cooperate
“w:th the Court and set out thelr full case as eariy as poss1bie in the proceedmgs ~

8. The Court shall endeavour m ensure. conszstent apphcatm an& mterpretatxoa of these Rules
by all first instance divisions and the Court of Appeal. Due consideration shall also be gwen to
thls obj ectlve in any decxsmn concemmg Ieave to appeal agamst procedurai orders :

'?k-IQ-\

manner with the required level of dzscretmn for the juctges to orgamse the proceedings in the
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APPLICATION AND INTERPRETATION OF THE RULES

.Rule 1 - Application of the Rules and general principles of interpretation

1. The Court shall conduct proceedings it accordance with the Agreement on a Unified Patent
Court (“the Agreement™), the Statute of the Unified Patent Court (“the Statute”) and these

‘Rules, which include the Preamble to these Rules and the principlés set out therein. In the event

of a conflict between the provisions of the Agreement and/or the Statute on the one hand and of
the Rules on the other hand, the provisions of the Agreement and/or the Statute shall prevail.

2. Where these Rules provide for the Court to perform any act other than an act excluswely

-reserved for a panel of the Court, the President of the Court of First Instance or the President of

the Court of Appeal, that act may be performed by:

(a) the presiding judge or the Judge-rapporteur of the panel to which the action has been
assigned; . v

- '(b) a single legally qualified judge where the actioﬁ has been assigned to a single judge;-
(o) the standing judge designated pursuant to Rule 345.5.

3. Refcrénces to persons in these Rules may apply to legal persons as well as natural persons.
Words importing the masculine gender shall include the feminine and vice versa. Uniess the
contrary intention appears, words in the singular include the plural and vice versa. .
S

Relation with Agreement: Article 8(7) S
Relation with Statute: Article 1 9(3) and (4) | |
Rule 2- Supplementary protectlon certificate

1 Sub]ect to paragraph 2, in these Rules with the exception of Rule 5 the expression “patent”
and “proprietor” shall whenever appropriate include, respectively, a supplementary protection
certificate as defined in Article 2(h) of the Agreement and granted i in respect of the patent and.
the holder of such certificate.

2. References in these Rules to the language in which the patent was granted shall mean that.

language and not the language in which a supplementary protection certificate i in respect of the
patent was granted. -

Rule 3 ~ Power of staff of the Reglstry and a sub-reglstry to perform functions of the
Reglstry ‘

: Where these Rules refer to the Registry or Regxstrar and provide for the Registry to perform any
act that reference shall mclude « where applicable — the Deputy-Registrar and ‘the relevant -

sub-registry and that dact may be performed by the - Registrar, the Deputy-Reglstrar orbya
member of staff of the Registry or sub-registry of the relevant lelSIOIl

Rule 4- ~ Lodging of documents
1. Written pleadings and other documents shall be lodged at the Registry or relevant

sub-registry in electronic form. Parties shall make use of the official forms available online. The

receipt of documents shall be confirmed by the automatic issue of an electronic receipt, which
shall indicate the date and local time of receipt. :

=20 -
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2. Where it is not possxble to lodge a document eleetremcaﬂy for any teason a party may lodge
the document in hard-copy fonn An eleetreme eepy of the decument shall be Iodged as soon as

Refatzon with Agreement Artzc!e “
Rule 5 Lodgmg of an Apphcatmn to opt out and thhdrawal of an opt-—out

1.(a) The propneter ofa Eumpean patent (meiudmg a Eumpean patent that has expzred) or the
appheant for a published appkeaﬁen for a European patent (hereinafter in this Rule 5 an
“application’ ’) who wishes to opt out that patent or application from the exclusive competence
of the Coutt in accordance with Article 83(3) of the Agreement shall lodge an Application
(heremafter in this Rule 5 an “Apphcatlon to opt out™) with the Registry. :

b) Where the patent or appheatlon is owned by ‘two or more proprietors or applicants, all
proprietors or appheants shall lodge the Application to opt out. Where the person(s) lodging an

Apphcatlen to opt out is not recorded as the proprietor(s) or. applicani(s) in the registers’ referred

to in Rule 8.5(a) and (b), respectzvely, the person(s) shall lodge a deeiaratmn pursuant to
paragraph 3(e) ; , , : _

-(c) The Appheauon to opt out shall be-made in respect of ali of the Centraetmg Member States

for ‘which the European pe.tent has been granted or. whxch have been desxgnateé i the -

. appheat:on

2.(a). An Appheatmn to: opt out or an- Appheatxon to mthdraw an opt—eut pursuant to’

paragraph 8 (hereinafter-in this Rule 5 an. “Apphcatlon to Wlthdraw”) shaH extend to any
supplementary proteetmn certlficate(s) based on the Eumpean patent if;’ B -

) Where any such supplementary protectzon cemﬁcate has been gran’sed at the date ef kxigmg

. the Application to opt out or the Application to withdraw, the holder(s) of the supplementary .

protection  certificate(s) shall, if different from the propneter(s) ‘of the patent, Iedge the
Appheatmn o opt out or the Apphcatlon to W1thdraw together mth the proprxeter(s)

(c) Where any such supplementary proteeeen ceruﬁeate is granted subsequent to lodgmg the :
Application to opt out, the. opt-out shali take eﬁ‘ect automahcally en grant of said
,~~supplemeatary preteetzen eeruﬁcate(s} s . S

@ Paragraphs 7 and 9 shall appiy muz‘atzs mutcmdzs Fer the purposes of paragraphs 7 and 9,

reference to actions -

‘ ‘: ;(1) m respect of a European patent shaﬂ apply to aﬁ seppiementary proteetmn eemﬁeates
S based on that European paten’c and T 3 e : ‘

(u} in respeet of a supplementary protecﬁon certxﬁcate shail appiy te ’che European patent on
, whxeh such supplementary protect:on certificate i is based and ,

"(111) in respect of a supplementary protee‘eon cemﬁcate shall appiy te aﬁ other,

suppiememary proteetxon eemﬁeates based on the same European paben’c

\ (e} For the evo:dance of - deubt, it i is: not pessxble to opt out suppiementary proteetmn :
certlﬁcates, whether granted by the authorities of a Centraetmg Member State or: etherwzse »

hased on a European patent thh umtary effeet ey

3 The Appheatmn te ept eut shall contam

.21
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(a) the name of the proprietor or propnetors or applicant (or apphcants) for the European patent
(or patents) or application (or applications) and of the holder (or holders) of any supplementary
protection certificate (or supplementary protection certificates) based on the European patent
(or patents) in question, and all relevant postal and, where applicable, electronic addresses;

-(b) wher¢ such proprietor(s), applicant(s) or holder(s) have appomted a representative, the
‘name and postal address and electronic address for service of the representative;

(o) detalls of the patent (or patents) and/or apphcanon (or apphcatlons) mcludmg the number

(or numbers);

.(d) details of any supplementary protection certificate * (or supplementary protection

certificates) granted based on the patent (or. patents) coneerned, mcludmg the number (or
numbers); and :

-(e) for the. purposes of paragraph I(b), a Declaration of proprietorship that the person(s)'
. lodging the Application to opt out is/are the proprietor(s) or appheant(s) pursuant to Rule 8.5

and entitled to lodge the Application to opt out.

4, Rule 8 shall not apply to Apphcatlons to opt out and to Applications to withdraw made
pursuant to this Rule 5. Where a representative is appointed, such a representative may include

- professional representanves and legal practitioners as defined in Article 134 EPC inaddition to

those referred to in Article 48 of the Agreement.

5. The applicant(s) for an opt-out shall pay ‘the fixed fee in accordance with Part 6. The

~ Application to opt out shall not be entered in the register until the fixed fee has been paid. One.

fixed fee shall be payable in respect of each European patent-or application for which an
Application to opt out has been filed, including any supplementary protection certificate based
on said patent or application.

6. SubJect to paragraph 5 the Registrar shall as soon as practicable enter the Application to opt
out in the register. Subject to paragraph 7, the opt-out which meets the reqmrements laid down
in this Rule shall be regarded as effective from-the date of entry in the register. If the

requirements are missing or incorrectly recorded, a correction may be lodged with the Registry.

The date of entry of the correction and the date of receipt of the payment shall be noted in the
register and the later date shall be the date of correctlon The opt-out shall be effective from the
date of correctmn

7. In the event that an ‘action has been cominenced before the Court in’ respect ofa patent {or

’ patents) and/or an application (or applications) contained i in an Apphcatlon to opt out prior to

the date of entry of the Application to opt out in the register or prior to the date of correction
pursuant to paragraph 6, the Application to opt out shall be ineffective in respect of the patent

'(or patents) and/or application (or applications) in question, 1rrespeet1ve of whether the action is

pendmg or has been concluded.

8. A proprietor (or proprietors) of a patent (or patents) or an apphcatlon (or apphcanons) the :

subject of an opt-out pursuant to this Rule miay lodge an Application to withdraw in respect of
the patent or application or of one or more of the patents or applications, but not in respect of

different Contracting Member States for which the European patent has been granted or which'
__have ‘been designated in the application. The Application to withdraw shall contain the
: parﬁculars in accordance with paragraph 3 and shall be accompanied by the fixed fee in

accordance with Part 6; paragraph 5 shall apply mutatis mutandis. Subject to the receipt of the

fixed fee the Reggstraxj shall as soon as practicable enter the Application to withdraw in the

-2
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regmter and the mthdrawal shall be regarded as effectxve from the date of entry in the reglster

Paragraphs 1(b) and 6 shall apply mutatis mufandzs

9. In the event that an action has been commenced before a court of a Contracnng Member

State i in a matter over which the Court also has Junschctzon pursuant to  Article 32 of the

Agreement in respect of a patent or apphcatzon contained in an Application to mthdraw, prior
to the entry of the Application to withdraw in the reglster or any time before the date pursuant to

paragraph 6, the ‘Application to withdraw shall be' ineffective in respect of the patent or

apphcatxon in questzen, zrrespectwe of whether the actlon is pendmg or has been concluded

10. Where an application for a European patent subject to an opt-out pursuant to this Rule
proceeds to grant as a European patent with unitary effect, the _proprietor(s) shall notzfy the
Registry. The opt-out shall be deemed to have been Wlthdrawn in respect of the Contractmg
Member States covered by the European patent with unitary effect at the date of the registration

of the unitary effect and the Regmtrar shall as soon as pracucable enter the withdrawal in the

register in respect of such Contractmg Member States. No fee shaﬂ be payabla pursuant to

. paragraph 8.

11LA patent or apphcatmn the subject of an Apphcatmn to mthdraw w}uch has been’ entered on’
- the reglster may not thereaﬁer be the subject of : a further Apphcatmn to opt out :

12. The Regxstrar shaﬂ as soon as practzcable no’afy the European Patent Office and the natzonai ,

patent office of any Contractmg Member States concemed of the entnes in the reglster pursuant

1o paragraphs 6 and 8

[13. Apphcat:ons acoepte(i by the Regzstry before the enuy mto force of the Agreement shaH be
} treated as entered on the Reglster on the date of entzy into force of the Agreement } :

_ Res’atzan wzth Ag?eemenz Artzcle 83 (3) and (4)

Rule 6 Servxce and supply of erders, deczsmns, Wrxtten pleadmgs and other documents

: 1 The Re gistry shaﬂ as soan as practlcabie serve, in accordance wﬂ:h Part 5 Chapter 2

('b) wntten plcaémgs and other documents ofa party cm k eoﬁler pa.rty’

© Where apphcabie the Regmtry shail mform the partzes of the oppemlmty to reply or to take any‘ P
~ other appropnate step in the proceedmgs and of any tlme penod fcr so domg L

2. 'Ihe Reglstry shaﬂ aisg as soon as practicabie suppiy to the partzes copies ef docaments o

3. Where the postal cr electromc address for service provxded by a party pursuant ’to these Ruies
- has changed that party shall give notxce to the Reglstry and to every other party as soon as such .
vchange has taken place o : : ‘ S

Rule 7 Language of wntten pleadmgs and wntten ewd :

L Wnﬁen pieadmgs and other documents, mcludmg wrxtten ev1dence shall be Iodged in the
o language of the proceedmgs unless the Court or these Rules otherwme prov;de S

2 Where these Rules or the Court reqmre a pleadmg or ather decument to be translated it shall' »
not be necessary to’ prov:de a formal cert;ﬁcatzon by the translator as to the accuracy of such :

- 23 “
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- translation unless the accuracy is challenged by a party or such certification is ordered by the

Court or required by these Rules.
Rule 8 — Party and party's representatlve ]
1. A party. shall be represented in accordance with Artlcle 48 of the Agreement uniess otherwise

provided by these Rules [Rules 5_ 88.4 and 378.5].

2. For the. purpose of all proceedings in relation to a patent, where these Rules provide that a

party performs any act or that any act be performed upon a party that act shall be performed by

or upon the representative for the time bemg of the party.

3. Except where these Rules provide otherwise, a party shall not communicate with the Court
without informing the other party or parties. Where such communication is in writing, the

communication should be copied to the other party or parties unless these Rules provxde that the -

Court will supply a copy to the other party or partles

4. For the purposes of proceedings under these Rules in relation to the proprietor(s) of a
European patent with umtary‘eﬂ'ect the person(s) shown in the Register for unitary patent
protection referred to in Article 9(1)(g) and (h) of Regulation (EU) Nr.1257/2012 as the
proprietor(s) shall be treated as such. If during proceedings before the Court a new proprietor is
recorded in the Register for unitary protection, the former registered proprietor(s) may apply to

the Court pursuant to Rule 305.1(c) for the substitution of the new proprietor.

5. Subject to paragraph 6, for the purposes of proceedings under these Rules:

(a) in relation to the proprietor(s) of a European patent, the person(s) entitled to be registered as

proprietor(s) under the law of each Contracting Member State i in which such European patent

has-been validated shall be treated as the proprietor(s) whether or not such petson(s) are in fact

recorded in the register of patents maintained in such Contracting Member State (hereinafter
“national patent register”); and

(b) in relation to the apphcant(s) fora European patent(s), the person(s) entltled to be registered
as applicant(s) whether or not such person(s) are in fact recorded as such in the European Patent

~ Register kept by the European Patent Office.

(c) For the purposes of paragraph 5, there shall be a rebuttable presumption that the person(s)

- shown in each national patent register and the European Patent Register kept by the European

Patent Office zs/are the person(s) entitled to be registered as proprietor(s) or applicant(s) as the
case may be

6. For the purposes of proceedings pursuant to Rule 43 and Rule 60 in relatlon to a European
patent, the person(s) shown in the register of patents maintained in-each Contracting Member,

State in which such European patent has been validated as the proprietor(s) shall be treated as

: stich for each such Contracting Member State or, as far as no such person is registered in a
national patent register, the last person shown recorded as propnetor in the European Patent

Register kept by the European Patent Ofﬁce

Relation with Agreement: Article 48

-4 .
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Rnle 9 Powers of ﬂ'xe Court

1. The Court may, at any stage of the proceedmgs of 1ts own motlon or on reasoned request by

_ a party, order a party to take any step, answer. a.ny questlon or prowde any clanﬁcatlon or
‘cvxdence w1thm time penods to be; spemfied i .

2. The Court may dxsregard any step, fa.ct, evxdence or: argument which a party has not takcn or
submitted in accordance with a time hmlt set by the Court or these Rules

3. Subject to paragraph 4,ona reasoned request by a party the Court may

(a) extend, even. retrospectlvely, a tlme penod referred to in these Rules or 1mposed by the

Court; and
(b) shorten any such time period.

4. The Court shall not extend the time. penods referred to in Rule- 198 1, Rule 213 1 and ‘
Rule 224.1.

S  ,, ‘-2‘5"
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PART 1 - PROCEDURES BEFORE THE COURT OF FIRST INSTANCE

" Rule 10 — Stages of the proceedings (inter partes procéedings)

Proceedings before the Court of First Instance shall consist of the following stages:

(a) a written procedure;- \‘ | 4 ‘

(b) an interim procedure, which”may iﬁclude an inferim oonference with the parties;

(c) an oral procedure which, subject to Rules 1 16.1 and 117, shall include an oral hearing of the
parties where necessary; ,

da procedure for the award of damages, which may include a procedure to lay open books

(e) a procedure for cost decisions.

' Relation with Agreement: Articles 52, 68 and 69

Rule 11~ Settlement

1.‘At any stage of the proceedings, if the Court is of the opinion that the dispute i is suitable for a
settlement, it may propose that the parties make use of the facilities of the Patent Medlatlon and

Arbitration Centre (“the Centré”) in order to settle or to explore a settlement of the dispute. In

particular the Judge—rapporteur shall during the interim procedure, especially at an interim
conference in accordance with Rule 104(d), éxplore with the parties the possibility of a
settlement, including through mediation and/or arbitration, using the facilities of the Centre.
Parties who choose mediation in an-attempt to settle a dispute are subsequently not prevented

- from initiating judicial proceedings before the Court in relation to that dispute by the expiry of

limitation or prescription periods durmg the mediation process, which will stay the limitation or
prescription penods until the end of the mediatiori process.

2. Pursuant to Rule 365 the Court shall if requested by the parties, by decision confirm the
terms. of any settlement or arbitral award by corisent (irrespective of whether it was reached

" using the facilities of the Centre or otherwise), including a term which obliges the patent owner.

to limit, surrender or agree to the revocation of a patent or not to assert it against the other party

and/or third parties. The parties may agree on costs to be awarded or may request the Courtto

decide on costs to be awarded in accordance with Rules 150 to 156 mutatis mutandis.

3. Save for the purpose of enforcing the terms of any such settlement agreement by any person

no opinion expressed, suggestion made, proposal put forward, concession made or document

drawn up for the purposes of settlement may be relied on as evidence by the Court or the parties
in proceedings before the Court or any other court unless such matter was expressed to be made
on an open basis and freely disclosable to the Court or any other court.

Relation with Agreeme'nt: Articles 35, 52(2) and 79 -

-26 -
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CHAPTER 1- WRITTEN PR.CEDURE

'SECTION 1 INFRINGEMENT ACTION

Rule 12 - Exchange of Wntten pleadmgs (mfrmgement actxon)

1. The wntten procedure shali consxst of

~ (a)the Iodgmg ofa Statement of claim (by the clannant) {Rule 13] _ ;
(b) the lodging of a Statement of defence (by the defendant) [Rules 23 and 24], and, optionally

(c) the lodging of a Reply to the Statement of defence (by the clalmant) [Rule 29(b)] and
(d) the lodging of a Rejomder to the Reply (by the defendant) [Rule 29(0)]

2. The Statement of defence may mclude a Counterclaxm for revocatton [Rule 25.1].

3. If a Counterclaim for revocatlon IS Iodged | ‘ |

(a) the clalmant and any propnetor ‘who becomes a party pursuant to Rule 25.2 (heremafter in
this Rule 12 and Rules 29 t0 32, “the proprietor”) shall lodge a Defence to the Counterclaim for
revocation [Rule 29(a)], Whlch may mclude an Apphcatlon to amend the patent by the
propnetor [Rule 30, - - ,

{b) the defendant may lodge a Reply to the Defence to the Ceunterclatm [Rule 29(6)], and

,(c) the clannant and the propnetor may lodge a Rejomder to the Reply to the Defence to the

Counterclazm [Rule 29(e)} , : : . :
4.Ifan Apphcat:on to amend the patent is lodged by the propnetor the defendant shall lodge a

- Defence to the Apphcatlon toamend the patent in the Reply to the Defence to the Counterclaim,
~ - .the proprietor may lodge a Reply to the Defence to the Apphcatlon to amend and the defendant '
. may lodge a Rejoinder to such Reply [Rule 32} i : AETE -

5. The Judge-rapporteur may alIow the exchange of further Wntten pieadmgs, thhm tnne

: penods to be spec1ﬁed [the 36]

1. The clatmant shali lodge a Statement of clatm Wlth the dlwsmn chosen by hnn [Artlcle 33 of

’ theAgreement}whtchshaIlcontam R s

J(a) the name of the claxmant and, where the clannant 1s a corporate enttty, the locatmn of its

reglstered office, and of the elannant’s representanVe, b

) (b) the name of the party agamst whom the Statement is made (the defendant), and Where the
' defendant isa eorporate entity, the locatton of its regstered ofﬁce, e ; ,

“(c) postal and electronic addresses for: servxee on the clannant and the names of the persons

authorxsed to accept semce,

(d) postal and, where available, electromc addresses for semce on the defendant and the names

of the persons authonsed to accept serv1ce, if known, e

Co27-
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(e) where the claimant is not the proprietor or not the only propnetor of the patent (or patents)

concerned, postal and where available, electronic addresses for service on the proprietor and the

names and addresses of the persons authorised to accept service, if known;

(f) where the claiinant is not the proprietor of the patent (or patents) concerned, or not the.only -

propnetor, evidence to show the claimant is entttled to commence proceedmgs [Article 47(2)

and (3) of the Agreement];
(g) details of the patent (or patents) concemed, including the number (or numbers);

(h) where applicable, information about any prior ot pending proceedings relating to the patent
(or:patents) concerned before the Court including any action for revocation or a declaration of
non-infringement pending. before the central division and the date of any such actlon, the

" European Patent Office or any other court or authority;

(i) an indication of the d1v1310n .,whlch shall hear the action [Article 33(1) to (6) of the
Agreement] with an explanation of why that division has competence; where the parties have
agreed in accordance with Article 33(7) of the Agreement, the indication of the division whlch
shall hea;r the action shall be accompanied by evidence of the defendant's agreement

@ where applicable, an indication that the actlon shall be heard by a single ]udge [Artlcle 8(7)
of the Agreement], accompanied by evidence of the defendant's agreement,

&) the nature of the claim, the order or the remedy sought by the claimant;
(1) an indication of the facts telied on, in partlcular ‘

(i) one or more instances of alleged infringements or threatened mﬁ'mgements spec1fymg the
" date and place of each;

(ii) the identification of the patent claims alleged to be mﬁ'mged

(m) the evxdence relied on [Rule 170.1], where available, and an indication of any further
evidence which will be offered in support; .

-

(n) the reasons why the facts relied on constitute an mfrmgement of'the patent clalms including

~ arguments of law and where appropriate an explanation of the proposed claim mterpretatxon

(0) an mdlcatlon of any order the claxmant will seek during the interim procedure [Rule 104(e)];

(p) where the claimant assesses that the value of the mfrmgement actlon excesds [EUR***] an
indication of the value; and '

(g) a list of the documents, including any witness statements referred to in the Statement of
claim, together with any request that all or part of any such document need not be translated
and/or any request pursuant to Rule 262.1.

2. The claimant shall at the same time supply a copy of each of the dccuments referred to in the
Statement of claim.

3. The Judge-rapporteur shall decide on any request made pursuant to ‘Rule 13 1(g) as soon as
practicable after his designation pursuant to Rule'18.

.28 -
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Rnle 14 Use of Ianguages under Article 49(1) and (2) of the Agreement

1. Without prejudlee to Amales 49(3) to (6) of the Agreement and subject to Rules 14.2, 271 7
and Rules 321 to 323 proeeedmgs shall be conducted. o ,

(@)in the official Ianguage or one of the ofﬁcxal languages desxgnated as language(s) of

= proceedmgs pursuant to Artlcle 49( 1) of the Agreement or . S
. (b)in a language desxgnated as language of prooeedmgs by a Contractmg Member State |
=) .~ pursuant to Article 49(2) of the Agreement.
2. Where a Contraetmg Member State hosts a local division or parﬁcxpates i a 'i'eglonal
~ division for which several languages have been de51gnated pursuant to Article 49(1) and/or
Article 49(2) of the Agreement: , ,
= - (a) sub;ect to paragraphs 2(b) and (c), the claxma.nt may choose a as the language of proceedmgs

' any of the language(s) des1gnated pursuant to Artlcle 49(1) and/or Article 49(2) of: the
™ Agreement

(b) in proceedmgs before a local or regmnal dmsmn ina Contraetmg Member State against a
defendant who has his domlcxle or prmmpal place of busmess in that Conu'actmg Member State

- 'igo‘g.i-ROP,'lsD'lom'ZOlS

where the action- could not be brought pursuant to Article- 33(1)(a) of the Agreement before any
other local or regional d:wsmn proceedinigs shall be conducted in the official language of the
- Contracting Member State ‘(paragraph l(a)) Where a des1gnatxon by a: Contracnng Member
~ State having several official regmnal languages so indicates, proceedings shall be conducted in
L the official language ofther reglon in which the deferidant has his domlcﬂe or principal place of
""i busmess ‘Where thiere are two or more such defendants whose domlclle or prmc1p1e place of
business ‘has ‘different regional 1anguages, the claimant may choose the 1anguage from the -
regmnal languages in questxon Where a designation by a Contractmg Member State hamg

b o several ofﬁcxai Ianguages 80 mchcates prooeedmgs shall be conducted in the ofﬁc:al Ianguage

. of the defendant, Where there are two or ‘more such defendants wn'h dtfferent of‘ﬁmal

- R “1anguages the. clannant may choose the language from the oﬁcual languages in questlon

~ | division or for one or more local d1v1310n(s) hosted in a Member State so. mdlcates, the judge
rapporteur may order in the interest of the panel to prowde that judges may use in the: oral

make any order and deliver any decision in the language accordmg to paragraph l(a) together
with a ceruﬁed translatmn for the pm'pose of the Rule 118 8 mto the language accordmg to

_~ pmeraphl(b) DR R B BT
3. The Reglstrar shall mamtam a hst of languages commumcated by Contraetmg Member

Contracting Member Sta‘ces made puxsuant to paragraph 2(b) and (o) The hst shall be made
pubhcally avaﬂable onlme i o S RTRNEE

{c) Where a des1gnatlon ofa language under Artxcle 49(2) of the Agreement fora regmnal 1

‘ proceedmgs the language accordmg 1o paragraph @) and lor to provﬁie that the Court may

States pursuant: to Artlcle 49(1) and Artiele 49(2) of the Agreement as well as des1gnatmns by

4. 'I'he Reglstrar shall retum any pleadmg lodged m a language oﬂler than the language of
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ﬁroceedings.
Rule 15 ~ Fee for the infringément action
1. The claimant shall pay the fixed fee for the infringement action in accordance with Part 6.

2. The Statement of claim shall not be deemed to have been lodged until the fixed fee for the
infringement action has been paid, unless otherwise provided. :

Relation with Agreement: Articles 36(3), 70 and 71
Rule 16 ~ Examination as to formal réq’uirements of the Statement of claim

1. The Registry shall as soon as practicable check whether 6ne or more of the patents concemed-

is the subject of an opt-out pursuant to Article 83(3) of the Agreement and Rule 5. In the event

of an opt-out the Registry shall as soon as practicable inform the claimant who may withdraw or
amend the Stitement of clann as appropnate

2. The Registry shall, as soon as practicable after the lodging of the Statement of claim,

" examine whether the requirements of Rules 13.1.(a) to (k), 13.2, 14 and 15.1 have been

comphed with.

3.If the claimant has not complied with the requn'ements referred to in paragraph 2, the"

Registry shall as soon as practlcable mv1te the claimant to:
(2) correct the deficiencies within 14 days of service of such notification; and .

(b) where applicable, pay the fee for the inﬁ"in'gement‘action Wifhin said 14 days.

v, 4. The Registry shall at the same time inform the claimant that if the claimant faﬂs to correct the

deficiencies or pay the fee within the time- stated, ‘a decision by default may be given, in
accordance with Rule 355. :

5. If the claimant fails to c()rrect the deficiencies or pay the fee, the Registry shall inform a

judge of the division who may reject the action as inadmissible by a decision by default. The

judge may g1ve the claimant an opportunity to be heard beforehand.

Rule 17 — Recording in the register and assignment (Court of Flrst Instance,
infringement action)

1. If the requirements referred to in Rule 16.2 have been complied with, the Registry shall as
soon as practxcable

" (a) record the date of receipt' of the Statement of clalm anid attribute an action number to the file;

(b) record the file in the register; and
(c) inform the claimant of the action number of the file and the date of receipt.

2. The action shall be éss1gned to a panel of a division according to Rule 345.3. Whére
requested by the parties the action shall be assigned to a single judge in accordance with
Rule 345.6. ‘

3. The following shall detenmne the distribution of ‘actions between the seat of the central
division and its sections. :

- 30 --
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. PROCEDURE WEIEN T]IE DEFENDANT RAISES A PREL]M]NARY OBJECTION

: Rule 19 Prehmmary objectmn

2 A Prehmmary objec‘aon shall contam
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(a) Where an action mvolves a smgle patent havmg a smgle classxﬁcanon, the Registry shall

- allocate the action to the seat or the section of the central division appropriate to- the

classification of the patent accordmg to Annex I of the Agreement The presxdmg Judge of the
seat or that sectlon shall a531gn the actmn to a panel

(b) Where an action mvolves more than one patent and a magenty of the patents have a smgle
classification appropriate to the seat or a single section of the éentral division according to

- Annex II of the Agreement, the Registry shall allocate the action to the seat or that section ofthe
central dlwsmn ‘The presiding judge of the seat or that sectxon shall assign the action toa panel )

(c) Where nelther paragraph (a) nor ®) apphes, especlally where
(1) the actxon involves a smgle patent havmg more than one clasmﬁcatmn or

(ii) where the aetlon involves more than one patent and no majority of the patents have a
single ¢ classxﬁcatlon correspondmg to the seat or to one of the secﬁons -of the eentral d1v1sxon,

the Registry.shall refer the action to the preszdmg judge of the seat or the section appropnate to
the first classification of either the single patent or, ‘where the action involves more than one
patent, the patent first listed in the Statement of claim, accordmg to Annex I of the Agreement.
If the respectlve pres1dmg judge considers that the reference of the action is appropriate, he

- shall assign it to a panel. If he considers otherwise, he shall refer the action to the presiding

judge of either the seat or the other section of the central division he considers appropnate, who

shall likewise consider whether the re-allocation of the action is appropriate. If that presiding -
- judge considers otherwise, he shall. refer the action to the President of the Court of First

Instance, who shall allocate it to the seat or the section of the central dmsxoe he cons1ders

: apprepnate The respecnve pre51dmg Judge shall ; ass1gn the actlon to a panel

Rule 18- Des1gnatmn of the Judge-rapporteur

~ The presuhng Judge of the panel t0 Whlch the action has been assxgned [Rule 17 2] shall

‘designate one legal judge of the panel as Judge-rappoﬂ:eur The presiding judge may deSIgnate i
himself as Judge-rapporteur The Registry shall as soon as praencable noni'y the clalmant and
 defendant of the 1dent1ty of the Judge-rapporteur B R

1L W1thm -one mionth: of service of the Statement of clann, the defendant may ledge af
3 Prehmmary oblectlon co.ncermng : : S : ; :

(a) the junsdletlon and competenee of the Ceurt mcludmg any objectxon that an opt-out
: pursuant to Rule 5 apphes to the patent that is the subJect of’ the proceedlngs‘: o :

®) the competence of the leISIOIl mdxeated by the clalmant [Rule 13. 1(1)1’ - ;;,‘ SR
e (C) the Ianguage of the Statement of claun [Rule 14] :

T

‘ 4 The aetlon shall be regarded as havmg eommenced before the Court as ﬁ.'om the date of f
_recelpt attnbuted to the: Statement ofclaim. - -~ NS e : , :
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(a) particulars in accordance with Rule 24.i(a) to (c);
(b) the decision or order sought by the defendant;
(c) the grounds upon which the Prelimmary_objectioﬁ is based; and

(d) where appropriate the facts and evidence relied on.

3. The Preliminary objection shall bey drawn up in the language pursuant to Rule 14,

4. If the action has been commenced before a rcglonal division the defendant may by a
Preliminary objection request a transfer of the action to the central division pursuant to
Article 33(2) of the Agreement. The Preliminary objection shall in- such 4 case contain all facts

-and evidence supportmg the existence of the same mﬁ‘mgement in three or more regional

divisions.

5. The Registry shall as soon as practicable invite the claimant to comment on the Preliminary

‘objection. Where apphcable the claimant may of his .own motion correct any deficiency

[Rule 19.1(b) or (c)], within 14 days of service of notification of the Preliminary objection.

Alternatively the claimant may submit written comments within the same period. The
~ judge-rapporteur shall be informed of any correction made or written comments submitted by

the claimant. If the deficiency referred to in Rule 19.1(b) is corrected and the claimant has
indicated another division, which is competent, the judge-rapporteur shall refer the action to the
division indicated by the claimant, - , : :

6. The period for lodging the Statément of defence [Rule 23] shall not be affected by-thé

"lodging of a Preliminary objection, unless the judge-rapporteur decides otherwise.

77. The defendant’s failure to lodge aPrehmmary objection within the time period referred to in

Rule 19.1 shall be treated as a submission to the jurisdiction and competence of the Court and *

the competence of the division chosen by the claimant.

Rule 20 ~ Decxsmn or'order ona Prehmmary ob;ectmn

" 1.As soon as practicable after the expiry of the period referred to in Rule 19.5, the-
_ judge-rapporteur shall decide the Preliminary objection. The judge-rapporteur shall give the
. parties an opportunity to be heard. The decision shall include instructions to the parties and to

the Registry concermng the next step in the proceedings..

2. Where " the Preliminary objection is to be dealt with in the main proceedmgs the

N Judge-rapporteur shall inform the parties.

Rule 21 - Appeal against decision or order on a Preﬁminary- objection

1. A decision of the judge-rapporteur allowing the Prelnnmary objectlon may be appealed

pursuant to Rule 220.1(a). An order of the judge-rapporteur rejecting the Prelumnary obj ectton
may only be appealed pursuant to Rule 220.2.

2. If an appeal is lodged; proceedings at first instance may be stayed by the ]udge-rapporteur or

the Court of Appeal on a'reasoned request by a party

-32-
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, 'Rule 25 Counterclalm for revocatmn

. 1809.1-RoP-180-10:07.2015.

VALUE-BASED FEE FOR m:n INFRINGEMENT ACTION s
: Rule 22 - Value-based fee for. the mfrmgement acﬁ9n

L The value of the m:&mgement actlon shall be deternnned by the judge-rapporteur takmg into
“account the value ef the dtspute as assessed by the pames, by way of an order dunng the mtenm
_procedure.’ S LT s

2. Where the: value of the mﬁmgement actmn exceeds [EUR***], the elalmant shall pay a

valueubased fee for the mﬁ:mgement acnon, in aeeordanee thh Part 6 [Rules 370.2(b) and
371.4]. , ,

STATEMENT OF DEFEN CE :

) Rule 23 — Lodging of the Statement of defence

The. defendant ‘shall Iodge a Statement of defence Wlthm three months of service of the "

Statement of claim,

" Rule 24 -Contents of the Statement of ‘defenee B

The Statement of defence shall eontam e s i
(@ the names of the defendant and of the. defendant’s representattve, e

‘(b) postal and eleetromc addresses for semee on the defendant and the names and addresses of /
- the persons authonsed to aceept serwce Rt LeE :

(d) an mdtcatton Whether the defendant has lodged a Prehmmary objectlon [Rule 19],

,(e) an mdxeatton of the faets rehed on, mcludsng any ehallenge to the facts rehed‘on by the ‘

L (t) the ewdence rehed on [Rule 170 1], where avadable, and an mdlcanon of any ﬁ.uther
‘ ?jevxdencewhlehmllbeofferedmsupport g Sir R e i

: (g) the reasons why the aenon shall fail, arguments of la ,and any argnment ansmg fmm the ‘
~ - provisions. of Article 28, of the Agreement and where appropnate any ehallenge o the
» ',clannant's proposed clann mtetpretatwn, e BT e T S k. ‘
- (h) an indication of any order. the defendant will seek m respeet of the mﬁmgement actlon o
i durmgthemtemnprocedure [Rule 104(e)], : e T e

_(1) a statement Whether the defendant dxsputes the elaxmant’s assessment of the vahxe of the |

mﬁ'mgement actlon and the grounds for such dISpute, and

. | @G)a hst of the docmnents, mcludmg any thness statements referred to :mﬂthe Statement of
- defence together with any request that all or part of any such document need not be translated
: and/or any request pursuant to RuIe 262 1. Rule 13 2 and 3 shall apply mut‘ahs mutandzs :

LI the Statement of. defence meludes an assertton that the patent (or patents) alleged to be

mfrmged is (are) mvahd the Statement of defence shall mclude a Counterclalm agamst the

| : -33 -
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proprietor(s) of the patent (or patents) for revocation of said patent (or patents) in accordance
with Rule 43. The Counter¢laim for revocation shall contain: o

(2) an indication of the extent to which revocation of the ‘patent (or patents) is requested;

" (b) one or more grounds for revocation, which shall as far as Vpossible be. supported by
_ arguments of law, and where appropnate an explanatmn of the defendant’s proposed claxm

constructlon,

(c) an mdlcatlon of the facts relied on;

(d) the ev1dence relied on, where available, and an indication of any further evidence which will

be offered in support;

(€)an indication of any order the defendant will seek during the interim procedure
[Rule 104(e)];

(f) where the defendant assesses that the value of the dispute including the Counterclaim
exceeds the value of the infringement action by more than [EUR***] an indication of the value
of the dispute including the Counterclaini; . .

(g)a statement of his position, if any, on the op‘aons prov1ded for in Artlcle 33(3) of the
Agreement and Rule 37.4; .

(h) alist of the documents, mcludmg ahy w1tness statements, referred to in the Counterclaim for
revocation together with any request that all or part of any such documents need not be
translated. Rule 13.2 and .3 shall apply mutatzs mutandis; and

(i) insofar as the proprietor(s) of the patent (or patents) are not claimant(s) in thé infringement
proceedings, the inforimation requiréd by Rule 13.1(b) and (d) in respect of said propnetor(s)

2. Where the claimant is not the proprietor or not the only proprietor of the patent (or patents)
concerned, the Registry shall as soon as practicable serve a copy of the Counterclaim for

_revocation on the relevant propxjiétor(s) in accordance with Rule 13.1(e) and shall supply a copy

of each document referred to in paragraph 1(h). Rule 271 shall-apply mutatis mutandis. The

proprietor(s) in question shall become a party (parties) to the revocation proceedings and shall.

be treated as defendant(s) in all subsequent proceedings. The proprietor(s) shall provide details
pursuant to Rule 13.1(e) if not already provided by the claimant.

Rule 26 Fee for the Counterclaim for revocation

, The defendant shall pay the fee for the Counterclam for revocatmn m accordance with Part 6.
Rule 152 shall apply mutatis mutandzs o : :

Rule 27 - Exammatlon as to formal requn'ements of the Statement of defence

1. The Registry shall, as soon as practicable after the lodging of the Statement of defencé:

(a) examine whether the _requirements of Rule 24.1(a) to (d) have been complied with; and B

(b) if the Statement of defence includes a Counterclaim for revocation, examine whether the v
- obligation to pay the fee pursuant to Rule 26 has been complied with.

2. If the Registry considers that the Statement of defence or the Counterclaiin for revocation
does not comply with any of the requirements referred to in paragraph 1, it shall as soon:as

-34 -
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' (2) correct the deficiencies noted, \mtlnn 14?fdaysf6f sefvicé of such notification; and

(b) where epphcab§e, pay the fee for the Counterelaml for revocaﬁon, wﬁhm said 14 days.
3. The Registry shall at the same txme mfozm the defendant that if the defendant fails to correct

‘the deficienicies or pay the fee within the time stated a decxsmn by defauit may be given, in’

accordance with Rule 355.

4. If the defendant fails to correct the deficiencies or to pay the fee for the Counterclaim for
revocatmn, as appropriate, within said 14 days, the Registry shall mfon:n the judge-rapporteur

who may give a decision by default He may gwe the defendant an opportnmty to be heard

beforehand.
Rule 28 — Fnrther schedule ' , ‘
As soon as practicable after service of the Statement of defenee the Judge-rappertem shall,

after consultmg the parties, set a ‘date and time for an interim’ eonference (where necessary

[Rule 101. 1]) and set a date for the orai hearmg The Judge~rapportem may set one aitematlve
date. .

DEFENCE TO THE COUNTERCLAH&& FOR REVOCATION, REPLY TO THE STATEMENT OF THE

DEFENCE AND A?PLICATION TO AMEND THE PATENT AN‘.B REJO].NBER TO '{‘HE REPLY R

‘ Rule 29 Lodgmg of Defence te the Counterclmm far revoeatmn, Reply to the Statement
- of tiefence and Re}emder to the Reply Sl : , -

(a) Wxthm two months of service of a Statement of defence Whlch mcludes a Counterciazm for,

revocation, the claimant shall Iodge a Defenee tothe Counterclaim for revocation tegether with

any Reply to the Statement of defence and any Apphcatmn to amend the patent pursuant to.
Rule 30, ﬁappllcable e T e e e e T T

b(b) Within two months of semce of a Statement Df defence thh does\ net melude a
- Counterc}ann for revocatmn, the ciaunant may lodge a Reply to the Statement of defence

(c) Wxthm oné month of service of a Reply to the Statement of defence Whlch does net mclude‘
* a Counterclaim for revocation the defendant may-lodge a Rejoinder to the Reply to the
- Statement of defence. The Rejomder ta the Replyto the Statement of defence shaﬂ be hmlted to ,

a response to the matters razsed in the Repiy to the Statement of defence I

(d) W}thm two menths of service of the Defence to Counterclalm the defendant may Iodge ak
Reply to the: Defence to the Counterclaim together with | any Re;omder to the Reply to the -
_Statement of defence and any Defence to an Apphcatlon to amend the patent pursuant 0

RuIe 32 1f appkcable o

'(e) Wlthm one month ef the semce of the Reply to the Defence to the counterclalm the
* claimant’ may Iodge a Rejomder to the Reéply together with any Reply to the Defence to an
Application to amend the patent pursuant to Rule 32, if apphcable The Re;omder to the Reply‘ ‘

 to the Statement of defence shall be hmzted toa response to the matters rmsed in the Reply to

the Statement of defence

B

® Where the ciazmant is not the propnetor of the patent, alI references to the cialmant m th13: .
' Ruie 29 regardmg an Apphcatzon to amend the patent shall be read as meiudmg the proprletor ‘

; -35-
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Rule 29A — Contents of fhe Defence to the Counterciaim
The Defence to the Counterclaim for revocation shall contain:

(a) an indication of the _faets relied on, including any challenge to the facts relied on by the
defendant; , .

(b) the evidence relled on [Rule 170.1], where avallable and an mdmatlon of any. further
ev1dence which will be offered in suypoﬁ

(c) the reasons why the counterclaim for revocation shall fail, including arguments of law and
any argument as to why any dependent claim of the patent (or patents) is independently valid;

(d) an indication of any order the claimant and the proprietor will seek in respect of the

revocation action at the interim conference [Rule 104(e)];

(e) the claimant’s and the ‘proprietor’s response to the defendant’s choice of option, if any;

'prov1ded for in Article 33(3) of the Agreement and Rule 37:4;

(f) the claimant’s and the proprietor’s response to the defendant’s assessment of the value of the
dispute (including the Counterclalm) pursuant to Rule 25. 1(f); and

(g) a list of the documents, mcludmg any witness statements, referred to in the Defence to the

Counterclaim together with any request that all -of part of any such document shall not be

translated and/or any request pursuant to Rule 262 1, Rule 13.2 and .3 shall apply mutatis

» mutandzs

_Rule 30 - Apphcatxon to amend the patent

1. The Defence to the Counterclaim for revocation may include an Application by the

proprietor of the patent to amend the patent which shall contain:

(a) the proposed amendments of the claims of ‘the patent concerned and/or specification,
including where applicable and appropriate one or more alternative sets of claims (auxiliary
requests), in the language in which the patent was granted; where the language of the
proceedings [Rule 14.3] is not the language in which the patent was granted, the proprietor shall

* lodge a translation of the proposed amendments in the language of the proceedings, and where

the patent is a European patent with unitary effect in the language of the defendant’s domicilein

a Member State of the EU or of the place of the alleged infringement or threatenéd infringement
in a Contracting Member State if so requested by the defendant;

(b) an explanation as to why the amendments satisfy the requirements of Articles 84 and.

123¢2), (3) EPC and why the proposed amended claims are valid and, 1f applicable, why they »

are infringed; and

(c) an indication whether the proposals are conditional or unconditional; ‘the proposed

amendments, if conditional, must be reasonable in number in the circumstances of the case.

2. Any subsequent request to amend the patent may only be admitted into’ the proceedings with
the penmssmn of the Court ,

3. Where other proceedings involving the patent subject to an Aﬁplication pursuant to
Rule 30.1 are pending, the claimant shall notify the Court or the authority in question that such
an Application has been made and provide the information required in Rule 30.1(a).

-36 -
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Rule 31 - Value—based fee for the dxspute mcludmg the Connterclalm for revocatxon

1. The value of the chspute (mcludmg the Counterclalm for revocanon) shall be detenmned by
the Judge-rapporteur, taking into ‘account the value as assessed by the partles by way of an
order during t the mtenm procednre N

2. Where the value of the. d1spute mcludmg the Counterclann for revocation exceeds
[EUR**#]; the defendant shall pay a value-based fee for the dlspute in accordance mth Part 6

[Rules 370 2(b) and 371 4]

DEFENCE TO THE APPLICATION TO AMEND THE PATENT

Rule 32~ - Lodging of the Defence to the Application to amend the patent, the Reply to the |

Defence and the Rejomder to the Reply

* 1. Within two months of service of an Apphcanon to amend the patent, the defendant shallv
lodge a Defence to the Application to amend the patent settmg out whether he opposes the’

Application to amend the patent and, if so, why:

(a) the proposed amendments are ot allowable and .

(b) the patent cannot be mamtamed as requested

2. Where appropnate in view of the proposed amendments, the Defence to the Apphcatlon to
amend. the patent may contain subnnssmns n accordance thh Rule 45(d) to (h) and alternanve t
: non-mﬁ‘mgement subn:ussmns : : T , g

3. The propnetor may lodge a Reply to. the Defence to the Apphcanon to amend the patent

~ wﬁhm one month of service of the Defence and the- defendant may within one month_ of the

service of the Reply lodge a Rejomder to the Reply The Rejomder shall be Imnted to the
matters raised in the Reply S :

E APPLICATION B‘OR ALLOCATING A. TECHNICALLY QUALIFIED JUDGE TO THE PANEL

Rnle 33 Apphcatlon by a party for allocatmg a techmcally quahﬁed ;udge

‘ 1 Any party to the proceedmgs may lodge an Apphcatlen for allocatmg a techmcaﬂy quahﬁed;

Judge to the: panel whlch shall contain an mdlcatlon of the relevant field of technology

2. The Apphcatxon shall be lodged as early as possﬂ)le in the wntten procedure An Apphcatmn '

* lodged after the closure of the written procedure [Rule 35] shall only be granted if Justlﬁed in
. view of changed c:rcumstances, such as new subrmssmns presented by the other party and'
: allowedbythe(:ourt o ke SRl e

T the Tequirements of" paragraphs 1 and 2 have been comphed w1th;‘the PreSIdent of the

Court of First Instance shall aﬂoeate a techmcaﬂy quahﬁed Judge to the panel aﬁer consultmg
thejudge-rapporteur R N Fhelrdie s .

- Rule 34 Request by the Judge-rapporteur for allocatmg a teehmcaﬂy quahﬁed Judge e

B The Judge-rapporteur may at any tlme dunng the wntten procedure, aﬂ;er consultmg the
presiding judge and the parties; request the President of the Court of Fnst Instance to aﬂocete a

o techmcally quahﬁed Judge to the panel
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_2. Where a technically qualified judge is allocated to the panel, the judge-répport'eur may at any
time consult the technically qualified judge.

" LAST STEPS IN THE WRITTEN PROCEDURE -

Rule 35 — Closure of the written procedure

Followmg the exchange of wntten pleadmgs in accordance with Rule 12.1 and, where
applicable, in accordance with Rule 12.2 to .4, the judge-rapporteur shall ‘

(a) inform the parties of the date on which he intends to cIose the written procedure, without

~ .prejudlce to Rule 36; and

(b) where an interim conference is necessary [Rules 28-and 101.1], ccnﬁrm the date and the
time set for the interim conference [Rule 28] or inform the parties that an interim conferénce

* will not be held.

Rule 36 — Further exchanges of written pleadings

Wlthout prejudice to the powers of the-judge-rapporteur pursuant to Rule 110.1, on a reasoned
request by a party lodged before the date on which the judge-rapporteur intends to close the
written procedure [Rule 35(a)], the judge-rapporteur may allow the exchange of further written
pleadings, within a period to be specified. Where the exchange of further written pleadmgs is
allowed, the written procedure shall be deemed closed upon expiry of the spec1ﬁed penod

Rule 37 - Apphcatmn of Article 33(3) of the Agreement

1: As soon as practicable after the closure of the written procedure the panel shall decide by
way of order how to proceed with respect to the apphcatlon of Article 33(3) of the Agreement
The parties shall be given an opportumty to be heard [Rule 264]. The panel shall set out in its

- order brief reasons for its declsmn

2. The Panel may by order take an earlier decision if appropriate having considered the parties’
pleadings and having given the partles an opportumty to be heard [Rule 264].

3. Where the panel decides to proceed in accordance with. Article 33(3)(a) of the Agreement,

the judge-rapporteur shall request the President of the Court of First Instance to allocate to the
panel a techmcally qualified judge if not already allocated pursuant to Rules 33 and 34.

4, Where the. panel decides to proceed in accordance with Article 33(3)(b) of the Agreement,
the panel may stay the infringement proceedings pending a final decision in the revocation

‘procedure and shall stay the infringement proceedings where there is a high likelihood that the

relevant claims of the patent (or patents) will be held to be invalid on any ground by the final
decision in the revocation procedure

5. Where the panel dec1des to proceed in accordance with Article 33(3)(b) of the Agreement

and not to stay the proceedmgs, the judge-rapporteur of the regional or local division shall
communicate to the central division the dates set for the interim conference and for the oral
hearing according to Rule 28.
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COUNTERCLAIM FOR: REVOCATION REFERRED 'ro TBE CENTRAL DIVISION UNDER AR’I‘ICLE ‘

33(3)(8) OF THE AGREEMENT Fa

‘Rule 38 — Written procedure when the central divrsmn deals wrth a Counterclarm for
- revocation under Article 333)(b) of the Agreement : 1 ‘

When a Counterclarm for revocatlon is referred to the central dlwsron, it shall be dealt W1th as
follows o Lo , v SR s ;

(a)Rule 17. 2 and 3 shall apply mutatis mutandis;

(b) Rule 18 shall apply mutatis ‘mutandis: the premdmg Judge of the panel to whrch the
Counterclaim for revocation hasbeen asmgned shall desrgnate one legally qualified Judge of the
panel as }udge-rapporteur

(c) The judge-rapporteur shall give any ﬁlrther dlrectrons necessary for the future conduct of .

the written procedure before the central drvrsron

(d) Rule 28 shall apply mutatis mw‘andzs the Judge-rapporteur shall aﬁer consulting the partresk

set'a date and a time for the interim conference (where necessary [Rules 28 and 101]) and set a
.. date, and one altemauve date, for the oral hearmg e .

L Rule 39— Language of the proceedmgs before the central lelSlon

1 Where the Ianguage of the proceedmgs before the Iocal drvrswn or the reglonal dlvxswn
which referred the Counterclarm for revocation to-the central division is not the language in-
~ which- the patent was granted, the Judge-rappoﬁeur may order that the partres lodge, within a
penod of one month, a translation in the language in which the patent was granted of any

written pleadings and such other documents Iodged dunng the wntten procedure as t’ne
judge-rapporteur may d1reet S e DR T

9 Where appropnate, the _;udge-rapporteur may specrfy in hls order that only excerpts of

partles wntten pleadmgs and other documents shall be translated.

3 Where the language of the proceedlngs before the local d1v151on or the regxonal d1v1s1on is the “ :

language in which the patent was granted the pleadmgs served in accordance wrth Rules 24 25

- 29, 29a,30and325hallstand W e
| Rule 40 = Accelerated proceedmgs before the central dmsmn .

‘ central ' 'wsron where

(b) the regronal or local drvrsron has referred the counterclarm for revocatron to the central
B dlvrsron and where the mﬁrmgeme ‘tfactlon has not been stayed i : -

o Inthe Iatter case, the _;udge rapporteur of the panel of the central d;wrslon sha]l endeavour to set
 adate for the oral hearmg on the revocatlon actron pnor to the date of the oral hearmg of the

mfrmgement actron
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”‘1 ACTION REFERRED TO THE CENTRAL DIVISION UNDER ARTICLE 33(3)((:) OF THE
T AGREEMENT

. Rule 41 — Written procedure when the central division deals with the action under
Article 33(3)(c) of the Agreement , /

When.an action is referred to the central division under Artlcle 33(3)(c) of the Agreement it -
shall be dealt with as-follows:

(a) Rule 17.2 and .3 shall apply mutatis mutandzs The parties may request that the action be
heard by a single judge;-

(b) Rule 18 shall apply mutatis mutandis: the presiding judge of the panel to which the action
has been assigned shall designate one judge of the panel as judge-rapporteur;

R Y?

() dates already set under Rule 28 shall be confirmed wherever possible‘

I

(d) Rule 39 shall apply mutatis mutandis: the judge-rapporteur may order that the parties lodge
a translation in the lariguage in which the patent was granted of any written pleadings lodged
during the written procedure; where appropnate, the judge-tapporteur may specify in his order
that only excerpts of parties' written pleadings and other documents shall be translated.
Otherwise the pleadmgs lodged during the written procedure shall stand;

j () The judge-rapporteur shall give any further directions necessary for the future eonduct of
N ~ the written procedure before the central dmsmn

—_ SECTION 2 - REVOCATION ACTION ‘
© Ruled3 - Action to be directed égainst the patent proprietor

ol 1. Any action for the revocation of a patent shall be directed against the propnetor(s) of the
' - patent (or patents) .

~— 2. If the action for revocation is directed against the 'proprietor(s) in accordance with Rule 8.6
- (“the registered propnetor(s)”) but one or more of the registered proprietor(s) is not a proprietor-
_ within the meaning of Rule 8.5(a) or (b) (“the Rule 8.5 proprietor(s)”) each such registered

-~ proprietor shall as soon as practicable after service of the Statement for revocation apply to the” b :

. Court pursuant to Rule 305.1(c) for the substitution of the registered propnetor(s) by the
Rule 8.5 proprietor(s).

B " Relation with Agreement: Articles 47(5) and 65(1)

| Rule 44 - Eichange of written pleadings (revocatieh action) -

1. The written procedure shall consist of:

— (a) the lodgmg of a Statement for revocatlon (by the clzumant) [Rule 45], and

(b) the lodging of a Defence to revocatmn (by the defendant) [Rule 49]; and optionally
. : (c) the lodging of a Reply to the Defence to revocatlc_m (by the clalmant) .[Rule 51];

© (d) the lodging of a Rejoinder to the Reply (by the defendant) [Rule 52).

2. The Defence to revocation may include:

- 40 -
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. (a) an Apphcatlon to amend the patent (or Patents), and e

Q) a hst of the documents mcludlng any wittiess statemen‘
‘revocation together with any request that all or part of any such document need not be translated

(b) a Counterclann for mfnngement by the propneter(s) of the patent (or patents)

3.Ifan Apphcanon to- amend the patent is Iodged, the cIa:mant shall. Iodge a Defence to the
Application to amend the patent (or patents). The defendant may lodge a Reply to the Defence

to the. Apphcation The claimant may lodge a Rejomder to the Reply The Rejomder shall be
limited to a response to the matters razsed in the Reply : ; ;

4.2 Counterclalm for mﬁ'mgement is lodged, the clalmant shall Iodge a Defence to the
Counterclaim for infringement [Rule 56], the defendant may lodge a Reply to the Defence to
the Counterclann [Rule 56.3] and the clalmant may lodge a Rejomder to the Reply [Rule 56.4].

5. Rule 12.5 shall apply.
STATEMENT FOR REVOCATION
Rule 45 - Contents of the Statement for revocatmn :

The claimant shall, subject to point (b), lodge a Statement for revocation at the Reglstry in

accordance with -Article 7(2) of the Agreement and Annex i thereto The Statement for
‘revocatton shall contain: : G , . -

. (a) partzculars in accordance Wlth Rule 13, I(a) to (d) and 13 l(g), (h)

R ) where the pames have agreed to bnng the acnon before a Iocal dmsmn ora regmnal ,
 division in accordanceé with Article 33(7) of the Agreement, an indication of the division Whlch‘ ~
: shall hear the actxon accompamed by ev1dence of the defendant's agreement L

L y (c) where apphcable an md:catlon that the aetton shall be heard by a smgle Judge [Arncle 8(7) :
~of the Agreement] accompamed by evxdence of the defendant‘s agreement ' '

k ; (d) an mdlcanon of the extent to whtch revocanon of the patent (or patents) is requested

: (e) onie or more grounds for revocatton whlch shall ‘a8 far as possxble be supported by
’ arguments of law, and Where appropnate an explanatlon of the cla:mant’s proposed c1a1m L
i 'constxucnon, ,‘ e ' i

(f) an mdlcatlon of the facts rehed on, : k'

L (g) the ev1dence relied on, Where avallable and an mdxcatlon of any further ewdence whtch wﬂl ,
< be ot’feredm support ~ - A

. : (h) an md1catzon of any order the clalmant wﬂl seek dunng the mtenm procedure [Rule 104(e)} ,‘

" (1) Where the ciamxant assesses that the value of the revocanon actlon exceeds {EUR***] an
: mdlcatxon ofthe value, and ~ Gl T

and/or any request pursuant to Rule 262. 1. Rule 13 2 and 3 sha]l apply mutatzs mutandzs

. , Rule 46 Language of the Statement for revocatlon

: 1 Sub_}ect to paragraph 2 the Statement for revocatlon shall be drawn up in the language in o
Wlnch t’ne patent was granted. e S : :

W e T

referred to i m tﬁe: Statement'for o
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2. Where the parties have agreed to bring the action before a local ora reglonal d1v1s1on in

accordance with Article 33(7) of the Agréement, the Statement for revocation shall be drawn up :

in one of the languages referred to in Rule 14. 1(2) and (b).

Relation wzth Agreement: Article 49

Rule 47 - Fee for the revocation action

The claimant shail pay the fee for the ‘revoééﬁon action in accordance with Rule 57.2 and
Part 6. Rule 15.2 shall apply mutatis mutandis.

Relation with Agreement: Artz’cles 70and 71

Rule 16 on Exammatmn as to formal requlrements of the Statement of claim shall apply
| mutatis mutandzs

Rule 48 - Recordmg in the regxster and ass:gnment (Court of First Instance, revocation

action)
1. Rule 17 shall apply mutatis mz)tandi;s'

2. The Regxstrar shall notify the European Patent Ofﬁce that the patent (or patents) in question
is (or are) subject to an action for revocation. ,

Relation with Agreement: Articles 10 and 33

[Rule 18 on Designation of judge-rapporteur shall apply

1 Rules 19 (other than Rule 19, 4), 20 and 21 on Procedure when the defendant raises a-
: Prehmmary ebjection shall apply mutatzs mutandzs

DEFENCE TO REVOCATION

Rule 49 — Lodgmg of the Defence to revocatmn

1. The defendant shall lodge a Defence to revocation within two months of service of the

Statement for revocation.

2. The'Dgfence to revocation may include:
(a) an Application to amend the patent;

(b) a Counterclaim for infringement.

Rule 50 ~ Conténts of the Defence to revocation and Counterclaim for infringement

1. The- Defence to revocatlon shall contain the matters referred to in Rule 24. l(a) 1o (c) v
-Rule 29A(a) to (d) and (£) to (g) shall apply mutatis mutandis.

2. Any Application to amerid the patent shall contain the matters referred to in Rule 30. 1(a), (¢)

and an explanation as to why the amendments satisfy the requirements of Articles 84 and

123(2), (3) and why the proposed amended claims are valid. Rule 30.2 shall apply.
3. Any Counterclaim for infringement shall contain the matters referred to in Rule 13. 1(k) to

(q) and where the defendant assesses that the value of the dispute including the Counterclaim
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for mﬁmgement exceeds the value of the revocatmn actmn by more than [EUR***] an |
-assessment of the value of'the éxspute mcludmg the Counterclarm Rule 13.2 and .3 shall appiy

v

Wxthm two menths af sermcc of the Defence to revocanon the claunant may Eodge a Reply to -
~ the Defence to revocation tegether ‘with any- Defence t0 an Application to amend the patent.
pursuant to Rule 44.3 and 55 as well as any. Dcfence to the Counterclaim for infringement

pursuant to Rule 56.1, if apphcable

" Rule 52~ Re;olnder to the Reply

Within one month of the servzce of the Reply the defendant may Iodge a Rejoinder to the Reply
to the Defence to revocation together with any Reply to the Defence to an Application to amend

the patent pursuant to Rule.44.3 and 55 as well as any Reply to the Defence to the Counterclaim |
for infringement pursuant to Rule 56.3, if apphcable ’I‘he Rejomder shall be Inmted to a
'response to the matters raised in the chiy Ll e _

Rule 53~ Fee for the Counterclalm for mfrmgement

The defendant shall pay the fee far the Counterclalm for mﬁmgement m accordance wzth

Part 6. Rule 15.2 shall apply mutatzs mutandzs

Rule 28 on Further schetiale shaﬂ appiy mutatzs mutandw

;Rule 27 mt Exammatmn as to farmal reqmrements of the Statement af defence shali apply; ]
, ,;ﬁmutatzsmutandzs e S Do e e

:Defence and the Re,}omder to. the Reply i

‘ The Rejomder shall be- hmlted to matters razsed in the Reply i

'DEFENCE TO THE APPLICATION TO AMEND THE PATENT AND DEFENCE‘ To THE :
‘ COHNTERCLAII\&FGRINFR]NGEMENT : e Gl e

Rule 55 Lodgmg of the Befenee to the Apphcatmn m amemi :the patent, he Reply to the

Rule 320n Lodgmg of the Defence to the Apphcatmn to amend the: patent, the Reply to the -

Defence and the Rejomder to the Reply shaH apply mutatzs mutczndzs

o Ruie 56 Lodgmg of the Defence to the Cemnterclaxm for mfnngement

1 Wlthm two muntbs of service of a Counterclazm fer mfzmgement, the cia;mant shaﬁ Iodge a
‘ Defence: to the Countercla:tm fm' mﬁ’mgement : S R ;

2. The Defence to ﬂae Caunterclann for m&mgement shall contam the matters referred to in

ARule 24.1(e) to- (h) and () and a statement whether the claimant d;sputes the defendant’s
: assessment of the value of the dlspute (mcludmg the Counterciazm) pursuant to Rule 50 3 and :
: the reasons for such dispute. S g

3 The defendant may Iodge a Reply to the Defence to the Counterclalm for mﬁ'mgement thhm
,one monm. ; : : : SR

4 Wxthm t)ne monﬂl ef the servzée of the Reply fo the Befence 0 the Counterclazm for |
' mﬁ'mgement the claimant may lodge a Rejoinder to the Reply together with any Rejomder to

the Reply to the Defence to the Application to amend the patent pursuant to Rule 44 3 and 55

,   ->43- :
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‘Rules 33 and 34 on Request for allocating a technically qualified judge shall_ apply where

the revocation action is heard by local division or regional division

Ruie 35 on Closuré of the written procedure shall apply mutatis mutandis

Rule 36.on Further éxchanges of vi(;'iﬁeh pleadings shall apply

!

Rule 57 - Value-based fee for the revocation action

1. The value of the revocation action shall be determined by the Judge-rapporteur, taking into ’

account the value of the d1spute as assessed by the parties, by way of an order during the interim
procedure. :

2. Where the value of the revocatioh action exceeds [EUR***] the claimant shall pay a

value-based fee for the revoeation action in accordance with Part 6 [Rules 370.2(b) and 371.4].

Rule 58 — Value-based fee for the~dispute including the’COunterclaim for infringement

1. The value of the dispute including the Counterclaim for infringement shall be determined by |

the judge-rapporteur, taking int¢ account the value as assessed by the parties, by. way of an
order during the interim procedure. -

2. Where the value of the dispute including the Counterclaim for infringement exceeds
[EUR***], the defendant’ shall pay a value-based fee for the dispute in accordance with Part 6

/ [Rules 370.2(b) and 371.4].

SECTION 3~ ACTION FOR DECLARATION OF NON-INFRINGEMENT
Rule 60 — Declaration of non-infringement -

1. A declaration that the performance of a specific act does not, or a proposed act would not,
constitute an infringement of a patent may be made by the Court in proceedings between the
person doing or proposing to do the act and the patent proprietor or licensee entitled to
commence infringement proceedings. pursuant to Article 47 of the Agreement, if the patent
proprietor or such licensee has asserted that the act is an mﬁ’mgement or, if no such’ assemon
has been made by the patent propnetor or licensee, if:

(2) that person has applied in writing to the proprietor or hcensee for a written acknowledgment -

to the effect of the declaration clalmed, and has provided him with full partxculars in writing of
the act in question; and

(b) the proprietor or hcensee has refused or falled to give any such acknowledgment within one

month

2. The action for a declaration shall be directed against the propnetor of the patent or the

licensee who has -asserted an infringement or refused or failed to gwe an acknowledgement

pursuant to paragraph 1(b).

3, If the action for a declaranon of non-infringement is directed agamst the proprietor(s) of the

patent in accordance with Rule 8.6 (“the registered proprietor(s)”’) but one or more of the
registered propnetor(s) is not a proprietor within the meaning' of Rule 8.5(a) or (b) (“the
Rule 8.5 proprietor(s)”) each such registered proprietor shall as soon as possible after service of
the statement for a declaration of non-infringement apply to the Court pursuant to Rule 305.1(c)
for the substitution of the registered proprietor(s) by the Rule 8.5 proprietor(s). .

_44,_ -
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Ru.le 61— Exchange of wrltten p!eadmgs (actmn for declaraﬂen of non-mfnngement)

1. The written proeedure shall eenszst of

- (a)the lodging of a Statement for a deciaratxon ef nox;—mﬁmgement (by the clazmant)

[Rule 62);

(b) the Iodgmg of a Defence to the Statement for a decleratxon of non-mﬁmgement (by the-

defendant) [Rules 65-66], and, optionally

(c)the Iodgmg of a Reply to the Defence to the Statement fora declaratzon cf non-mﬁmgement
[Rule 67]; -

(d) the chgmg ofa Rejomder to the Reply [Rule 67]
2. Rule 12 5 shall apply
Rule 62 — Contents of the Statement for a de‘cla‘rationof noﬁ-infﬁﬁgement

The claimant shall, subjéct to point (b), lodge at the Regxstry in accordance Wlth Article 33(4),

Article 7(2) of the Agreement and Annex H therete a Statement for a declaratlon of
'.nonnmfrmgement whxeh shaii centam ; :

(a) pameulars in accordance Wlth Rule 13 I(a) to (h) and pamculars conﬁrmmg that the '

requxrements of Rule 60 are met

(b) where the parties have agreed te bnng the actmn before a Iocal divmzon or a regmeal‘

division in accordance with Article 33(7) of the Agreement, an indication of the d;vzsmn Wthh

- shall hear the actwn, accompamed by ewdence of the defendant‘s agreement

(e) Where apphcable, an mdlcatmn that the action shaH be heard by a smgle Judge {Amde 8(’7) '
: \of the Agreement], aecompamed by e\rldence of the defendant’s ageement P

- @ the declaretmn sought by the elezmant

(&) the reasons why the performance of a spemﬁc act does not, or a preposed act Would not, :
_constitute an infringement of the patént or patents ‘concerned, meiudmg arguments of Iaw and”
; Where appropnate cm explanatmn ef the elaimant’s pmposed cIalm construcuon

; (f) an md:catmn of the facts relied on, b

: ‘(g) the ewdence reked on, where avaﬁable and an mdzeatmn of any further evzdence whxch will -
~be oﬁ'ered in suppert : S

@ Where the claimant - essesses that the value of the deciaratory actzon exceeds [EUR***} an

" mdlcation of the value and

’ 3,(;) a hst of the decuments mcludmg any W:tness statements referred to in the Statement fora
: declaratxon together with any request that all or part of any such document need not be
. translated and/or any request pursuant to Rule 262.1. RuIe 13 2 and 3 shaﬂ apply mufazz.s"

mutandzs

Rules 46, 47 ami 48 reiatmg to the Statement for revocatmn shaﬂ appiy mutatzs muz‘andzs 1

;-?45. -

‘ (h) an mdzcatmn of any e}:der the elalmant Wﬂl seek at the mtenm cenferenee {Rule 164(e)}, T ‘
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Rules 16 and 17 on Examination as fo formal requiréments of the Statement of claim and |

Recordmg on the reglster shall apply mutatis mutandis

‘Rule 18 on Designation of the judge-rapporteur shall apply mutatzs-mutandzs |

{ Rules 19 (other than Rule 19.4), 20 and 21 on Procedure when the defendant raises a
Prehmmary objecuon shall apply mutaz‘zs mutandis . -

Rule 65 — Lodging of the Defence to the Statement fdr‘a declaraﬁon of non—infringement

The defendant shall lodge a Defence to the Statement for a declaration of non-mﬁ'mgement.

within two months of service of the Statement for a declaration of non-infringement. -
Rule 66 — Contents of the Defence te the Statement for a declaration of non-infringement

The Defence to the Statement for a declaration of non-infringement shall contain the matters
referred to in Rule 24(3) to (j). Rule 13.2 and .3 shall apply mutatis mutandis. .

Rule 67 ~ Reply to Defence to the Statement for a declaration of non-mfrmgement and
Rejoinder to:the Reply

1. The claimant may lodge a Reply to the Defencé to the Statément for/ a declaration of

non-infringemént within one month.

2. The defendant may lodge a Rejoinder to the Reply within one month of service of the Reply.
The Rejoinder shall be limited to the matters raised in the Reply.

Rule 68 — Fee for the action for a declaration of non-_mfnngement

The claimant shall pay the fee for the action for a declaration of non-infringement [EUR***], in
accordance with Part 6. Rule 15.2 shall apply mutatzs mutandzs )

Rule 27 on Exammatmn as to formal reqmrements of the Statement of defence shall apply 4

mutatis mutandis

‘Rule 28 on Further schedule shall apply mutatis mutandis

Rules 33-and 34 on Request for ailocatmg a technically quahﬁed judge shall apply where -

the action is heard by a regional dmsxon ora local division

Rule 35 on Closure of the wntten procedure shall apply mw‘atis mutandis

Rule 36 on Further éicha‘nges of written pleadings shall apply

Rule 69 — Value-based fee for the action for a declaration of non-infringement

1. The value of the action for a deélarauon of non-infringement shall be determined by ‘the
judge-rapporteur, taking into account the value of the dispute as assessed by the parties, by way
‘of an order during the interim procedure. . '

- 2. Where the value of the dlspute exceeds [EUR***] the claimant shall pay a value-based fee
for the action for a declarafion of non-infringement in accordance with Part 6 [Rules 370.2(b)
and 371.4].

- 46 -
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: SECTION 4 ACTIONS WITH]N ARTICLE 33(5) AND (6) OF THE AGREEMENT

Rule 70 - Revecatlon actlon and subsequent mfrmgem kntactmn in a local or regmnal
division (Artlcle 33(5) of the Agreement) o k!

1. Where a clalmant has Iodged a Statement for revocanon [Rule 45] before the central division
and the defendant or a licensee entitled to commence proceedmgs pursuant to Article 47 of the

: Agreement subsequenﬂy initiates an infringement action in a local or regional division against
 the claimant in respeet of the same patent (or patents) the followmg procedures shall apply.

2. The Registry at the local or reglonal division shall proceed in accordance with: Rules 16 and
17. The Registry shall as soon as practicable notify the President of the Court of First Instance
of the revocation action in the central division, the infringement action in the local or regional
division and any counterclaim for revocation in the mfrmgement action. The presiding Judges
of the panels seized shall be mformed likewise about actions in'the other divisions.

3. Where a counterclaim for revocatton is brought in the mﬁmgement actxon and there is
identity of parties as between the two actions, unless otherwise agreed by the parties; the panel
appomted in the central division to hear the revocation action shall stay all further proceedings
in the revocation action pendmg a.decision of the panel hearing the actton for mﬁmgement
pursuant to Article 33(3) of the Agreement and Rule 37.

4. The. panel heanng the actlon for mfrmgement shali when exerclsmg its dxscretron under *
Article 33(3) of the Agreement take into consideration how far the revocatlon actron inthe
central dmsmn was advanced pnor to the stay referred toin Rule 70.3. e ,

i 45 Where the panel heanng the action for mﬁ'mgement dectdes to proceed in accordance vnth
- ~Article 33(3)(a) of the Agreement Rules 33 and 34 shall apply mutatzs mutand:s to the action
~ for mﬁmgement ‘ : ,

. 6. Where the panel hearmg the actxon for mﬁmgement decxdes to proceed in aecordance w1th
- Article 33(3)(b) or (e) of the Agreement, Rules 37 4 and 39 to 41 shall apply mutatzs mutandm ;

_\Rule 1 - Actmns for declarat:on of non—mfrmgement w1thm Artrcle 33(6) of the

Agreement

1. Where a clarmant has lodged an actton for declaratmn of non—mﬁmgement (Ruie 60) before :
- the central division agamst the patent prOpnetor or ‘a licensee entitled to commence
 infrinigernent proceedings pursuant to Article 47 of the Agreement and the defendant proprietor -
: ~or licensee subsequently initiates an action for infringement in 2 Jocal or regional division
- against the claimant in respect of the same patent or patents and Wlth respect to the same alleged
mﬁmgements the followmg procedure shaﬂ apply. ‘ o o

3. If the date attrlbuted by the Reglstry tothe actron for mﬁ'mgement pursuant to Rule 17. l(a) is
- within three months of the date attributed to the action for declaration of non-infringement the
panel of the central division shall stay all further proceedmgs in the action for a declaration. If

the date attributed to the dction for infringement is outside the said three month period: there

B shall be no stay but the pre51d1ng Judges of the central d1v1szon and the local or reglonal division

e The Regtstry shall proceed in aecordanee wrth Ruie 16 and 17 The Reglstty shall assoonas
s, practtcable notify the President of the Court of First Instance of the co-pending actions and the
dates attributed to them. The presiding judges of the panels serzed shall be mformed hkewxse
‘ abouttheactronmtheoﬂterdmswn _;:;‘a‘r i (e
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concerned shall consult to agree on the future progress of proceedings mcludmg the possibility

of a stay of one action pursuant to ,Rule 295(k).

* Rule 72 ~ Action for declaration of non-infringement and action for revocatmn

An action for declaration of non-mﬁ'mgement may be. lodged together with an action .for

revocation of the patent (or patents) in question. Fees shall be paid in accordance with both

Rules 47 and 57 and Rules 68 and 69.

,SECTION 5 - ACTION FOR COMPENSATION F OR LICENCES ON THE BASIS OF

ARTICLE 8 OF REGULATION (EU) No 1257/2012
Rule 80 — Compensation for a licence of nght

1. The Apphcatlon for appropnate compensation [Article 32(1)(h). of the Agreement] shall
contam

(@ partlculars in accordance with Rule 13.1(a)to (d);

(b) information on the ﬁlmg of the statement as referred to in Article 8(1) of Regulation (EU) -

No 1257/201 2;
(c) the hcence agreement referred to. m Artlcle 8(2) of Regulatron (EU) No 1257/2012.

2.Rules 132, 133, 135 and 137 to 140 apply mutatis mutandis to the procedure for appropnate
compensation.

3. The applicant shall pay the fee for compensatlon in accordarice with Part 6. Rule 15.2 shall
apply mutatis mutandis. ,

| Relatzon with Agreement Article 32(1)(h)

SECTION 6 —ACTION AGAINST DECISIONS OF THE EUROPEAN PATENT
OFFICE IN. CARRYING OUT THE TASKS REFERRED TO IN ARTICLE 9 OF
REGULATION (EU) No 1257/2012

Relation with Agreement- Articles 32(1)(8), 47(7) and 66
Rule 85 — Stages of the 'proceedings’ (ex parte proceedings)

1. Sub_]ect to Rule 85 .2, where an action is brought agamst a decision of the Europeau Patent
Office in carrying out the tasks referred to in Article 9 of Regulation (EU) No 1257/2012
(heremaﬁer "decision of the Ofﬁce"), proceedmgs before the Court of First Instance shall
consist of

(a)a wntten procedure, ‘which shall mclude a poss1b1hty for mterlocutory review by the
European Patent Office;

(b) an interim procedure, which may include an interim conference; and

.o

- (c) an oral procedirre which, at the request of the claimant or at the instance of the Ceurt, may

include an oral hearing..

2. This Rule and Rules 88 (save as expressly provided for in Rule 97.2), 89 and 91 to 96 shall

“not apply to an expedited action against a decision of the Office pursuant to Rule 97.

-48 -
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