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Vermerk

1. 'Zusammenfassur'rg, :

Diese Vorlage dlent der Unterrlchtung von Frau Ministerin Gber den Beratungstand zu
~ den Pro;ekten Gemelnschaftspatent und europalsche Patentgenchtsbarkext ‘nach der Halfte
“ - ' der slowenischen und im Vorfeld der franzdsischen Ratsprésidentschaft.. Frau Ministerin
wird: gebeten die unter 2. dargelegte aktuallslerte Verhandlungslime 2u bllligen

Die SLO-Pras hat die Dlskusslon trotz gegentelllger FR Bemuhungen auf der Fachebene _
gehalten und hier deutllche Fortschntte gemacht. Sie hat auf aysdrticklichen D-Wunsch (Pa-
N ketlosung von Gemennschaftspatent und Gerichtsbarkeit) die Beratungen zum Gemein--
) ~ schaftspatent wieder aufgenommen ( Ratsdok 6985/08 vom 28. Februar 2008) und einen
ersten ausformulierten Text mit dgri fur die Errichtung eines européischen Gerichts erforder-
lichen Vorschriften vorgeiegt (7728/08 vom' 19. Méirz 2008)

Die Schwerpunkte der Diskussion konzentrieren sich belm Gemelnschaftspatent auf eme
L&sung der Streifrage nach einer Ubersetzung von Patentanspruchen durch Maschinen-

- Ubersetzungen ohne Rechtswlrkungen Erheblichen Diskussionsbedarf wird es auch zur
Frage der Verteilung der fiir Gemeinschaftspatente ;u entrichtenden Gebiihren gebeten.
Bei der Gerichtsbarkeit wird insbesondere die Frage diskutiert, wie eine Anbindung des
Patenttjeri,chts an den EuGH fiir européische Patente in suroparechtlich zulissiger Weise .

f\r\ ausgestaltet werden kann. Es ist davon auszugehen, dass der Gerichtshof zu einem im Rat
" weltgehend ausgehandeiten Text im Wege eines Gutachtens verbindlich Stellung nehmen
wird. g

Axzeptiert erscheinen die fiir D wichtigen Punkte
* der dezentralen Struktur der Eingangsinstanz im Wege lokaler Eingangskammenm,
e des Verletzungsgerichtsstands fiir die'Be_stimmun‘g der Zustandigkeit der Einga:ngfsin-
-stanz (zur Siéheryhg der deutschen ﬁaienth‘riChtSstandor'te), S .
o der Sprache des Sitzstaates als _Verfahriehssprachev der Lokalkammern (in Deutsch-
-land also deutsch) sowie
« einer Betelligung technischer Richter. \

Widerstand gegen die D Position formiert sich zu
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- « dem von D vertretenen Trennungsprinzip (Trennung von-VerIetzungs- und Nichtig-
keitsverfahren). Die Mehrheit der Mitgliedstaaten ist hier fiir einen Verbund der bei-
den Verfahren in einem Rechtssfreit. |
o der D Forderung, gﬁe Lokalkammern ausschiielich mit Richtern aus dem betrefienden
Mitgliedstaat#"zp besetzen. Ganz {iberwiegend wird eine multinationale Beset- (] ~
zung der Lokalkammern beflirwortet.

Vorgéschlagen wird, die bisherige \\/erhandlungsliﬁie. die auch in den beteiligten Kreisen ei-
ne breite Unterstiitzung findet, beizubehalten: Fiir die umstrittenén Punkte des Trennungs-
pnnznps und der- Besetzung der Lokalkammern wird eine aktualisierge Verhandlungslmle
|m Sinne einer Ruckfallposltion vorgeschlagen: -

’\\ | o Einer Entscheldung von Verletzungs- und Nlchtlgkeltsklagen im Verbund (so bereits '
“im EPLA vorgesehen) kdnnte ggf. zugestimmt werden, wenn bei der Annahme! der
Rechtsbestandlgkelt eines Patents durch den Verletzungsrichter ein ausreichender
Spielraum fiir eine Veﬂetzungsehtscheiddng ohne Berﬁdksichtig_ung der Nichtigkeits-
‘klage gesmhert ware, ¥

o Die von der SLO-PRAS. vargeschlagene Kompromlsslosung zur Frage der Beset-
zung (2 Richter aus Sitzstaat und 1 Richter aus ahderem Mltglledstaat) kdme in Be-
tracht, wenn im Ubrigen smhergestellt wiare, dass ein effizienter Spruchkorper ent-
steht (Quahf ikation des 3. Rlchtef Sprachkompetenz)

Fiir das weitere Vorgehen sind folgende Aktivitéten und Ereignisse von Bedeutung:

o Auf dem Wettbewerbsfihigkeitsrat am 29./30. Mai wird die SLO-PRAS. einen
Sachsténdsbericht vorlegen, wahrs’cheinlich auch Ratsschlussfolgerungen, die den
erreichten Verhandlungsstand festzurren und den Verhandlungsrahmen fiir die F-
PRAS vorstrukturieren sollen; Fiir.den Fall, dass Frau Ministerin am Rat teilnimmt,
‘wird ein Gesprich am Rande des Rates mit der zustiindigen franzésischen Koi-
legin, Wirtschaftsministerin Lagarde angeregt.

"o Im Juni wird BMJ die franzosische Seite zu einer Sitzung der bilateralen Arbeits--

* gruppe fiir den gewerblichen Rechtsschutz auf Fachebene einladen, um die F-
PRAS vorzubereiten. ’

- e Im Juni, je nach Ergebnis der bilateralen Gesprache wire ein Schreiben von Frau

" Ministerin an Frau Lagarde mit der Zusammenfassung der deutschen Haltung und
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der Formulierung der deutschen vaartungen anden franzosnschen Ratsvorsitz sinn-
voll.

Fiir den Européischen Rat der Staats-.und Regierungschefs im Juni 2008 wird dar-

 auf zu achten sein, dass dort von FR keine fiir uns unakzeptablen polltlschen Vorfest-

legungen in Schlussfolgerungen festgelegt werden.

. Geplant ist schiieRlich, die beteiligten Krelse im Anschluss an die Anhorung vom 7.

Ay

April 2008 nach der Sommerpause emeut zu konsultieren, um die Verhandlungshnle
mit Bllck auf die FR-PRAS. zu dlskutleren ‘
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2. - Beratungsstand

. Die slowenische Présidentschaft hat entsprechend ihrer Gewichtung des Dossiers als
prioritdres Vorhaben In bisher finf Sitzungen der Raisarbeitsgruppe.deutliche Fort-

schritte gemacht. Zu dem Element etiro dischen Patentgerichtsbarkeit hat die SLO-
Pris. das Doliumani 7728/08 vom 19, Mérz 2008 vdrgelégt (Anlage 1}, das die fir die
Errichtung eines Genchts erforderlichen. Vorschnften erstmalig in ausformullerter Form
enthélt. Das Dokument orientiert sich inhaitlich stark an dem im Entwurf vorliegenden

"European Patent Litigation Agreement (E_PLA).Daruber hinaus hat die SLO-Prés. auf -
~ D-Wunsch auch die Beratungen zum Gemeinschaftspatent wieder aufgenommen und.
“die zu diesem Element offenen Fragen der Ubersetzung der Patentanspriiche sowie

der Verteilung des GebUhrenauﬂ«:mmens aus Gememschaftspatenten im Dokument

6985/08 vom 28. Februar 2008 -aufgearbeitet (Anlage 2). Schlieflich wire eine Revisi-

on des Européischen Pg;gg;ghg[gmlsgmmen (EP,U) erforderlich, um das Gemein-
schaftspatent und die europiische Patentgerichtsbark'éit in das ﬁﬁarei‘nko'mmen‘ ein-
zupassen. Dieses Element ist noch ni_cht Gégenstand der Diskussion gewesen.

Trotz dieser deutlichen Fortschritte il Teilbereichen verbleibt ein umfangreicher Bera-
. tungsbedarf, so dass eine Einigung auf sin Gesamtpaket in {iberschaubarer Zeit - je-

denfalls bis Enda2008"- unrealistisch erscheint.

Positionen des BMJ in den _VerhandiUngen im Einzelnen

a) Grundlage '

BMJ hat in den Verhandiungen als Grundlage seiner Position stets betont, dass die '
Schaffung. eines europaischen Systems nur dann sinnvoll ist, wenn es sich um ein quai
litativ hochwertiges System handelt; das gegeniiber dem derzeitigen Stand fir die Nui-
zer einen echten Mehrwert darstellt. Ein éurpbéisches Gerichtssystem muss hohen
Qualitidtsanferderungen genﬁgen und ho(:hv'vertige Entscheidungen in einein‘zi'xgigen

‘effizienten und kostengunstlgen Verfahren garantieren sowie EU-rechtlich zuléssig

sein. BMJ sieht diese Anforderungen am besten durch den-Abschluss des im. Entwurf
vorhegenden EPLA erfillt, ist aber bereit, auch bei anderen Losungen konstruktiv mit-
zuarbeiten, die-auf die Sohaffung eines Systems mit verglenchbarem Standard gerichtet
sind. Neben den hohen Quahtdtsanforderungen an dle Gerichtsbarkeit ist ein européi-.
sches System im Gemeinschaftskontext far D nur zusammen mit der Schaffung eines’
Gememschaftspatents denkbar (Paketiosung). Erst das Gemeinschaftspatent, das -ein-

heitlich in der gesamten Gemeinschaft Geltung entfaltet, rechtfertlgt die Schaffung ei-

nes europénschen Patentgerichts, das iber diesen emhemvchen Rechtst(tel mit ge-
meinschaftsweiter Wirkung entscheiden kann.
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b) Kernelemente’

Folgende.Kernelemente sind 'Gegenstand der Diskussion:

. Zur Frage der. Ubersetzung von Geme|n§ghaﬂsgat§n1g setzt BMJ sich fir dle

vor.der SLO—PRAS im Dokument 6985/08 vorgeschlagene Optlon 2in, wonach
Patentanspruche im Wege von. Maschineniibersetzungen in die Amtssprachen
der Mltglledstaaten die das wiinschen, (ibersetzt werden sollen chhtig ist da-
bel, dass dlese Ubersetzungen ausschliéllich zu Informationsmecken erfolgen
und kemerlgl Rechtswurkungen entfalten, so dass sich Fehler der automatischen
"Ubersetzung nicht. nachtemg fiir den Patentmhaber auswirken kénnen. chhtlg ist
auch, dass die Herstellung aller erforderlichen maschmeﬂen Ubersetzungspro—
gramme einschiieBlich der Finanzierung so gewahrleistet Ist; dass sie beim Start
des Gememschaﬂspatents fiir alle erforderhchen Sprachkombinationen vorlie-
gen, da bei weiterhin erfolgender manueller Ubersetzung eine Kostenexplosion
droht. Abgelehnt wird demgegenuber die von Frankreich angeregte Optlon 1, "
nach der ein 'Patentinhaber den rechtlichen. ‘Schutz durch.ein Gememschaftspa-
tent in den elnzelnen Mltglledstaaten erst durch Einrelchung elner ‘herkdmmlicher
Ubersetzungen in deren jewelllge Sprache auslost, weil in diesem Fall das Ge-
meinschaftspatent keinen elnheltllchen Rechtsschutz in der gesamten Gemein-
schaft gewéhren und es damit keinen nennenswerten: Mehrwert gegenuber be-
stehenden européischen Biindelpatenten darstellen wiirde. '

e Zur Fl-'age'derieeb" renvertellung aus aftspatenten basiert der Vor-

-schiag der SLO-Prés. im Dokument 6985/08 auf den bereits im gemeinsamen
Ansatz des Rates vom M&rz 2003 enthaltenen’ Kriterien, wonach das Aufkommen
aus Aufrechterhaltungsgebuhren jeweils zu %2 zwischen EPA und den Amtern der
Mitgliedstaaten nach Kriterien wie Patentaktivitit, GroRe des. Marktes some aus-
gleichende Faktoren zur Steigerung.der Innovationsfahigkeit vertellt werden soll.
BMJ hat diese Kriterien grundsétzlich als eine verniinftige Basis bewertet. Aller-
dings handelt es sich um abstrakte Knterien die noch. ausflillungsbediirftig sind,
SO dass vor einem mogllchen Abschluss gines Gesamtpaketes deutlich sein
muss zu welchem konkreten Verteilungsschliisse! diese Kriterien fiihren. Bei
dieser konkreten Verteilung sind erfiebliche Meinungsverschiedenhsiten zwi-
schen den Mitgliedstaaten-wahrscheinlich. Zu achten ist insbesondere darauf, 2 :
dass beim DPMA keine substantiellen Einnahmeverluste eiritreten.
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vor, dass der Rechtsprechung eines europauschen Patentgerichts sowohl Ge-
memschaftspatente wie auch - ggf. mit einer Ubergangsregelung europalsche

Biindelpatente unterworfen werden solien. BMJ hat diesen Ansatz unterstiitzt, da

auf diese Weise eine einhaitliche éuropiische Rechtsprechung nicht nur fr in -
der Zukunft erteilte Patente, sondem fiir die bereits bestehenden europélschen
Bundelpatente ermogllcht w1rd filr die ein Handlungsbedarf begrundet erscheint,

der die betelligten Kreise im Rahmen des EPLA gerade zur Forderung. nach einer:

europdischen Gerichtsbarkeit veranlasst hat. in der Anhorung der beteiligten -
Kreise am 7. April 2008 hat sich allerdings eine gewisse Zuriickhaltung bei der

“Frage der Einbeziehung européischer Patents ergeben. Die Stellungnahmen rei-

chen von mehr oder weniger groRziigigen Ubergangsfristen (ber die Beschrén-
kung der eurobéischen Gerichtsbarkeit auf g;enzﬁbeischreitehde Sachverhalte
bis hin zi einer (generellen oder ini-konkreten Fall diirch Wahl des Patentinha-
bers bestimmten) Ausnahme europischer Patente von der europiischen Ge--

' richtsbarkeit. Hintergrund flir derartige Forderungen ist die derzeit naturgemsR

noch bestehende Unsicherheit iiber die Frage, ob ein System errichtet werden
kann, das den berechtigten. Qualitdtsanforderungen der Nutzer tatsachlich ge-
nigt. In diesem Sinne wird zum Teil dafiir pladiert, zunéchst Erfahrungen mit
dem Gerichtssystem beim GeméinSchéﬂsbétqnt zu sammeln und érst spater den
Bestand der eumpéischgn Patente einem Européischen.Patentgericht anzuver-
trauen. Auf diese Weise soll auch einer Uberforderung des neu eingerichteten
Gerichts in der Anfangsphase durch eine zu grofle'Belastung mit samtiichen Ver-
fahren aus européischen Patenten vorgebeugt werden. Z.T diirfte das Motiv
aber auch Weniger ehrbar sein und in‘der Patentlemhgsstrategie :ﬁnanzkréftige’r'
Unterhehmen' insbesbndére des Pharmabereichs be'grﬁndet sein, die bei einem
Angriff gegers die Wifksgmkeit eines Patents ihr Schutzrecht in allen benannten
Staaten gésonde,rt ve[téidig'en wollen, um so dessen Beseitigung zu erschweren.’

BMJ- 'sollte diesbezlglich aus den o. g. Griinden bei seiner Linie bleiben, wonach
europalsche Biindelpatente und Gemeinschaftspatente dem Europalschen Ge-
richt unterworfen wiirden. Ob dieé nunmehr geﬁuﬁerten Befiirchtungen hlnswht-
lich der Funktionsféhlgkelt einer européischen Patentgerichtsbarkeit fiir eine be-
Schrénkte Uhterwerfung der européischen Patente unter die eurbpéis;che;Ge--
richtsbarkeit sprechen, kann erst hewertet werden, wenn das Gesamtpaket in al-

len Einzelheiten auf dem Tisch lisgt.

"| chen Gerich barkeit sieht der Vorschlag
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Was die Frage der Rec Urops ~
g___g_h_gg und damit verbunderi seiner Rechtsnatur anbetrifft, vwrd von der SLO-*
PRAS. ein Ansatz préferiert, wonach das-Europiische Patentgericht erster-und
zweiter Instanz im Wege eines internationalen Abkommens nach Artikel 300

 EGV zwischen Mitgliedstaaten, Gemeinschaft und interessierten Drittstaaten er-
- richtet wird. Alternativ dazu wére die Errichtung einer auf die Artlkel 225a, 229a

EGV gestutzten Genchtsbarke|t denkbar die dem EuGH angeglledert wurde

BMJ unterstiitzt den Ansatz der SLO—PRAS' wenn auf diese Weise ein fiir das
Patentrecht maRgeschneidertes Genchtssystem errichtet werden kann, das mcht
aufgrund der Wahl der Rechtsgrundlage bereits den Einschrénkungen des
EuGH-Systems unterworfen wire (Sprachenregime, Rlchterbenennung. Vertfah-
rensrecht etc. ).-Das EuGH System ist nicht fir zivilrechtliche Streitverfahren aus-
gelegt und die Aussicht, abweichende, praxisorientierte Regelungen durchzu- .
setzen, ist als eher gering zu bewerten. Im Wege eines internationalen Uberein-

kommens diirften die Chancen héher sein, groRe Telle des von D stets befiirwor-

teten EPLA in.den Gememsohaftskontext zu {iberfilhren. Dies ist bereits auch
deutlich in den von der SLO—PRAS vorgeschiagenen Regelungen erkennbar, die

‘ weltgehend auf den Regelungen des EPLA basieren. Schl:ef&llch wire auf diese
. Weise auch die Mogllchkelt erbffnet, Dnttstaaten die nicht EU-Mitgliedstaat aber

Vertragsstaat des EP0 smd in das System emzubezmhen Allerdings hat dies _
2ur Folge. dass sich an die Phase der Einigung der. EU-Mltghedstaaten unterein-
ander auf ein Gerichtsmodell eine méglicherweise lange Phase von Verhandiun-
gen miit Drittstaaten anschliefen muss. .

_ Grundsétzlich sieht der juristische Dienst des Rates die europarechtliche Zulds-

sigkeit.eines solchen Vorhabens offenbar positiv. Bedenklich ist allerdings, dass
der juristische Dienst nicht bereit ist, seine Rechtsauffassung als schriftiche Stel-
Iungnahmé vorzulegen. Als problematisch wird die insbesondere voh FR gefor-
derte Einbindung des EuGH mit der Aufgabe einer rechtlichen:Uberprilfung der
zweitinstanzlicheri Entscheidungen des Européischen Patentengerichts i.S. einer
»cassation” bei europaischen Patenten bewertet. Zwar kénnen dem EUGH im

_ Wege eines internationalen ii]berélnkommens neue Befﬁgnisse ibertragen wer-

den. Diese diirfen aber die Natur der Zusténdigkeit des Gerichtshofes nicht
gmndlegend veréindern, wie dies zumindest bel der Ausgestaltung des EuGH als
regelméRige dritte Instanz in zivilrechtlichen Streitigkeiten zur Uberpriifung von .
Rechtsfragen jedoch der Fall wére. Hier wird in der Diskussion zu priifen sein, ob

-
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konformer Welse mdglich ist.

Anders als 2003 sieht der Vorschlag als ng‘gh:sstrdktui{(Artikel 5 und 6) fir die
erste Instanz neben einer Zentralkammer lokale Kammem in den Mltg,liedsfqaien
(bis zu drei je MS) bzw. zwischen mehreren Mitgliedstaaten gemeir_gsam e;rictite—
te Regionalkammern vor. Gegen Entscheidungen der Eingangsinstanzen ist ein
Rechtsmittel zu einem gemeinsamen zentralen Berufungsgericht vorgesehen, .
das auf Rechts"- oder Tatsachenfragen gestiitzt werden kann. Die Zentralkammer -
soll neben einer Besetzung mit Juristen auch mit technischen Richtern ausges-
tattet werden und in erster. Instanz {iber direkte Nichtigkeitsklagen entscheiden.
BMJ unterstiitzt diese Struktur, insbesondere auch die dezentrale Struktur der -
Elngarigsinstanz, da auf diese Weise die erforderliche Ndhe zu den Nutzem des
Patentsystems hergestellt sowie die Einbeziehung der in D sowoh! bei den Ge-

‘ ' richten, wie auch.im Bereich der Anwaltschaft vorhandenen Kompetenz sxcher-

gestelit werden kann.

BMJ tritt dafir ein, dass die Besetzung der lokalen Eingangskammern auf natio-
nalen Strukfuren aufbaut und samtiiche Richter aus dem Mitgliedstaat kommen,
in dem die lokale Kammer ihren Sitz hat. Die multinationale Besetzung solite fiir

die Berufungsmstanz vorbehaiten bleiben. Auf diese Weise soll einerseits der -
Einsatz erfahrener. deutscher Patentrichter in'den deutschen. Lokalkammem er-
moglicht werden, andererseits erscheint eine solche Regelung im Hinblick auf

das Sprachenregime der Lokalkamm_ern. die jeweils in der Landessprache ver-
handeln, fiir einen reibungslosen Ablauf der Verfahren geboten. Die Prasident-
schaft schlagt einen Kompromiss dahmgehend vor, dass jeweils zwei der drei

Richter aus dem betreffenden Mitgliedstaat kommen sollen (Artike! 7). Ein Rich-
ter soll aus einem anderen Mitgliedstaat kommen. Zwar sprechen die genannten

gewichtigerj Argumente gegen eine multinationale Beset_zuhg der Lokalkammer,

_ unter Beriicksichtigung ‘des Stands der Briisseler Diskussion sowie der Stellung-

nahmen der betelligten Kreise, die einer multinationalen Besetzung tendenziell
aufgeschlbs'sen gegeniiber stehen, kommt.die vorgeschlagene Kompromi_sslb- :
sung als Riickfallposition in Betracht, wenn die damit zusammenhéngenden
Fragen der Besetzung der Spruchkdrper (z.B. Funktionsféhigkeit.des ,Richter-
pbols“,‘ Rolle der Kanzlei etc.) zufriedehstellen gelost sind. '

’

Die Zusténdigkeit der Ibkaleh Eingang_ékamme’rn fur Verletzungsstreitigkeiten soll

sich nach.den ausAder'Zusténdigkeitsverordnung EG 44/2001 stammenden .

" Grundsétzen des Gerichtsstands der unerlaubten Handlung sowie des Beklag-
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tenwohnsitzes riach der Wah! des Kisgers richten (Art:kel 15 Abs. 3).In der Dis-
kussion ist {berdies deutlich geworden, dass es sich_hierbei um elne echte Zu-
sténdlgkeltsvertellung zwischen den Lokalkammen und nicht nur um eine Leitli-

nie fiir den-Kanzler des Gerichts bei der Verteilung von Streitverfahren auf die

bestehenden Eingangskammemn harideit. Durch diesen auch von BMJ nach-
driicklich verfolgten Ansatz kann sichergestelit werden, dass den (deutschen)

Nutzern wie gewohnt regelméaRig der Rechtsweg vor eine in D befindlichen Lo- '

kalkammer erbffnet wird, die mit erfahrenen Patentrichtemn besetzt wire. Auf
diese Weise kénnten die in D bewahrten Strukturen.auch in einem. europalschen
System weitgehend erhalten bleiben.

~ BMJ unterstiitzt das Trenngnggp_nnzng - wie in D mut der Aufgabenvertellung zZwi-
.. schen lelgenchten und Bundespatentgencht bekannt - bei dem Verletzungskla-
gen vor den lokalen Eingangskammern getrennt von den vor der Zentralkammer
zu flhrenden Nichtigkeitsverfahren-verhandelt werden. Verietzungsverfahren sol--
‘len nur ausgesetzt werden, wenn die Nichtigksitsklage hinreichende Aussicht auf

Erfolg hat. Auf dlesg Weise kdnnen am Besten ziigige Verfahren in’ Verletzungs-
streitigkeiten mit fir den Sehutz der innovativen Wirtschaft erforderlichen-zeitna-
hen Entscheiddngen sichergestellt werden. Dariiber hinaus kann gewshrieistet
werden, dass Nichtigkeitsvérfahren; in denen {iber den 'gemeinschaftsweiten Be-
stand eines Patents entschieden wird, stets von erfahrenen Patentn‘chtem unter
Hinzuziehung technischer Richter entschieden werden. Da das Trennungsprinzip

unter den Mltghedstaaten nur s_ehLbegtenztuntg[smzupg findet, hat SLO-Prés. -

eine Emschrénkung dahin vorgeschlagen dass auch vor den Verletzungskam-

- mern Nichtigkeitswiderklagen méglich sein solien (Artlkel 15 Abs. 5). Die Lokal-

kammer soll {iber die Verletzungsklage ohne Beriicksichtigung des.Ausganges
der Nlchtlgkeltsklage nur dann entscheiden kénnen, wenn es sich um eine ,of-
fensichtlich unbegriindete" Nlchtlgkeltsmderklage handelt. Im Ubrigen soll die
Lokalkammer entweder den gesamten Rechtsstreltes einschlieBlich der Nlchtlg-
keitswiderklage unter Hinzuziehung eines iechnischen Richters aus der Zentral-
kammer im Verbund entscheiden oder die Wlderklage unter Aussetzung der Ver-
Ietz‘ungsklage an die Zentralkammer verweisen.

BM;J hélt diese Einschrénkung unter Berﬁcksichtigung des Diskussionsstandés’ in

. Brissel und nach Anhorung der beteiligten Kreise vom.7. April 2008 als Riickfali-.

position fur vertretbar sofern ein hinreichender Anwendungsbereich fir ziigige:

‘Verletzungsentscheldungen auch ohne Beriicksichtigung einer Nichtigkeitswider-

klage geschaffen wird. Notwendig wére allerdings eine der Praxis in D entspre-

‘chende Regelung, wonach das Verletzungsgericht Gber die Verletzungsklage

101 56



s

1807.4-9330-29-2-31-560-2008

-11-

ohne Beachturig der Nichtigkeitswiderklage entscheiden kann, sofemn das Gericht
es flr libérwiegend wahrscheinlich hélt, dass das Patent'Besta‘nd haben wird.
Entschelden Lokalkammem statt der Zentralkammer uber die. Nlchtlgkelt muss

, slchergestellt sein, dass der zugeordnete technische Richter gerade Ober die:fur -

das Technikgeb!et des konkreten Verfahrens erforderliche Expertise verfuigt.

Was die Verfahrenssprache arigeht, sieht das Dokument im Gﬁmdéatz_ vor, dass

" . das Verfahren vor den Lokalkammern in der ersten Instanz in der jeweiligen

Sprache des Sitzstaates,.vor der Zentralkammer in der Erteilungssprache des

‘Patents sowie vor dem Be'rufuthgericht in der Sprache der ersten Instanz ge-

fiihrt wird (Artlkel 29 ff.). BMJ unterstiitzt dlesen Ansatz. Wichtig erscheint msbe-
sondere dass eine unmittelbare. Kommunikation zwnschen Anwaltschaft und
Richterbank ermogllcht wird und auf Ubersetzungen soweit wie moglich verzich-

‘tet wird. Das vorgeschlagene Sprachenregime genugt weitgehend diesen Anfor-

derungen. Der Ansatz ermdglicht auch, dass die in Deutschland vorhandene

Kompetenz der Patentrichterschaft optimal genutzt werden kann, 'da aufgrund.
(der vorgesehenen Zusténdig’keitsvérfeilung zwischen dén Lokalkammem in der
Praxis von einer Konzentration der Verfahren-vor den Kammern der wichtigen

Patentiénder und damit einem eingeschrankten Sprachenregime auszugehen ist
und die vorgeschlagene Losung glelchwohl formal alle M|tgl|edstaaten gleichbe-
handelt.

Die SLO-Prés. schiigt-auf dringenden franzosischen Wunsch daé weitere
Rechtsmittel der ,cassation zum Europ#iischen Gerichtshof vor, mit der eine

" Uberprﬁfung der Entscheidung der Berufungsmstanz in Rechtsfragen eroffnet

wetden soll (Artikel 48).Im Einzelnen ist die Ausgestaltung der ,Cassation* noch
unkiar, da auch FR bisher Seine Vorstellung noch nicht néher prézisiert hat.

BMJ sieht zwar grundsétzlich ejn Bediirfnis dafiir, dass die LQtztauSlégungsbe—
fugnis des EuGH fiir Fragen des Gemeinschaftsrechis auf geeignete Weise si-

_chergestelit wird. Problematisch.wére jedoch-ein regelmiRiges weiteres-

Rechtsmﬁtel im Sinne einer dritten Instanz das zu nicht unerhebllchen Verfah-

" rensverzégerungen fiihren wirde. Dartiber hinaus erscheint eme cassation in

dem von FR angestrebten Ausmaf fiir européische Biindelpatente ohne ‘Ande-
rung des EG-Vertrags auch gar nicht méglich: Daher solité nach einem Weg ge-
sucht werden, der die letzte' Auslegungskompetenz des EuGH in einer dem EG-
Vertrag geméfien Weisé einerseits sichert, andererseits jedoch kein weiteres re- .
gelmaniges Rechtsmittel erdffnet '
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. Zur Vertretung vor einem Européischen Patentgencht tritt BMJ in den Verhand-
lungen fiir einen’ Vertretungszwang ein, um ein zligiges und effizientes Verfahren
zu gewdhrleisten, Die SLO-PRAS. ‘'schidgt vor, dass Patentanwélte als Prozess- '
vertreter fiir Nichtigkeitsverfafiren in Betracht kommen sollen (Artike! 28 Abs.2).
BMJ ist fiir eine Priifung emgetreten ob diese Vertretungsbefugms - jedenfalls

. bel Vorlage eines entsprechenden Befahigungsnachweises - auf Verletzungsver-
-fahren erweitert werden solite. ' '

’ Meinuhgsstand ifn Rat

-Erfreulicherweise zeichnet sich im-Rat zu einer Reife der unter 2 dargelegten Kern-

fragen eine Msﬂugung_dﬂ__aom ab. Ein abweichender Trend beschréinkt sich

auf das Trennungsprinzip, bei dem eine deutliche Unterstutzung unter den Mltglled-
staaten fiir die Befugnis der Lokalkammer besteht, unter Hmzuznehung eines techni-

'schen Rlchters aus der Zentralkammer Gber Nlchtlgkeltsmderklagen im Verbund mit

der, Vedetzungsklage Zu entschelden Gleiches gllt fur die Besetzung der Eingangs-
kammern, die nach Giberwiegender Ansicht der MS bereits in erster Instanz multinatio-
nal gepragt sein sollte, ' ‘

Im Hinblick auf die kommende FR-Prés. ist zur derzeitigen Positionierung von Frank-
reich auszufuhren dass es sich. mlt inhaltlichen Stellungnahmen weitgehend zuriick-.

hilt. Dles dirfte elnerselts mit seiner kommenden Rolle als Préasidentschaft zu tun ha-
. ben héngt aber auch mit unterschiedlichen. Auffassungen innerhalb der franzoswchen

Regierung zusammen. Das Wirtschafts- und Industrieministerium zusammen mit dem
INPI vertreten eine der BMJ-Posmon verglelchbare Linie (zusténdig fiir Patent). Das
Justuzmrmstenum (zustandlg filr Genchtsbarkeut) und auch das AuRenministerium ha- -
ben zu wichtigen Fragen andere Auffassungen, die in der offiziellen FR-Position auch
ihren Niederschlag finden, So hat sich FR urspriinglich dafiir ausgesprochen.Adas_s ein
Gerichtssystem in die bestehenden EuGH-Strukturen einzugliedemn sei. Von dieser

Auffassung ist FR nach einer Sitzung der deutsch-franzosischen Arbeitsgruppe am
. 22. Februar 2008 abgeriickt und hiit seitdem auch eine auBerhalb der EuGH-

Strukturen errichtete Genchtsbarkent durch vdlkerrechtlichén Vertrag nach Artikel 300
EGV fiir denkbar. Als Ausgleich dafiir sei jedoch eine AnbindUng an den Gerichtshof im
_Sinne einer ,cassatian" erforderlich. Jushzmlmstenum und Aullenmumstenum treten in.
FR fir einen weiten Anwendungsbereich der. cassation ein, Industne— und Wirtschafts-
ministerium fiir dessen’ Begrenzung.
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Zur Frage des Gemeinschaftsp_atents ist FR nach Angaben éus den Reihen der FR-
Delegation in der Folge einer formalen Koordinierung des SGAE zu der zwischenzeit-.

B lich aufgegebenen. Position zumckgekehrt wonach das Gemelnschaﬂspatent kein vor-

" rangiges Ziel von FR sei, so dass D im Zweifel nicht mit einer franzomschen Unterstit-

zung der Paketldsung rechnen kann.

Das Vereinigte Konigireich nimmt bisher eine unklare Haltung ein. Zwar hat VK bekrif-
tigt, dass es an der Einfiihrung eines qualitativ hachwertigen europdischen Gerichts- -
systems ein starkes Interesse habe. Die Beitrige zu'einzelnen Fragen sprechen aller-

_dings eine andere Sprache und sind r'egelmé(sig gegen dessen Einflihrung iiberhaupt

gerichtet. So hat \IK Z.B. kein g'esteigertes Interesse an einem Gemeinschaftspatént

- bekundet, gleichzsitig fiir européische Biindelpatente ein opt-out fiir Patentinhaber

bzw. langfristige (25 Jahre)'l'.]bergangsfristen gefordert, lokalen Eing'angskémmérn soll-
ten von Fall zu Fall komplett multinational neu zusammengesetzt werden, die Verfah-
rensordnung des Gerichts solite — ‘anders als sonst beim Gerichtshof Giblich — volistén-

- dig durch den Rat erarbeitet werden, allesamt Vorschilage, die die Einfilhrung eines eu-
ropéischen Gerichtssystems wenig wahrsécheinlich erscheinen lassen wiirden. Die Pa-

ketlésung findet keine Unterstiitzung.

' Rveaktié'ri-derxbéteillglen Kreise |

BMJ hat am 7. April 2008 eine Anhorung der Vertreter von Verbinden, Ressorts und

Landemn zum Thema durchgeflihirt. Die Anhdrung hat ergeben, dass die durch BMJ

vertretenen Positionen bei den beteiligten Kreisen auf breite Unterstiitzung stolen. Es
wurde insbesondere zum Gemeinéchaftspatent die Paketidsung (Gerichtsbarkeit nicht
ohne Gemeinschaftspatent) sowie die Losung der Ubersetzungsfrage im Wege von
Maschineniibersetzungen zu Informationszwecken ohne Rechtswirkungen begru&t
Auch die Zustandlgkeltsrege|ungen der Lokalkammern sowie 'deren Sprachenregime
fand breite Unterstutzung Sofern in Teilaspekten abweichende Ansichten geduRert
wurden, wie z. B. bei der Frage der Einbeziehung européischer Patente in eine Euro-
péische Genchtsbarkelt bei der eme Reihe von Teilnehmern zu Zurlickhaltung riet
oder bei der Frage der multlnatlonalen Besetzung der lokalen Eingangskammern, die
z. T. als wiinschenswerte Harmonisierung der Rechtstraditionen bereits in erster In-
stanz beurteilt wurde, haben diess bereits bei der unier_ 2). dargelegten BMJ-Position

Beriicksichtigung gefunden.

-Ablauf der weiteren Verhandlungen

_ a) Brilssel

13| 56



1807.4-9330-29-2-31-560-2008

-14-

Unter SLO-Prés. werden drei weitere Sitzungen der Rats(-AG stattfinden, auf denen die.

erste Lesung des Dokuments 6985/08 zur Gerichisbarkeit abgeschlossen eine weitere

Dlskusslonsrunde zum Thema Gemeinschaftspatent gefiihrt und die Thematik der -
Rechtsgrundlage beraten werden solien. Zu rechnen ist mit einem Fortschrittsbericht
der SLO-Prés. fiir den Wettbewerbsfahlgkeltsrat am 29./30. Mai, der das Ergebnis der
Diskussionen zusammenfasst Ein besonderes Augenmerk ist auf den Europidischen
Rat im Juni zu richten, bei dem méglicherweise FR versuchen wird, berelts Vorgaben
fiir seine anschlieBende Prasidentschaft unterzubnngen Hier wurd darauf zu achten
sein, dass fachlich noch nicht fundlerte Vorfestlegungen polmscher Natur vermieden
werden. ‘

Es Ist damit zu rechnen, dass auch unter FR-Priis. das Dossier weiter vorangstrieben
wird mit dem Zlel, einen greifbaren Erfolg zu erzielen. Ob ein inhaltlicher Abschluss in
einem.der Bersiche. Gememschaftspatent Gerichtsbarkeit, EPU-Rewsmn gelingen” ’
wird, ist fraglich. Beim Gememschaftspatent dessen inhaltliche Beratungen bis auf die

_politischen Fragen der Ubersetzung der Anspriiche und der Gebﬁhrenvertellung bereits
2004 weitestgehend abgeschlossen worden waren, wére ein Durchbruch aus fachli-
cher Sicht am ehesten méglich. Die Signale aus FR lassen allerdings daran zwelfeln,

dass dieses Element forciert werden wird. Was die Gerichtsbarkeit anbetrifft, so er-
scheint ein inhaltiicher Abschluss mit Blick auf den Umfang der noch etforderlichen Ar-
beiten kaum realistisch. - ’

b) Bilateral _

Fiir den Fall, dass Frau Ministerin am Wet_tbewefbsféhigkeitsrat Ende Mai teilnimmt,
wird ein Gespréich am Rande des Rates mit FR Kollegin Lagarde zu den-Absichten der
FR-Prés. und einem Austausch zu Kemfragen des Dossiers angeregt Fr Juni ist auf .
Arbeitsebene die Emberufung einer Sitzung der deutsch-franzésischen Arbeitsgiuppe
geplant, auf der BMJ einerseits die D-Position emeut deutlich machen wird und ande-
rerseits versucht werden soll, Emzelherten Uber die Planungen der FR-Prés. zu erfah-
ren bzw. mnt zu gestalten. Abhangig vom Ergebms wird Ill B 4 ein Schreiben von Frau
Ministerin an dle FR Kollegin Lagarde im Vorfeld der FR-PRAS anregen,.in dem die D
Haltung und Erwartungen zusammengefasst werden.

€) National . _— ‘
Fur den 26. Mai ist eine Sitzung der Arbaitsgruppe ,,Européische Paientgeﬁqhtshad(eit“
einbérufen, bei der es sich um eine Vom BMJ eingesetzten Arbeitsgruppe von Patent-
praktikemn handelt, die unter Leitung des Prasidenten BPatG die Arbeiten fachlich be-
gleitet. :
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Nach den beiden ersten Sitzungen der Ratsai'beitsgfuppe unter FR-Pris., die derzéit
fur den 7. und 24. Juli vorgesehen sind, soll eine erneute Abstimmung mit den beteilig-
ten Kreisen nach der Sommerp'aus'e'durchgéfi]hrt werden, um die sich dann abzeich-
nende franzésische Linie zu erértem. ' '

Uber:
Herrn AL Il
Herrn UAL Il B
Whv. in Referat 1l B 4.
B2 - -liB4
hat elektronisch | / C 4
mitgezeichnet : ;
o 24/ "

b

?/((ov
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COUNCIL OF ~ Brussels, 19 March 2008

 THE EUROPEAN UNION
7728/08
PI14
WORKIN G DOCUMENT
.from: Presxdency : ‘
to: . ‘Working Party on Intellectual Propertl(PatentJ
No. prev. doc. :* 7001/08 PI 10 .
‘Subject : European Union Patent Junsdmtlon - Preliminary Set of Provisions for the ﬁJture :
-+ legal instrument

Delegations will find in Annex a Presidency 'workin: g document contalmng a preliminary set of
provisions for the future legal instrument on the EU Patent Jurisdiction for discussion at the
meetings of the Intellectual Property (Patents) Working Party.on 2 and 8 April 2008.

These provisions aim to transcrlbe the content of the latest Pres1dency working document (7001/08)
into legal text. They are also based on contnbutmns and comments from Member States and
stakeholders on this latest workmg document

7728008 " | LK/mg 1
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EUROPEAN UNION PATENT JURISDICTION - '
PRELIMINARY SET OF PROVISIONS
FOR THE FUTURE INSTRUMENT

PARTI - GENERAL AND INSTITUTIONAL PROVISIONS

"' CHAPTERI - GENERAL PROVISIONS

Article 1 :

Jurisdictional system (Council WD': Point 2, Bullet 2)

A jurisdictional system for the settlement of litigation related to the. mﬁngment_ and validity of
Community patents and European patents is hereby established. To this end, a European Union

‘Patent Court (hereafter: Court) is created.

'Axﬁcle2
Definitions o ' ’ ‘

a - (1) "Community Patent" means a patent granted in accordance with Regulation (EC) No. ...
(2)' "European Pitent" means a patent granted in accordance with-the European Patent Convention.

3) "Eurépeari Patent Convention" means the Convention on the Grant of Ruropean Patents of
5 October 1973, as last revised on 29 November 2000.

! Document 7001/08.

7728/08 | o LK/mg ° 2
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(4) "European Patent Office” means the organ carrying out the granting of patents under the
European Patent Convention.

{5) "Patent” meapé_ a European patent validated in one or nore Member States or a Community

patent..

(6) "Statute" means [ the Protocol on the Statute of the European Umon Patent Court annexed to,
this mstrumen;] .

Artlcle 3
Scope of Application (Council WD: Point 2, Bullet 2)

This [instrament] shall apply to
(a) anly Community patent, ‘
(b) any European patent which was valid at the date referred to in Article 60 or was granted
after that date without prejudice to Article 58; and N . ‘
(c) any application for a patent which is pending at the date referred to in Article 60 or filed
after that date. \ | '

_CHAPTERI - ORGANS OF THE COURT

~

Article 4 4
The Court (Council WD: Point 2, Bullet 6)

(1) The Court shall comprise a Court of First Instance, a Court of Appealﬂand a Registry.

(2) The Court shall be assisted by an Advisory Committee.

(3) The Court shall perform the functions assigned to it by this [instrument].

7728/08 ' e LK/mg - _
DGCI | ! EN 1556
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Article 5

The Cégrt of First Instance

(1) The Court of First Instance shall comprise a central division as well as local and/or regmnal

divisions. (Counczl WD: Point 3)

QA local dmsmn shall be set upin a Member State of the European Union (hereafter Member
State) upon its requwt (Council WD: Point 3 Bullet 3) ' '

(3) An additional lq'cai division shall be set up in a Member State upon its request when more than

-on¢ hundred patent cases per calendar year have been recorded in that Member State during three

successive years prior to or subsequent to the date referredto in Article 60. The maximum number

of local divisions per Member State shall be three. (Council WD: Point 3, Bullet 4)

(4) Member States hosting a local.bdivision shall designate its seat and provide the facilities
necessary for that purpose. (Council WD: Point 3, Bullet 3)

®A 'regional division shall be set up for two or more Member States, not hosting a local division,
upon their request. Such Member States shall designate the seat(s) of the division conoemed. The -
regional division may sit at mltiple locations. (Council WD: Point 3, Bullet 5)

(6) The central division shall have its seat in /...].

(7) All divisions shdlllsit in one or more panels established in accordance with the Statute.

(8) In case-é Member State wishgs to disodntinue a local division or its participationina regional

division it shall notify the Registry in accordance with the Statute.

7728/08 ' - ‘ . LK/mg
DGCI - : EN 1956
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Article 6
The Court of Appeal

) The Court of Appeal shall have its seatin /...].
.(2) The Court of Appeal shall sit in one or more panels established in accordance with the Statute, |

Article 7

Compbsition-of Panels

* (1) Any 'pa'nel of the Court of First Instance shall have a fnultinational coﬁnposiﬁbn Without
~ prejudice to Article 15 (5) it shall consist of three Judges (Council WD: Point 3, Bullet 6; Point 9, .
‘ .Bullet 4

(2) Any panel of alocal dmsmn shall consist of two permanent Iudges who shall be natxonals from
* the Member States hostmg the division concerned. The third Judge shall be a member of the Pool of
Judges referred to in Article 13. (Council WD: Point 9, Bullet 2)

(3) In Member States where during éperiod of three successive years more than fifty patent cases

per calendar yéar have been recorded at first instance level the third Judge referred to in paragraph

o (2) shall serve on a permanent basis at the local division. In other Member States the member of the

Pool of Judges shall be seconded to the local division on a case by case. basls (Counctl WD: partly
Point 9, Bullet 2)

(4) Any panel of a regional division shall consist of two bermahént Judges chosen from a regional
~ listof Judges, who shall be natlonals of the Member States concerned, and one Judge from the Pool
of Judges who shall be of a dxfferent nationality. (Counczl WD: Point 9, Bullet 3)

(5) Any pane’i‘ of the central division 'shall oonéist of two legal‘ly qualiﬁed Judges and dne
technically qualified Judge. (Council WD: Point 11, Bullet 1)

7728/08 ' LK/mg )
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» " (6) Any panel of ‘the Court of Appeal shall consist of five Judges having different nationalities:
three legally qualified Judges and two technically qualified Judges (Coﬁncil WD: Point.11, Bullet 1)

Article 8
: .The Registry

(1) A Registry shall be set up at the seat of the central (llivisidn‘. It shall be managed by the Registrar
-and perform the functions assigned to it in accordance with the Statute. (Council WD: Point 14, A
Bullet 1) '

-\ "~ (2) A sub-registry shall be set up at any local or regional division.

(3) The Registry shall keep records of all cases before the Court. Upon ﬁliﬁg the sub-registry
concemed shall notify: every'basé to the Registry. (Council WD: Point 14, Bullet 1,2)

(4) The Registry shall keep and 4a¢41minister the lists drawn up in accordance with Articles 13 and 36.
(5) Attherequestofa local or regional division the Registry shall allocéte judges from the Pool of
Judges to the division concerned. The allocation of judges shall be based on their tec}inical _

expertise, linguistic skills and proven experience pursuant to Article 7. (Council WD: Point 14,

Bullet 3)

(6) The Registry shall keep and publish a list of notifications of.opt-outs and withdravéals of opt- ‘
outs in accordance with Article 58.

(7) The Registry shall publish annual reports with statistical data.

7728/08 - LX/mg
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Article 9
Advisory Committee .

(1) An Advisory Comnittee shall be set up in accordance with the Statute.
(2) The composition of the Committee shall ensure the highest standards of competence in the field
of patent litigation, a broad range of relevant expertise and the broadest possible geographlc

distribution within the European Union. (Council WD: Point 12, Bullet 5)

(3) The Advi'sory"C:ommitteeshall assist in the preparation of the appointment for judges of the
Court. (Counci_l WD: Point 12, Bullet 4,)

“ The Advisory Commlttee shall provide adv1ce for the purposes of the training framework

referred to m Article 14.

(5) The Advisory Committee shall assist in the establishment of the Court fees referred to in Article
43,

' CHAPTER I - JUDGES

Article 10
Eligibility criteria’

(1) The Cotrt shall comprise both legally and technically qualified Judges. Legally qualified Judges
shall be quahﬁed for judicial functions at the national level. Technically qualified Judges shall have '
a university degree in a ﬁeld of technology (Council WD: Point 11, Bullet 1, 2)°

* (2) Judges shall ensure the highest standards of compet'e'nce in the field of patent litigation. They

shall have a proven experience in patent litigation. (Council WD: Point 9, Bullet 1; Point 11,
bullet 1}

7728/08 ' - 1K/mg
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(3)..Men'1bers of Boards of Appeal of a natiqnal patent office or of the European Patent Office shall
not be eligible to serve as a Judge of the Court until expiry of a period of six months after the
termination of their previous function. (Council WD Point 12, Bullet 2) '

) The exercise of the office of a Judge shall not exclude the exercise of other judicial functions at
the national level. (Council WD: Point 12, Bullet 3) -

Article 11
Appointment Procedure

The Judges shall be appointed by the Council, in accordance with the procedure laid down in the
Statute, on the basis of proposals fro,r_n the Advisory Committee. (Council WD: Point 12, Bullet 4)

Article 12 _ _
Judicial Independence and Impartiality

(1) The Court, its Judges and the Registrar shall enjoy judicial independence. In their decisions, the
Judges shall not be bound by any instructions and shall comply only with the provisions of this
[instrument, the Statute and the Rules of Procedure]. (Council WD: Point 12, Bullet 2)

(2) Judges shall not take part in proceeditigs concerning patents or patent applications with which

‘they have been connected in any way in a previous function.

Article 13
Pool of Judges

(HOA Pool of Judges shall be set up in accordance with the Statute. (Council WD: Point 10,
Bullet 1)

7728/08 - LK/mg 8
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) The Pool shall consist of legally and technically qualified Judges from all divisions. The .

B appomtment of technically qualified members of the Pool shall ensure that the Pool dlsposes of at

least one member w1th qualifications and experience per field of technology (Council WD:

~ Point 10, Bullet 2)

Artlcle 14

‘ Traimng Framework

A traJmng ﬁ'amework for Judges shall be set up in order to i improve and increase available -

patent htlgatmn expertise and to ensure a broad geographic distribution of such speclﬁc knowlcdge

- and expgnence (Council WD: Pomt 1 1, Bullet 1; Point 19, Bullet 1)

(2)( The training framework shall include in patﬁi:uiar intemships in patent tribunals having a

~ substantial number of patent litigation cases. (Council WD: Point 19, Builet ?1)

3) The training framework will prov1de for contmuous training once the Junsdlcuonal system has
come into operation, Regular meetings will be orgamzed between all Judges of the Court in- order to
d:scuss developments in patent law and ensure consistency of jurisprudence. (Council WD:

Point 19, Bullet 2)

‘CHAPTER IV - JURISDICTION AND EFFECTS OF DECISIONS

Article 15
Jurisdiction in respect of infringement and validity

(1) The Court shall have exclusive obinpetgn‘ce in respect of actions for actual or threatened -

Jinfringements or for a declaration of non-infringement, actions or cou’nter;;l.a'ims.for revocation,

-actions for damages or compensation derived from the provisional protection conferred bya
published patent application and actions relating to the use of the invention prior to the granﬁng- of
the patent or to the right based on prior use of the patent. (Council WD: Point 3, Bullet 8).

7728/08 C " LK/mg | 5
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(2) Direct actions for revocation or actions for tjecla;ation of non-infringement shall be brought

before the central division. Such action can be brought without the plaintiff having to initiate an
opposition procedure before the European Patent Office. (Council WD: Point 4, Bullet 2)

(3) Actions for actual or threatened mﬁmgement actions for. damages and oompensahon, and

actions for mterlocutory mjuncuons shall be brought before .

- the local division hosted by the Member Stqté where the actual or threatened infringement
occurs or may occur, or the regional division in whxch this Member state participates, or
- the local division hosted by the Member State where the defexi;lant is domiciled.or the
fegi(mal division in which this Member State participates. |
If the :Memﬁer State concerned does n;t host a local division and does riot participhte in a regional
d1v1s10n, actions shall be brought before the cenlral dmsmn. (Counc:l WD ‘Point 4, Bullet 1;

Point 5 Bullet 1 )

(4) In any case parties can agree to bring an action before the division of their choice, including the
central division. (Council WD: Point 3, Bullet 5) '

(5) Where a counterclaim for revocation is brought in the case of an action for infringement, the

 local or regional division concerned shall examine whether the counterclaim is manifestly

unfounded in wh1ch case it proceeds with the action for mﬁmgement (Council WD: Point 4
Bullef 3,) : : :

. Ifitis of the opinion that the counterclaim could be founded and the patent could be revoked it shall
‘cither, after having heard the parties ask the Registry to aséign a technically qualified judge in the -

field of technology conCemed from the Pool of Judges; or refer the counterclaim for decision to the
central division and stay t the mﬁ'mgement proceedings. (Council WD: Pomt 4, Bullgt 4)
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Article 16 ,
Effects of decisions

. (1) Decisions of the Court will have effect, in the case of a Community patent for the whole
“territory of the’ European Union and i in the case of a European patent for the temtory of those :
- Member States for which the European patent has been validated. (Counczl WD: Point | 7)
. . .‘ '
@A Commumty patent can be revoked, cither entlrely or partly, in the case of [Artzcle 28 of
Regulation (EC) No. ]. (Counczl WD: Point 1 7).

A European patent can be revoked, either entirely or - partly, if the grounds for revocation under. |
Article 138.of the European Patent Convention affect the patent only in part. (Counc:l WD:
Point 1 7)

(4) In the ceSe ofa partial revooation the patent will be limited by a corrésponding amendment of
the claims. The revocation in total or in part of a patent shall have retroactive effect. (Council WD:
Point 2, Bullet 2) '

(5) If the validity of a patent has been contested in infringément proceedings initiated by the holder
of'an exclusive licence and the proprietor of the patent did not take pait in the proceedings, the
decision of the Court shall only take effect between the parties to the proceedmgs (Counc:l WD:
‘Part I, pamt 3.1, par: I) o i .

CHAPTER V - Arbitration and Mediation

Article 17 ‘ |
Patent arbitration and mediation centre (Council WD: Point 16)

‘[to be developed]
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PART II - FINANCIAL PROVISIONS

» Article 18 .
" Budget (Council WD: Point 18) ' Y

(1) The budget of the Court shall be balanced.

(2) The budget shall be based upon the Court's own financial resource’s.zind, where necessary,
_ contributions from the Community budget, in accordance with the Statute.

(3) The Court's own financial resources shall oompﬁsc Court fees and penalty payments. (Cou;icil
WD: Point 18, .bullet 7) . '

 Article 19 o
Financing of the Court (Council WD: Point 18)

(1) Opcratmg costs of the Court shall be financed from its own financial resources and where
necessary co-financed by the European Commumty

] (2) Notwithstanding paragraph 1, the operating costs of local divisions which due to an insufficient
~\ “\ .number of actions brought before them do not dispose_ of significant own financial resources, shall
" not be co-financed by the European Comniunit)" but by the Metpbcr‘Stdte hosting this division.

(3) The European Community shall in accordance with the Statute:
- finance the initial .costs fequired for the establishment of all divisions including the setting
up of electronic prbcedﬁrw; ' -
- finance additional costs incurred as'a result of the participéﬁon of the Judges from the Pool

of Judges in local or regional divisions;
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- finance all costs of the central division and of the Court of Appeal;

- co-finance operational costs of the regional divisions;

- co-ﬁnance additional expendltures such as intérpretation to assxst the parties at oral
procedures and legal aid:

Article 20

 Financing of the Training Framework for Judges

The Tralmng Framework for Judges shall be ﬁnanced by the European Community. (CounczI WD:
. Point 19, Bullet 3

Article 21 4 .
Financing of the Patent arbitration and mediation centre (Council WD: Point 16 piz‘i'; 2) .

[to be developed]

PART III - PROCEDURAL PROVISIONS'
CHAPTER 1 - GENERAL

" Article 22
Rules of Procedure

(1) The Court shall establish its Rules of Procedure. (Counczl WD: partly Point 2, Bullet 7; part II
Introduction, par.1, 4) '

(2) These Rules shall require the approval of the Council, acting by a qualified majé;ity.

Procedural prov1s1ons are based on the Enforcement Directive, and take account of the work
carried out in the context of the preparation of the EPLA, such as the Venice Resolution; they -
also reflect provisions from the Statute and the Rules of Procedure of the Court of Justice of the
European Communities. .
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Article 23

“General obligéﬁon-s

(1) The Court shall deal with litigation in ways which are proportionate to its importarice and

4

complexity. (Council WD: part II, Point I, par. 1)

(2) The Court shali- ensure that the rules, procedures and remedies are not used in an unfair way and
in particular not distort competition. (Council WD: part II, Point 1, par.3) |

Article 24 ' - - S
Case management (Council WD: part II, Point 1, par. 2)

The Court shall actively manage the cases before it in accordance with the Rules of Procedure.

'Article 25

Electronic procedures (Council WD: part II, Point 3.2, par. 4)

" The Court shall make best use of electronic procedures, such as electronic filing of submissions of

the parties and stating of evidence in electronic form, as well as video conferencing for overall

communication, in. accorda_n'ce'wi_th the Rules of Procedure.

Article 26
Public proceedings (Council WD: part II, Point 1, par. 4)

The proceedings shall be open to the public unless the Coutt decides to make them confidential in

 the interest of one of the parties or in the general interest of justice or public order.
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" Article 27 ,
‘Partles (Council WD:.part II, Point 3.1, par. )

(1) Any natural or legal person, or any body equivalént to a lega.l person, “who i 18 proprietor of a
patent shall have access to the Court in order to bring acuons, to defend itself against actions, or to
seek apphcatlon of the procedures and remedies foreseen in th:s [mstrument] or the Rules of
Procedure '

(2) The holder of an exclusive licence under a patent shall be able to initiate litigation before the
Court in the same way as the | propnetor provided thiat the patent propnetor is given prior notice,
.unless the licensing agreement provxdes otherwise. '

(3) The holder of a non-exclusive licence shall be entitled to initiate litigation before the Court in so’
~ far as expressly permitted by the license agreement. '

(4) In cases 1mt1ated by any hcence holder, the patent propnetor is. enutled to intervéne in the
procedure '

Article 28

Representation

“ (1) The pe.rties shall be represented by lawyers authorized fo practise before a court of a Member
State who may be assisted by a European Patent Attorney, who is . a natlonal ofa Member State
entitled to act as professional representative before the European Patent Office (hereaﬂer European
A Patent Attorney). (Council WD: part I1, Point 3.1, par. 2)

2 Notwithstanding paragraph 1, Eufopean Patent Attorneys who are in possession of a [EU patent
litigation certificate - to be developed] may represent the parties in dctions for revocation of a

‘patent before the central division. (Council WD: part II, Point 3.1, par. 2)
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(3) Representatives of the parties and their assistants shall enjoy the rights and immunities
necessary to the independent exercise of their duties. (Council WD: part II, Point 3.1, par.3).

(4) Representatwes of the partles and thelr ass1stants shall be obhged not to misrepresent cases or
facts before the Court either knbwmgly or with good reasons to know '

CHAPTER Il - LANGUAGES OF PROCEEDINGS

- Article 29
Language of proceedings at the Court of First Instance

(1) The ‘la'n'guage of proceedings before any local or regional division is (are) the official

language(s) of the Member State hosting tlie relevant division or the language(s) designated by
Member States sharing a regional division. (Council WD: Point 6, Bullet 1)

(2) Parties shall be entitled to agree on the use of the languagé in which the patent was granted as
language of proceedings su‘bjeCt to approval by the relevant division. If'the division concerned does

-not approve their choice, the parties can request that the case is referred to the central division.

(Council WD: Point 6, Bullet 3)

(3) At the request of one of the parties and after having heard the other partie(s) the relevant local or .

regional diﬁéion' can, on grounds of convenience and fairness, decide on the use of the language in

which, the patent is granted as language of 4proceedings. -(Cquncil WD: Point 6, Bullet 2)

" (4) The language of proceedings at the central division is the language in which the patent

concerned was granted (Counczl WD: Point 6, Bullet 4)
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Article 30 | :
Language of proceedings at the Court of Appeal and for review procedures (Council WD
Point 7, Bullet 5)

) The language of proccedmgs before the Court of Appeal shall be the language of proceedmgs
before the Court of First Instance : ‘ !

(2) Parties: shall be entitled to agree on the use of the language in whlch the patent is granted as
-language of proceedmgs

(3) In exceptional cases and to the-extent deemed appropriate, the Court may decide on another /
"European Union official language as the language of proceedmgs for the whole or part of the

proceedmgs, subject to agreement by the parties.-

(@) The language.of proceedings for the review procedure shall bé the language of proceedings
“before the Court of Appeal.

Artlcle 31

. Other language arrangements ' : a .

(1) Any division concerned and-the Court of Appeal are entitled, to the extent deemed appropriate,
to-dispénse with translation requirements for the patent and supporting documents. (Council WD: .
~ Point 6, Bullet 2)

(2) At the request of one of the parties, and to the extent deemed appropﬁate; any division and the
Court of Appeal shall provide interpretation- facﬂmes to assist the partle(s) concerned at oral
proceedmgs (Council WD: Point 6, Bullet 5)
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' CHAPTER Il - PROCEDURE BEFORE THE COURT

Article 32
Oral, interim and written procedures

(1) The procedure before the Court shall consist of é written, interim and oral part, in accordance
with the Rules of Procedure. All parts shall be organized in a flexible and balanced manner Council
WD: part II, Point 3.2, par.1) | | o

(2).In the interiin part, after the written procedure and if appropriate, the fudge acting as
Rapporteur, designated in accordance with the Rules of Procedure, will be responsible for
'ooiﬁening.an interim hearing. He shall in particular explore the possibility for a settiement. |
(Council WD: pﬁrt 11, Point 3.2, par 2) ‘

(3) The-oral procedure shall give parties the opportunity to explain propg‘:i'ly their arguments. The
Court may, on the agreement of the parties, dispense with the oral procedure. (Council WD: part 11,
Point 3.2, par'3) '

Article 33

Means of evidence

(1) In proceedings bef‘ore the Court, the means of gi;ring or obtaining evidence shall include in
particular the following:

- héhring the parties,
- requests for information,
- production of dociments,
- hearing witnesses,
- opinions by l‘expe_r‘ts;
" - inspection, -
- comparative tests or experiments,

- sworn statements in writing (affidavits).
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’(2) ‘The Rules of Procedure shall gover the procedure for taking such evidence. Questioning of

.witnesses and experts shall be undér the control of thé Court and be limited to what is strictly

-necessary.

Article 33 _
- Burden of proof (Council WD: part I, Point 3.3, par 1)

‘The onus of the proof of facts shall be on the party relying to those facts, unless the Court decides
otherwise. o ' : - :

Article 34

Reversal of burden of proof (Council WD: part IT, Point 3.3, par 2, 3)

1)) ¢4 the subject-matter of a patent is a procéss for obfaim'ng 4 new product, the same.product when
produced without the consent of the prc;prietor shall, in the absence of proof to the contrary, be
deemed to have been obtained by the patented process.

(2) The same shall apply if there is a strong likelihood that the same brodut:t was obtained by the

'~ process and the proprietor of the patent has not been able, despite reasonable efforts, to determine |

what procedure has actually been used.

(3) In the adduction of proof to the contrary, the legitimate interests of the defendant in protecting
his manufacturing and trade secrets shall be taken into account,
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. CHAPTER IV - POWERS OF THE COURT

Article 35

_ Orvdetv to produce evidence

(1) Wherea party has presented reasonably available evidence sufficient to support its claims and

has, in substantlatmg those clalms specxﬁed evidence which lies in the control of the opposing

partyora third party, the Court may order that party to produce such ewdence Such order shall not

result in an obhganon of self-incrimination. The Court may consider that a reasonable sample ofa
substantial number of copies of a protected object constitutes reaSonable evidence. (Counczl WD:
part I, Point 2.3, par 4)

_ (2) The Court shall take due account of the interest of the other party and shall, before makmg such

order, give that party an opportunity to-present its mterests unless this is incompatible with an
effethve enforcement of such order. At the inspection of the premises the requesting party shall not
be preseni itself but may be represented by an independent professional practitioner, whose name -
has to be specified in the Court’s order. Practitioners qualified to carry out the inspections referred
shall be notified to the Registry by théiMembter States. (Council WD: part II, Point 2.3, par 6)

(4) The Court may order a party to refrain from removing from its jurisdiction any assets located
there, or from dealing in any asséts, whether located within its Junsdlctlon or not (Council WD:
part [I Point 2.2, par 2)

) Or,ders may be taken, if necessary, without the other party having been heard (inaudita altera
parte), in particular where any delay is likely to cause irreparable-harm to the right holder or where
there is a demonstrable risk of evidence being destroyed. (Council WD: part II, Point 2.2, par 3)
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Article 36
Power to appoint experts (Counczl WD part II, Point 2.1,-par 8; Point 12, Bullet 6; Point 1 1
‘Bullet 1 ) : '

(1) Without prejudice to the poséib_ility for the parties to produce expert éyidéx_lce, the-Court may at
| any tinio ‘appoint experts in order to provide expetise for specified technical aspects of the case.

(2) To this end, a hst of techmcal experts covering all fields of technology shall be. drawn up by the

. Advisory Committee and kept by the Reglstxy
(3) The technical-experts shall guarantee independence and impa:tiality."

4) Expert advxce given to the Court shall be made avaxlable to the parties who shall have the

~possxb1hty to comment on the advxce given. .

Article 37- .
Provisional and protective measures (Council WD: part II, Point 2.2)

) , .
(1) The Court may grant injunctions against an alleged mfnnger or against a third party whose
intermediary services are used by the alleged infringer; on a provisional basxs intended to prevent
'any impending infringement, to forbid the continuation of the alleged mﬁmgement or to make such
continuation suojeot to the lodging of guarantees.

~(2) The Coﬁn shall have discretion to weigh'up‘the interests of the parties and in particular to take -
into account the potential harm for either of the parties resultmg from the granting or the refusal of

the mjuncﬁon

(3) The Court may in particular also orde_'r the seizure or delivery up of the goods suspected of
 infringing a patent right so as to prevent their entry into or movement within the channels of.
~ commerce, If the injured party demonstrates circumstances likely to oodanger the recovery of |

'damoges, the Court may order theprecautionary seizure of the movable and immovable property of -

_ the alleged infringer, including the blocking of his/her bank accounts and other assets.

7728/08 S , S LK/mg - 21

DGCI | EN

36| 56



1807.4-9330-29-2-31-560-2008

(4) The Court shall, upon requesi of the defendant, revoke the provisional injunction if the plaintiff

‘does not institute, within a reasonable period, proceedings leading'to a decision on the merits of the

case.

| (&) Notw;thstandmg Article 56 the provisional mjuncnon order shall only be enforceable subject to

the lodging of appropnate guarantees, pending the decision on the ments of the case pursuant to the
prevmus paragraph. ' :

Article 38

Decision on merits

(l.) Without prejudice to any damé,ges due to the injured party by reason of the infringement, and -
" without compensation of any sort, the Court may order, at the request of the applicant, that
' appropnate measures be taken with regard to goods found to be infringing patent rights and, in

appropriate cases, with regard to matenals and implements prmcxpally used in the creation or

' manufacture of those goods

(2).Such.measures shall include:

(a) recall from the chiannels of commerce;
(b) definitive removal from the channels of commerce; or
'(e) destruction.

* (3) The Court shall order that those measures be carried out at the expense of the mfnnger, unless

parucular reasons are mvoked for not doing so._

(4) In considering a request for corrective measures, the need for proportionality between the
seriousness of the infringement and the remedies ordered; the willingness of the party concerned to
convert the materials into a non-infringing state, as well as the interests of third pzirtie_s- shall be

taken into account.
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Article 39

Power to order the communication of information

(1) The Court may, in response to a justified and proporuonate request of the clalmant and in
accordance with the Rules of Procedure, ordera party (allegedly) mﬂmgmg the European patent to

inform the claimant of:

(a) the origin and distribution channels of the infringing goods or processes;
* (b) the quantities produced manufactured dehvered recexved or ordered ‘as well as the
pnce obtained for the goods in quest:on and : .
(c) the identity of any third person involved in the production or dlslnbuuon of mfnngmg
goods or in the use of an infringing process

(2) The équ may, in accordance with the Rules of Procedur,e,.also order any other. person who:

(a) was found in the possession of infringing goods or in the use of an mfnngmg progcess, or
(b) was found to be providing services used in. mﬁ'mgmg activities,or

(c) who was indicated by the: person referred to in (a) or () as bemg involved in the
production, manufacture or distribution of the goods or procésses ofixi the provision of the.

services,’

i to provide the injured party with the information referred to in paragraph 1 (a) and (b).

R4 .

Article 40 .
Protection of confidential information

To safeguard‘ a party's or a'‘third party's trade secrets or other conﬁdentizil information, or to prevent
an abuse of evidence, the Court may order that the use of evidence in proceedmgs before it be-
restricted or prohibited or that access to such ev1dence ‘be restricted to certain _persons.
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Article 41

~ Award of damagu (Counczl WD: part II, Pomt 23).

(1) The Court may, on the application of the injured party, order the infringer who lmowingly, or
with reasonable grounds to know, engaged in a patent infringing activity, to pay the injured party
damages appropriate to the prejudice actually suffered as a result of the infringement.

kY

_ (2) The injured party shall, to the exterit possible, be restored in the position he would have been in

ifno mfnngement had taken place. The party infringing the patent shall not benefit from the

mfrmgement However damages shall not be pumtlve
(3) When the Court sets the damages:

(a) it shall take into account all appropriate aspects, such as the negative economic

oonsequences, including lost proﬁts, which the mjured party has suffered, any unfan' profits

made by the infringer and, in appropriate cases, elements other than economic factors, such
_asthe moral prejudice caused to the injuréd party by the infringement;

..(b} as an altemnative to-(a), it may, 1in appropriate cases, set the damages as a lump sum on "

the basis of elements such as at least the amount of the royalties or fees which would have

been due if the 1nfnnger had requested authorisation to use the patent in question.

(4) Where the infringers did not knowingly, or with reasonable grounds to know, engage in
infringing activity, the Court may - order the recovery of profits-or the payment of damages, which

may be pre-estabhshed

Article 42.

‘ Legal costs (Council WD: part II, Pomt 2.3, par 4)

(1) Reasonable aﬁd' proportionate legal costs and other expenses jncqrréd by the successful party
shall, as a general rule, be bome by the unsuccessful party, unless equity requires otherwise.

\
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(2) Where a party succeeds only in part or in exceptional circumstances, the Court may order that
costs be apportioned equitably or that the parties bear their own costs,

(3) A party shiould bear any unnecessary costs it has caused the Cou& or another party. .

‘ Artlcle 43

Court fees (Counczl WD: part II Point 2.3)

( 1) Partm to proceedmgs before the Court shall pay court fees, to be established and rewewed

' penodlcally in'accordance with the Statute

(2) The Amdunt of the court fees shall ensure a nght balance betvc}een the principle of fair access to

justice and an adequate contribution of the parties for the services rendered by the Court:

(3) Court fees shall be paxd in advance, Any party which has not paid a prescnbed court fee may be
excluded from further pammpatlon in the proceedmgs

Arti(_:le_44.
Legal aid (Council WD: part Il Point 2.3, par 4)

(1) A party who is wholly or in part unable to meet the costs of the proceedings may at any time

apply for legal aid. The application shall be accompanied by evidence of the applicant's need of
QsSistance; and in particular by a document from the competent authority in the Member State

“where ttie party is domiciled. The Member States shall notify to the Registry their competent

authorities. -

(2') The Court shall decide whether legal aid should be granted in full or in part, or whether it should
be refused, in accordance with the Rules of Procedure.
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CHAPTER V - APPEAL AND REVIEW

- Article 45

Appeal

| (1) An appeal shall lie to the Court of Appeal from decxslons of the Court of Flrst Instance (Counc:l

WD Point 2, Bullet 6; Point 7, bullet 1)

) 'Appéals of decisions of the Court of First Instance may be based on points of law and matters of

~ fact.

- (3 New facts arid new evidence may only be introduced if their subinission by the pa;ty concerned
" could not reasonably have been expected during proceedings at first instance, in accordance with - :

the Rules of Procedure.

(4) An appeal against a final decision of the first instance: diviéion may be brought before the
second instanice division within three months of the notification of the decision appealed against.

Article 46
Effects of an appeal (Council WD: Point 7. Bullet 4)

(1) An appeal shall have suspensive effect unless the Court of Appeal decides otherwise at the
motivated request of one of the parties. ' '

(2) The relevant decision shall be taken within one month by the Court ‘of Appeal.

(3) The Court of Appeal shall be entitled to repea] the suspensive effect subject to the provxslon of a
security by the party concerned.
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-Article 47
Decision in appeal and referral back

- O the‘appeél'is well-founded, the second instance court shall revoke the decision of the ﬁrst
instance court and give final judgement. The Court of Appeal may in exceptlonal cases and in .

accordance with the Rules of Procedure refer the case back to the first instance court for dec:sxon

(2) Where a case is referred back to the Court of First Instance it shall be bound by the declston of

the second instance court on pomts of law

Ai'ticle 48 )

Petition for Review (cassation) (Council WD: Point 2, Bullet 8 Point 8)

' €3] Declsmns ngen by the Court of Appeal under Article 45 may be subject to. further rewew by the

Court of Justice of the European Communities on points of law only, in accordance with the Statute,

V) A petition for review shall have no suspensive effect.

"CHAPTER VI - DECISIONS

"Article 49
Basis for decisions (Council WD: partII Poznt 4, par 1 )

- (1) The Court shall decide in accordance with the requests submitted by the parties on the basis of

applicable substantive patent law. The Court shall not award more than is requested.

(2) The decisions on the merits may only be i)ased on arguments or evidence on.which the parties

have had an opportunity to present their comments.
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(3) Apart from well-known facts, decisions on the merits may onI}; be based on the grounds, facts
and eyidence put forward by the parties or ixlﬁ'oduced into the procedure by the order of the Court.

(4). The Co!m shall evaluate evidence freely and indepexidenﬂy.. .

Article50
" Formal reqmrements (Counczl WD: partII Pomt4 parl)

(1) The decls:on of the Court shall be reasoned and will be given in wntmg within three months of
the end of the oral/written procedure. ‘

(2) The decision of the Court will be delivered in the language of proceedings:

© Article 51 : .
l Concurring or diséenting opinions (Council' WD: part I, Point 4, par 1)

(1) Decisions of the Court shall be taken by a majority of the panel. In case of equal votes the vote
of thé presiding Judge shall prevail.

2)In exceptidnal circumstances any member of the division may exp:féss his opinion separately

-from the majoﬁtyedee_isic'm, whether that opinion be concurring or dissenting.

3.

Article 52
Settlement

The parties may, at any time.in the course of proceedmgs, conclude their case by way of settlement
confirmed by a decision of the Court. The settlement cannot affect the vahdnty of a pdtent.
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" Article 53

Stay of proceedings

(1) A party shall inform the Court when it has requested ‘the European Patent Ofﬁce acoelerated
prooessmg in opposition procedures or before the boards of appeal The Court may stay proceedmgs

- when the European Patent Ofﬁce will apply the accelerated procedure and a rapid decision may be |
»expected (Council WD part II Pomt 4, par 2) '

' (2)The Rules of Procedure shall provide details on the stay of proceedings in.connected cases.

. Artlcle 54

‘ Publicatlon of declslons

"The Court may order, at the request of the applicant and at the expense of the infringer, appropriate

measures for the dissemination of the mformatlon concerning the decrsron, mcludmg displaying the

decision and publishing it in full or in part.

Article 55

‘Rehearing

(1) A petition for rehearing after a final decision’m'ay exceptionallf; be made to rhe Court of Appeal
on discovery of a fact which is of such a'nature as to be a decisive factor and which, when the

judgment was grven, was unknown te the party claiming the revrsron and only on grounds ofa

S fundamenta} procedural_dcfect or of an act which was held, by a final court decision, to constitute a

¢riminal offence.

(2) A request for a reheanng should be filed within /i tzme] and should not have suspensxve effect .

L

(3) If the request for a rehearing is founded the Court of Appeal may set aside, in whole or in part,

the decision under review and re-open the proceedings for a new-trial and decision.
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(4) Persons using patents ‘which are the subject-matter of a decision and who are actmg in good
faith should be allowed to contmue the use. '

Article 56

_ Enforc,ement of decisions

(1) Decisions of the Court shall be enforceable if they are no longer.subject to appeal or where the
Court declares a decision enforceable while, if necessary, sub]ect enforcement to the provision of
security. (Counczl WD: part I, Point 4, par3) )

(2) The order for its enforcement is appended to the deeision by the Court. Decisions shall "be

enforceable on the terfitories of the Member States according to the national procedures concerned:

(3) If a party does not comply with the terms' of an order of the Court, then this cpﬁld be sanctioned
with a periodic penalty payment payable to the Court. The individual fine should be proportionate
to the importance of the order to be enforced. The periodic penalty paymeni should be ordered v
without prejudice to the party's right to claim damages. -

- PART IV —~ TRANSITIONAL AND FINAL PROVISIONS

Article 57

Accession

_ This [instrament] shall be open to accession by [Member States of the European Economic Area |

and to other Contracting States of the European Patent Convention]. -

Article 58

Transitional Period

(1) During a transiti’onﬁl period of [three years] proceedings for infﬁngement or validity of a

‘European patent may still be initiated before the national courts or other competent authority of a

Member State havmg ]unsdlctxon under natlonal law which for that purpose shall continue to apply
to European patents effective in the Member States. (Council WD: Point 20, Bullet 1)
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*(2) Any proceedings pending before a natiphal court at the end of the transitional period shall

continue to be subject to the transitional regime.(Council WD: Point 20, Bullet 2)

'(3) In order to ensure that expenence is bemg built up in all Member States and without prejudice to

paragraph 3:Article 7, panels of local divisions in those Member States, where [within 10 years]
after the period referred to in'Afticle 60 during a penod of three successive years less than fifty

patent cases per calendar year have been recorded, shall consist of one member from the Member
~ State concemed and two members from the Pool of Judges having a dlfferent nationality.

[Alternatzve In order to ensure that axpenence is being built up in all Member States and without
prejudxce to Article 5 ‘those Member States, wiiere [within 10 years] after the period referred to in
Article 60 during a perzod of three successive years less than fifty patent cases per calendar year

‘have been recorded, shall j join a regional division. Such regional divisions shall comprisea -

sufficient number of Member Staies in order to ensure that they will dispose of a cntzcal mass of at

least fifly cases per year].

“) Holders of European patents gra.nted prior to the date referred to in Article 60 shall have the

. possibility to opt out from the application of Article 3. To this end they shall notlfy their opt-out to

the Registry by the latest one month before expiry of the transitional petiod.

5) Holders of European patents having made use of the opt-out foreseen by paragraph 4 shall. be‘.
entitled to w1thdraw their opt-out at any moment. In this event they shall notify the Registry

accordmgly

Article 59
Entry into force
[to be developed]

‘Article 60 ‘
‘Entry into operation .
[to be developed] -
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COUNCIL OF. Brussels, 28 Fehruary 2008.

THE EUROPEAN UNION
S 6985/08
Interinstitutional File:
2000/0177 (CNS)
P19
WORKING DOCUMENT.
from: Presidency
to: - Working Party on Intellectual Property (Patents)
-No. prev. doc.:__9399/04 P142 e .
No. Cion prop.: 10786/00 PI49 S
Subject' : Community patent: translation of claims and distribution of revenie from fees
Delegations will find in Annex, for discussion at the meeting on 12 March 2008; a Presidency
_ working document regarding the Community patent. A
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. COMMUNITY PATENT

The Commumty patent is a fundamental, but still mnssmg element of the EU’s industrial property
system. Together with the development of a patent Junsdnctlon for the Commumty, the cieation of |

the Commuinity patent tltle would provide users with.an optimal patent system to encourage

innovation and improve the COmpetmveness of the European economy.

 In its Communication to the Europeai Parliament and the Council (3 April 2007 COM (2007) 165 |
 Final) “Enhancing the patent system.in' Europe”, the Commission “is of the opinion that the creation

of a single Coﬁimunity patent continues to be'a key objective for Europe. The Community patent
remains the solution which would be both the most affordablé and legally secure answer to the
challenges with which Europe is conﬁ'onted in the field of patents and innovation. .

: The Commission con51ders that it should be possnble to find effective sclutions and it wnll explore

with the Member States how to i improve the language regime with a view to reduce translatlon costs
of the Commumty patent while increasing legal certainty for all, and in particular for the benefit of
SMEs. Possible options could involve fee reductions for SMEs or schemes allowmg for ﬂexxblllty
in the translatxon requirements”.

The Presidency wishes to relaunch efforts to cteate a Community patent, building on previous work
with the goal of ﬁ;lﬁlh'ng the long-awaited expectations of patent users in Europe.

To reach a global agreement on the Community patent, the Presidency intends to focus the Councll

discussion on two major subjects

—  the question of translation of patent claims and

- the distribution of revenue from fees paid to maintain the Community patent in force.
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I- TRANSLATION OF CLAIMS

The aim of the European Community must be the creation 6f a Community patent adapted tp users’
needs, in particular, as regards accessibility and cost effectiveness. On the one hand, it must be

recalled that one of the main criticisms of the Common Political Approach of March 2003 from the

‘majority of stakeholders was the translation arrangements for patent claims, including the high costs

involved. On the other hand, a Community Patent with a multllmgual character and the availability
of translations would facilitate access to patent mformatlon in pamcular, for SMEs and contribute to
the spread of technical knowledge and innovation throughout the EU, including in those Member
States where currently patent activity is low 'At the same time solutions have to be found Whlch
rcduce complex:ty and costs for the users and avoid legal risks. The followmg points shbuld

therefore be considered concerning translation arrangements for patent claims:

1.  The Community patent should have a unitary character and ensure umform patent protection
over the entire EU temtory ' '
2.  Thecost of the Commumty patent must be affordable in order to facilitate its use. by SMEs.
~ Moreover, the prooedure for translating claims must bé simple and ‘made easy for applicants, '

consistent with the EU's policies on simplification and “Better regulation”.

- 3. The proposed arrangements should ensure a high legal certainty of the Community patent.and

make it effectively enforceable, providing a strong element in the fight against counterfeiting,
wherever'it occurs in the EU. Moreover, the system must be consistent with the creation of &

‘ unified patent jurisdiction, where decisions should have effect for the whole of the EU. -

In view of these criteria, the Presidency proposes to 6rganise discussions between Member States

" on the Community patent on the basis of the fol!owingprinciples and options:-
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Common principles

Accessibility of the Community patent must reconcile the need for affordable costs for companies,
especlally SMEs, and the avaxlablhty of translations of claims in the languages of the Member

. States which require it. This means that we must strive for pragmatlc and realistic solutions that

address thls balance _

Given the current high cost and administrative burden of obtaining and"ﬁung translations in all
official EU languages, solutions could either involve reducing the number of translatlons required,
or provtdmg an easier, more effective way of performmg these translations.

Legal cértdinty of the Community patent

Only the language in which the patent is granted is, in principle’,'the authentic text and is legally
valid, as is already the case thh the European patent in accordance with the European Patent
Convention. This provides legal certainty and should also be the basis for the Community patent.

However, when they are submitted by the patent holder (as in case of Option 1),; translations of
claims can be considered in tnﬁingcment disputes concemning a Commuﬁity patent where there is a
difference between the translation of the claims in the national language and the language in which
the Community patent is granted, in particular where the cl_aiiris of the translation are narrower than )
the original text. This allows the iriterests of third parties, acti:tg in good faiﬁl, 16 be taken into
account. In any case, the protection of legitimate expectations of third parties can be ensured, in the
case of patent-related dlsputes, by requiring the patentee to produce-a full translation of the patent
should a dispute arise.

On the basis of these orientations, two options are foreseeable:
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Option 1: thie “flexible” Community patent

‘The revised proposal for a Regulation on the Community patent (document 7119/04 PI 28) provides

that when the patent is granted, the applicant-must submit a translation of the claims in all official
EU languages, unless a Member State walvcs the requlrcment fora translatlon mto its official
language(s) One option could beto provxde flexibility in thxs respect and to allow the patent holder

to submlt only a hm1ted number‘of translations. However, this would result in the Commiunity

.'patent only bemg enforceable against third pames in the territories of those Member States where a

translation of the claims into the relevant official language has been supplied. If a translation were

_submxtted at a later stage, the patent holder could only be awarded damagcs with effect from the

date on which this translation was filed.

This option could greatly 're@ui:e the cost of the Community patent for businesses by instituting a
“ﬂexible” Community patent. Holders would have the right to decide, on a patent-by-patent basis,
the extent of desired geographlcal coverage of protection and the translation costs they are willing

to mcur

" In addmon, costs could be further reduced by providing financial incentives for those Member

‘States who do not requlre a translation in their official language(s) in order to mcreasc the number

of patents for whlch protection is sought in their territory. ln practice, translation costs are in fact
high at present and in some Member States the translatlons themseIVes are rarely consulted by

businesses especially since they are avallal?le only after the patent is granted.

.Option 2: the Community. patent with tranislation pe!fofmed by a central service

While the first option would allow a reduction in translation costs by limiting the number of
languages for which translations need to be prdvided, a second opti(')n' should seek to simplify
translation procedurés and reduce costs and complexity in a way which would make it affordable to

have translations available in all official EU languag‘es:‘ '
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This-could be achieved by establishing a central service to carry-out translations for all required
languages. Applicants would no longer have to deal with translations, which would be taken care of
by the system. At the same time, they would have protection throughout the Commumty wnthout

~ having to take decisions on the extent of geographxeal coverage “The central service would make

use of existing techmcal_expemse and work already performed in automated technical translation,
such as'that at the European Patent Office (EPO). The system developed there currently functions
with certain language palrs and would be extended to melude all official EU languages before the
Community patent comes into operatlon “Some additional human support may, however, be:

' necessary for certam language pairs durmg a n'ansmonal period.

An automated translation system would involve the creation of databases of electronic dictionaries

- of technical terms directly linked to the International Patent Classification system. This would

ensure a highly precise translation of techmcal vocabulary, avoiding ambiguities where the same
word has a dxﬁ'erent meamng aecordmg tothe field of technology The creation of these databases
could benefit the European patent system as a whole and enhance the dlssemmatlon of patent
information in general. Not only would they improve the provision of information to the public at:
large in all official EU languages, but they could also be used by national offices and the EPO for
searching prior art in diffefent languages.

- Automated translation would be available to any interested party by a simple click via the website

of the central servnce concerned. The use of a central service combined with the electronic’
dictionaries would ensure; coherence of translations and, uSe -of terminology and contribute to their
informative value for third partnes ‘Translations would be available at an carly stage f ﬁ'om the
moment of the publication of the patent application, whereas one of the reasons why tradmonal
translations of elalms are rarely conisulted is that they are available very late, only months aﬁer the
patent has been granted. Furthermore, an automated franslation system would make it posslble to
process not only translations of the claims but also other parts of the patent, or of the patent in its
entirety, as well as of the supporting dochmentaﬁon‘ at the request of interested parties.
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Consequqhﬂy; it could ensure a truly multilingual patent and considerabl} enhanc‘e-ihe diffusion of
patent information throughout the EU and in all official EU languages. It should be clear, though,

| that such automated translations, by their very nature, could be for information purposes only and

could not produce any legiil effect.

The 'crgatib‘n‘ and ﬁaaiintenano‘e of such an automated translation system, énd in particulai', of
technical terminology databases, poul@lﬁe ‘supported by Communi_ty» funding to the extent
necessary, given the advantage to the patent system and its beneficial effect on the prometion of
innovation in the EU. Once the system and in particular the required databases are built up, the '
budgetary implicétidns for running the system are expected to be marginal in any event. 4
Furthermore, a financial incentive could be provided to those Member States who paiﬁcipate in the
sefting up b’fthé, system, in particyilar; the electronic dictionaries for their reépecﬁve languagés. |

I - DISTRIBUTION OF FEES

A second question which requires consideration is that of the distribution of revenug received from

the renewal fees for the Community Patent.

The Competitiveness Coungil studied this queStioﬁ in the context of'adoption of the commion
political approach on the Community Patent on 3 March 2003. '

Regarding the question of renewal fees, this approach comprised several different elements:

‘1.  The renewa] fees should be equivalent to the fees paid on an average European Patent, i.c. one

which covers about 8 Member States. In this way, the renewal fees for a Community Patent
offering protection over all thé EU territory would be lower than for.an average current .
European Patent. ' . _

2. The fees would be directly payable to the European Patent Office (EPO), which would be
responsible for granting the Community Patent. The EPO 'w_opld keep 50% of renewal fees to

cover the costs it incurs in processing the Community Patent.
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3.  The remaining 50% of renewal fees would be dlstrlbuted to National Patent Offices (NPOs)
of Member States. A distribution key would determine the allocation of these fees.

In the common polmcal approach of 2003, it was agreed that the distributior key should be based

_ona basket of fair; equitable and relevant criteria, which should reflect patent activities and the s1ze

of the market. They should also apply a balancing factor to be applied where Member States
currently have a disproportionately low level of patent activities.

The Presidency therefore proposes the following proeedure: .

¢ The Council should agree, as part of the package concerning the Community Patent, on the
relevant criteria for the level of rene\I;l fees and for the allocation of the 50% share being

distributed among NPOs. . - .

° A Select Committee comprising the European Commumty and all EU Member States would
be established. This committee shall, once the Communlty patent enters into force, nnplement
these criteria and fix both the level of|the renewal fees and the precise distribution key for

their allocation.

*  The Select Committee shall periodically review its decisions, taking mto account economlc‘

development and changes in patentin acnv1ty

The distribution of fees should be based on|an appropriate mix of different economic criteria such
as population and the evolution of patent activity in Member States. Some of these elements were
already included as criteria whén the Luxembourg Agreement relating to Community Patents was

- adopted in 1989. Although the current partition of fees and level of patent activity has to be taken as
2 starting point, the distribution key should take into account the fact that patent activity in those

Member States that currently have the lowest levels is expected to-increase over time. Moreover,
the current distribution of renewal fees in Member. States reflects the limited geograp!ncal coverage
of patents, given that the bulk of European atents cover a limited number of Member States.
Considering that the future Community patent will, in principle, cover the entire: EU territory, the
distribuition of fees should be balanced towards Member States which currently have the lowest
levels of validations. In addition to this baljneing factor, these criteria could include variables

concerning the stimulation and promotion of innovation.
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Furthermore, as set out in option 1 of the section above on translation of claims, a premium could
be provided f‘ot -in order to encourage Member States —tc; facilitate translation arrangements by
diSpgnSing with claim translations. Alternatively, as is set out in option 2 of the section on
translation of claims, provision could bemade for a premium for those Member States :
parti/cipating in the establishment of the automated translation servicé,-in particular the electronic

terminology dictionaries.

Itis pmpoSéd that the Council makes a definitive choice on the method and criteria used to
determine the level of renewal fees and the distribution key, with implementation in practice being
entrusted to the Select Committee. - (

-~
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Gorholt, Marion -

Von: Kemper, Jutta

Gesendet: Montag, 19. Mai 2008 10:45
An: Karchéf, Johannes

Ce: - Walz, Stefan _ .
Betreff: AW: Europaische Patentpolitik, DB bei Frau Ministerin am 20.05., Ergénzingsvorlage -

" Lieber Herr Karcher,
keine Bererkungen.
. Gruly Kemper

‘Von: Walz, Stefan ’
Gesendet: Montag, 19. Mai 2008 09:30
An: Bigink, Thomas; "Thomas Laut'; 'dirk.mirow
Cc: Kemper, Jutta

' \ -~ Betreff: WG: Européische Patentpolitik, DB bel Frau Ministerin am 20.05., Ergénzungsvoriage

Liebe Kollegen,

MinBoro und Herr Weis haben um eine aktualisierte Vorlage zur MinVorlage vom 22. 4. zur
Vorbereitung der DB gebeten. Anbei die von mir aberarbeitete und erganzte Fassung der von Herrn
Karcher gefertigten Vorlage mdBu Durchsicht und ggf. Rickmeldung von Anderungswanschen bis zur

. heutigen Mittagspause. Wir soliten die Vorlage heute um die Mittagszeit nach oben geben. :

Grufl .
Walz
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