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Von:- Poststelle (BMIV)

Gesendet: : Mlt’twoch 28. Januar 2015 14:36

An; Druckereu

Betreff: . “WG: Court fees sub group

Anlagen: 2801015 Collation of expert panel comments of court: fees consultatlon
. ' and assumptions doc.doc

1. bitte ausdrucken und die Anfage(n} einzeln heften. »
2. ans Hauptbiiro schicken.

Vielen Dank urid GruR, Faxstelle

~---Urspriingliche Nachricht-——

Von: Karcher, ichannes

Gesendet: Mittwoch, 28. Januar 2015 14: 31
~An: Poststelle (BMJV)

Botreff: WG: Coturt fees sub group

Bitte GG

Grul
Karcher

——--Ursprunghche Nachncht--v--‘

Von: Jacobi, Axel: : :

Gesendet: Mfttwoch 28; Januar 2015 13: 06
An: Karcher; Johannes _ st S
Bet,reff}_WG ‘Court fees sub-group‘ ‘ B

Auch dies will ich l_hnen nicht vorenthalten. -

GriiRe
.-\N

——-Urspringlichie Nachricht-
Von: Emily Jones {mail
Gesendet: Mittwoch,

An: Tracey Webb

Dear all;,

Please see the attached.'docume,nt;:~whlc‘hv_cqntains;é_llzt_h’_e':_,expen_pa,_,;ej;commehtis’ fof:,Quf;discqssgon this afternoon.
Speak to you all this afternoon,

Emily
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. ---—Ongmal Appomtment---—

dany , alie. Laura Starrs; 'Louise Petrelius';
Umﬁe ' Patent Court Taskforce

Subject Court fees sub group

When: 2 ary 2015 13:00:15:00 (UTC) Dublin, Edmburgh Lisbon, London.

‘Where Telecon / Conf-1G32

Dearali,

“ An appointment for our court feés discussion on Wednesday, I hope this time is okay for everyone (13:00 UK time,
14:00 CET).

To join the teleconference please dial: +44 (0)20 893 | (there are toll free numbers available please check the
attached pdf if you would be interestéd in using one of those.)’ :

:}You will then be prompted to input a PIN followed by the hash key. The PIN.Is:

Finally you will.be asked to state your name and then press the hash key. Once this is completed you will join the
teleconference

1 look forward to speaking to you all on Wednesday,

Emily

<< File: meetingzone'-numbers'p’df.pdf >5
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The followm document collates all comments recelved from the expert nelin
relation to: g

a) Draft rule 370 and explanatory note: (versuon 19)
b) Assumptions document (vers:on dated January 201 5)

The comments have been .org‘anised: under tOpic:ﬁeadihgs.
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Court fees consultation document — Expert panel comments (Jan 201 5)

General comments

e

b..

CB’s comments

These comments have necessarily focussed -or'\" negative aspects. because that is
what needs to be said. Overall however | welcome the proposals. The points | have
raised can all be addressed with adjustments — not by wholesale changes.

EP’s comments

that the Slgnatory States cghszde&_q it

stralghtfomard and predictable for«”’the us
This statem’entappearé-correct wi Spet e proposed Court fees
Claim for revocation
MT's comments

In' my opinlon, with the current proposal itis |ike|yAthat this balance will not be struck.

On:the contrary, the high level of the value-based fees risks to reduce significantly
the number of claims, above all the claims or counterclaims, for revocation. With this
in mind, it is necessary to balance, on one hand, the interest of the system to fund
the Court and the correspondent interest to maintain a high number of cases and, on
the other hand, not to discourage the SMEs to adhere to the system.

TEOVT

6| 40
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Court fees consultation document - Ekﬁé&,,fpahien-i,e.sﬁgﬁeﬁtga:an 2015)

The core toplc anyway, concerns the compatlbmty between the system described
and the two requirements. estabhshed by Artrcle 36 covenng Court's costs and
allowing SMEs to use it. These needs after all go hand in hand

RJ’s comments

i atso think that there will be a substantlal amoun of dlrect revocatron c!aims in the
Central Division. There are several reasons. Frrstly many compames may see this
as-a more attractive form of attack than the opposition system of the EPO. The latter
is far too slow the evaluation of evidence ‘is poor and you have to start the
proceedmgs (wrthm 9, months .of grapt).in many. cases long before ymiknow whether
the patent actualty impedes anything you want to do commefrdial »

will be much faster and a more attractive tribunal. Secondly iy’
consider that the patent stands in thelr way: may decide; g

belng Injuncted by an mterim"
patent out-of the way earlie
where you stand: before commg 0:
encourage “clearing the way". :
opposition system m the UK (an C
hugely. e . .

MT’s:'comnte_nts ‘
If a-patent turns out 4o t
patent resrsts

- patents,

Counterclaim for revocation = -

CB's comments

' respectfully disagree with the.  the questic n-of fees fora
counterclaim has anything’ ;atsbe ic hat the _ should be the
ability to have “simple plea of rnvatldlty" by_ he defendant tn_ an infrin n '
That suggestion is wrong Af: a “plea of mvahdlty" was appropnate mstead then that

7140
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‘Court fe‘e's consultation document ~ Expert panel comments (Jan 2015)

would involve a court decldlng that:a patent is inyalidsIf the ’court ‘comes to such a
conclusion it would be wrong not 1o revoke the patent “There is no merit in
distinguishing between a counterclaim for revocation @nd a plea of |nva||d|ty _
Therefore if no value based fee should be charged for “a simple plea of invalidity”
then no fee should be charged for a counterclaim for revocation. -

| don’t follow how a value based fee for a counterclaim for révocation would work. In
most cases the value of the infrlngement action to the patentee will be the same as
the value of the vahdlty of the patent. It will be the monopoly profit the patentee
earns for its goods. The effect of losing the: infringement claim on the patentee is
' that they will face competition. That is the same effect if the patent
) recogmse that in some cases the two effects may differ but | d¢
much in most cases. :

monopoly proﬁt in the market is €1 OM The vacl\ge

R rtwﬂ 4

€10M. So why should the court collect another v
sO. means that the fees are: really double what-‘they appear to
' hg ses? presume there is
bifurcation. Blfurcatuon en’rﬁ%;églé“ﬁ} theﬁ- PC but the fee system is not supposed
to be skewed so as to te sucﬁ‘;aistro% fncentlve in its favour. |
L v

. KG’s comrﬁents

Just a few obse'rv‘ation's;with regard to whether there should be a fee for a
counterclaim for revocation and; if yes, whether the fee should be reduced:

It seems'to' be clee'r'_from the point of view of the Agreement that there is only an
action for revocation or a counterclaim for revocation but no validity defense.

8|40
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*

action but the revocation of the patent A revocatio iffects ev'e'ryv nef in the market.
The dismissal of the infringement action is’ onty a (not the!) consequence of a
successful revocatton actron The counterclanm for. revocatton is.an-action not a
defense.

Court fees have to be paid not for defenses but for actions.

What is the value of an action or a counterclaim for revocation from an eoonomtc
point of view? It is the value of the patent that shall be revoked or, put it in another

way, the monopoly that is- glven by the patent or, to put itina th|rd way ﬂf\?Nhat people
have to pay when they | | ‘

a Iump sum of 25 % of thev lue
regard to the owner‘s use of th :

9140



1711.9-3145-2615
Court fees consultatuomdocumem»w Expeﬁzpanel‘“ comments (Jan 201 5)

[y

if a fee reduction is considered the fee still should be sigmﬂcant in order to avoid
counterclaims for revocatlon that are filed just to have a try but still keep the court
busy.

KM'’'s comments:

There is a strong body of opinion, at least in the UK, both amongst, practitioners and
users that there should be no value-based fee for a counterclaim fo %ocatlon The
justtﬁcatnorr for such a wew ts, as clearly stated in the Explanatgry pr

'\a\

proceedmgs -as dlstlnct from: mutuatmg p;eceedlngs
cases (such as most. pharmaceutical cases and tel &

.at issue) where-the combination of a fixed and
strong disincentive to defending the: proceediﬁgs,
| personally have sympathy for thls vie
may result in-a reduction in-
concerned : there will, as stated-aboye, e ery many more fixed fees for
counterclaims than is at prese sumed:
_ sd ‘pc’)nthe value of “the
his may require amendment in any event.

As French judge, | observe that a counterclaim for revocation is a mean of defense -
usedin 80% of the mfrmgement actnons It's sometlmes an-action of its own right:but
i's veryr rare in our caselaw.

This demand will have effect inter partes but also erga omnes if the patent is
revocated. '

10140



fixed fee to be as hlgh as the fee for the mfnnge T

- MT’s comments

1711.9-31-45-2015

Regarding that a big percentage of European patents. are nowadays revocated by

national courts, |t‘s a brg motlvatlon to grant the defendant a triue possrbmty usmg this
mean of defense .

And | understand that the German calculatlon of the i'valuevof the case is of no use

for the counterclaim of revocation because of the "erman bifurcation system iself.

Is there some caselaw about that ? If yes I'd be very | pleased to know it and also to
have more information about the German meth ¢ of;oalculatron of the value of the
case which is somethlng for me very opaque.

In the same way, it ‘d be very usefull to have a guideline to catculate the value of the .
case ; maybe not a gurdelme defined by the rop but a guidehne_l‘d scut?sed by the
judges themselves at the early beginnmng of the Court / -

Yied one
Le. has this

be a lower one.

Keepmg a fee for the/ ,}v

n dasé of ’a count'

|arge amount of both types o
(@)  Inall non-brfurcatmg junsdrctlons t k

counterclarm for revor
‘patents are mvahd or

11 40



Court fees cohéultation.doeumehth Expert panel comments (Jan 2015)

bifurcating countries where infringement is dealt with first such as Germany. The
reason is simple. If.a defendant is injuncted he may well not think it commercially
worthwhile to go on and contest the. patent — though even in Germany | believe Prof.
Harhoff and others have shown that no less than 15% of patents on which an
injunction is.granted are laterfound invalid.

On other thing which might be checked. The US has introduced via thee AIA, the
post grant inter-partes review. It is a way of attacking validity (and avoiding a juryl)
This has, | believe, a standard fee of $27,000 - and seems to be working well.

Claims for Revocation Fees. e
Should the fee for a cé FéVcation™ glaifd bett diffén
counterclanm‘? There are some who think so, the reason bemg

attack Ido not accept this
defending yourself and - gettmg a patent 0ut of
commercially much the same thing. '
The level of feesis however problematlc T

patent and have reaserf
. Because what may- it
essential that the.col

overde oints '% defence

UM'’s comments:

Winfried Tilmann has given good reasons why there should be a fixed fee and a
value based fee tor the counterclaim for revocation. In addition | would argue that a
mere fixed fee opens up the door to use the counterclalmjn each infringement case
as a standard reaction. With the: dlscussed set of fees fhis.would be avoided
because of the associated cost risk. -

AT AT TV

10
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Court fees consultation document - Expert panel comments {Jan 2015)

S ‘a\!“:.‘;‘
WT’s comments =~

ProposaiS'

.There should be a f xed fee and a value based fee for the counterciaim for |

revocation. .

However, the amount, in both cases, should be 25% lower than' the fixed fee and
25% lower than the value based fee respectively of the fees ford:e independent
revocation action (a 75%. fee) - R '

There should be no- change of fees,; if the countercialm atie ;a"l.i‘"at’ed'

* from the infringement action. (spiltiv-; bifurcation).

The costs of the infringement actlon and'th
should be decided upon:sep:
22.1 vaiue of the dispute s

Consequences

Il (page 6) for
. vvaiue-based fees l for revecatlon

-counter-clalms 0

on,

1340



EAEL N AR TR Sl R

1711.9-31-45-2015

Court fees consultation document — Expert panel oomments (Jan 2015)

The defendant in an-infringement action is excluded with a mere defence-argument
of nullity (contrary to Art. 32(1)}(a) UPCA), which would be perfectly. sufficient to
safeguard his own interest. He is obliged to raise a.counter-action for revocation in
order to serve the public interest in free competition. He Is partly used as a tool in the

public interest ("private attorney general”) to do-more than what would serve his own-.
purpose. The “objective interest of the filing party” (Rule 370.6) is supporting the -

action only partly. The other part is supported by the public interest-for which the
defendant should not be obliged to pay.

Now how to determine the value of the.“public interest:part™? The counterclaim for
revocation may be well founded, unfounded or even frivolous? ertamly, the
defendant's lnterest ts dominant. Afalr dlstnbutnon therefore, W €

fee) does not take account of the defendant's speciaj.;ptemst irpde
valuable patent in order to galn a very vatuable free, ket R :

inated exclusively by the
h, even |f an mfnngement

pufniiv 4 S

p Bl it oﬁ procedure. There is no reason

admin cost('?) On the other‘hand if the fee. appties to one "EP” (no matter how many
states are de5|gnated) then it could be unfair because it means that patentees with
patents designates a few states subsidise the owners of EPs which designate many
'states. Does the 50 000 assumptlon (Table 3) for opt outs in year 1 refer to national

It seems odd to have no “optin” fee at all since there will be an administrative cost.
If the admin costs is truly so small as to be hot worth collecting then that presumably

12
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1711.9-31-45-2015
Court fees consultation document — Expert panel comments (Jari 2015)

applies to opt out fees as well. A nil rate for “opt in” undermmes the tegltlmacy of a
non-zero fee for “opt out"

O 1 A T LI O Y
:g s s@»jfﬁq‘g‘ '&f"",?“ g

EP’s comments: - -

The fixed fee for the “Application for opt-out R
mind that the system needs a suffi cient number.of cases from scratch A fee in the
amount of € 80 or even less isnota b|g hurdle for optlng-out

KM's comments:

h:ghhghts that th
it impossible to justtfyvv€80 out and;€0 in. | .St
, reductlon for bulk elther way. '

13
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Court fees consuitation document — Expert panel cemm_ents (Jan 2015)

TF’s comments:

OPT-OUT FIXED FEE:
There are two options: zero fe

i ‘“Y&"\"?‘;Wi"‘" wmu L

Needless to say, users would. prefer the no-fee option. Those wnshmg to remain -
“outside the UPC shouldn’t be subsidising it.

Having said that, €80 is likely to come as a pleasant surpnse to mo
widely antrcnpate €1 00 -

Hb‘wever' evenf€80-.-i|s=--too highi itis more ha‘nt._ '

' earound €100M, then €80 opt-out is too hrgh
: *‘fre predicted. So, | cannot agree with Eugen Popp

yone opting out a number of EPs will soon mount up. A modest

_ por EPs would cost €8.000 to opt out everything, while a portfolio of
1.000 EPs would cost €80.000k. Thrs is notan mconsrderable penalty for remaining

in'a system you thought you'd boughit inta in the first pl‘

As the opt-out procedure wrll presumably be electronic, the admin cost could should
not increasé proportionally for multiple patents/applications. Specifically, a reduction
could apply when a batch of European patents/applications owned by the same
proprietor is opted out simultaneously.

14
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or more cases with a
rllustrated by the

One option would: be to have a reduced fee pe ""-case for'
cap on the fee at say 50 cases; perhaps using a trered approaf‘
following example:

[Noof patentslappl"" ation
opted out srmultaneously ,
(same proprietor) :
1- O cases 5 "~ | €80 per case

Fee

10 - 49 cases = €50 per case %@

50 or more cases

about this dlstmctron W
be worthwhile er_nphasrsiﬁg
_patent/application.

WITHDRAWAL OF OPT-OU

fee seems to be at od\ :

rs absorbed in the or‘i in:

4 ”Ifnumberv of EPs granted
i vi S 1.—0 years S0

17| 40
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Court fees consuitation document — Expert panel comments (Jan 2015)

» Adding cases filed in the transitional period could account for another EUR
140M (7yrs x 250k appllcatlons p.a. x EUR 100).

Hence,- projected revenues during vthe transitional phase:

No commenl;e

the amount.

KM’s comments

MC’s comnients : - -
Accumulatlon of actions as bases of flxed’fees

lam: wandenng if we have to separate the dxfferent stages of an actlon or to consider
an action in its totality.

Do we have to ask a fee for the apphcatuon to determine damages and application
for provisional measure ,-all filled in the UPC about the same infrigement action .
‘This concept is rather far from a French idea of a dlspute but | assume the fact that
fees have'to meet both the financing of the Court and a fair access to the Court.
And accumulation of fees even fixed fees, may be a huge obstacle for SMEs.

16
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' post grant mfer-partes review. ltisa way of attackmg va idity( ad Ly

WT’s.comments:

. Proposals

Al above)

1711.9-31-45-2015

B

Court fees consultation document - Expert panel comments (Jan 2015)

- RJ’s comments:

Fee levels |
I think these are about right. If a case'is worth more than €30r
have to be that hsght moreover the court should spend mor.

he th_e ‘fee does
than it would

for a smaller case pursuant to the proportlonaluty principle bunt into the rules. 'But-
such a figure does mean that the.fee reduction. rule is important for. genumely poor

SMEs.

i thfA, the
idingia i)
well,

Sibe woiki
@,

Fixed fees

The fee for a counterclalm e

17.
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Court fees consultation document — Expert panel comments (Jan 2015)

List of actions incurring fixed fees only

B AR LY LY R N CHR TS R

WT’s comments:

The list of 17 Rules for fixed fees Is not complete. Missing.are Rules 80.3, 97.2 and
206.5. They should be mcluded

Rule 371 also must be: amended There the following Rules are mtssmg and should -
be included: Rules 80.3, 88.3, 97.2, 207.8, 206.5, 250, 320.2, 333.3.and 356.2.

. \V
ble with respect to
. 5.5)" seems to be too low -
ber of cases from scratch. A
‘\\.J

I am wandering if we héye‘ to separate the different stages of an action or to consider
an action in'its totality. - _

Do we have to’ ask a fee for the application to determine damages and-application
for provisional measure , all filled in the UPC about the same infrigement action .
This concept is rather far from a French idea of a dispute but | assume the fact that.
fees have to meet both the financing of the Court and a fair access to the Court.
And accumutation of fees, even fixed fees, may be a huge obstacle for SMEs.

18
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K Court fees consultation document — Expert panel comments (Jan 2015)
MT's c_o_mmentsl S

Otherwise a. number of “less lmportant” ]udnclal actwltles oould have _higher fees
such' as protective letters, which will replace de facto precautfonary negatlve actions
of ascertalnment measures for the: preca tlon ry:

the Halian measure of the “descnptson i
a preliminary. evaluatlon by the judge.

yway eQinres an authonzatton and

The costs of other procedures and actlons appear to be quite reasonable and too
low in certain cases (Iodgmg a protectwe Ietter 200 E).

RJ’'s comments: .
Fee levels

| think these are: ‘about nght Hacasels worth mo

such a ﬁgure does mean that 1¢
SMEs. =
WT's comments v
Proposal Delete reference 16 Ch
Proposal The fee fo
5.000 €. The same

o :/\

 cost }almost

Reason The proce,_ l'év_ - -te
one-thlrd of the fee for the mam actlon

19
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Court fees consultation document Expert panel comments (Jan 2015)
. s \ ;sv. "l ;" N
Proposal: The fee’ for lnterlocutory appeals should be 7. 000 € in the proceedmgs
. pursuant Art. 59, 60, 61, 72 and 67 UPCA. It should be 500 € for the appeals in
proceedings pursuant Art. 49(5) UPCA (determination of another language). Caveat:
A fee for underiymg order is missing (proposal 300 €).

Reason The fee for appeals agamst orders pursuant to Art. 69, 60, 61, 72 and 67
UPCA should be slnghtly higher than the- fee B. . 2 (there, 5.000 € have been
suggested). The determination of language is for small parties mainly and a small -
matter. The applicant should not be burdened with a big fee. :

Proposal: The fee for Application for re-establishment of rights sholild be 1.500 €.

default the fee there is 1. 000 €

AN s o

Level of value based fees

CB’s comments

Given this is a (more orless) p e.sca!e of the estimates is

too fi ne gramed for lower va!ue mllllon) but too crude at the -
SMEs. ah SME w:th a small clatm the tmpact will be sxgnlﬁcant The

PE C fh the UK handles cases up to £‘/2M The same dtspute but

A,

; 'urlsdiptlen covers more states That sort.of claim would therefore attract a
k based fee of €15K on top of the €1 1K fixed fee.

b. Inthe mld range | suppose the levels are fine although | do believe they
will strike many users as very high.

c. Atthe top end the value based fees do not bear comparison with the scale |
of the celling on recoverable costs. This is a serious problem in my view.
Consider a case worth €30 million. The recoverable-costs ceiling is.
€500,000 but the value based fee is €220,000! Surely that is not sensible.

CEUERY AT L T, DR R
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rt panel comments (Jan 2015)

d. - .” Counterclalms for revocatlon are llkely fo be commonest in high value
cases. If there is to be in effect double the value fee for caseswitha
counterclaim thrs makes the ¢ mpariso éven more stark. How could the

court justrfy chargrng the lrtrga ts €440 00 when rt only permrts the winner
to recover €500 000 in legal oosts?

MT's comments

In all cases, determining the value of a single case, within such a detailed list of
 values, is very difficult: The value shall necessarily be only-approximate. Therefore it
could be better to reduce the number of levels establlshed by the il , expanding
the range of value of each level. In: addrtron l suggest reduoméf half hegamount of

level table lS suggested for adopt on
table of recoverable costs. :

As far as the value-based fees
unreasonably high values. As a mal
possibrhty to propose and pos i} ob

counterfertmg actlons are an exceptron m pat_ent lrtlgatlon because ey requrre that

’21

are, . by defi nrtlon related only to Germany (the nullity- actrons,r cross—border;‘
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Court fees consultation document Expert panel comments (Jan 2015)

only in-German territory) Since EU population is four times the one of Germany,
‘even considering that (West) Germany is one of the wealthlest areas in Europe,
these values have to be multiplied. at least by three. indeed, we must take into

account that the-value of the actions related to the whole territory of the Unitary
Patent (so more States and usually the most important) will be higher, even for those

concermng “traditional” European patents.

Thirdly, it is clear that we won't be able to precisely determine the value during the
preliminary phase, when this evaluation is actually expected. Therefore, it is
appropriate to establish a limited number of broad levels. 'We can imagine three
categories: normal disputes, without application of value-based feés;.disputes with a
higher value than the standard, with .an application of a fir ,cos’:*g
dlsputes with an exceptuonal vaju §7 ‘ithjapphcatlo‘n of’"a .jhlgh

Then, we will have to oonsider exceptlonal cases
after the adoptmn of border: measures. For these a
reduction in order to avoid disincentives tod Y
provided for in the governing EU Regulet'

RJ’s comments:

Fee levels
| think.these are abou
‘have to be that highf_’ :

the basis for calculating the value does require discussion. -For most of us who do
not practice in Germany this is a black art. | understand that the parties often reach
agreement but on what basis has ‘never ‘been clear to me.. Professor Timann says
the calculation is quite simple. If this is the case then simple guidelines (as proposed
in square brackéts in Rule 370.6) would I think, be welcomed by non-German
lawyers and judges

MT’s cc_mments

22
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Even if the Rules’ of Procedure establish (A 371) duty of the judge-
rapporteur, after.a debate between ies étermine the value of the dispute,
it may be advrsable to work out some rules to assess the value of. rnfnngement
proceedings. Of course the interim procedure mvolvmg the partres may . give the
judge the elements to take a decision for a reasonable value ‘which takes into
“account the interests of the partres i : »

The value of the dispute could be determmed on the basrs of drfferent elements the
value of the patentlpatents involved, the value of the alleged mfnngement and the
relevance and extension of the markel/markets rnvolved with: reference to the
product market and-the geographrcal one.

ef a dig"‘” ute -
2 IsRy

Because of all these elements, determlmng the precise valug %
a veg

interim procedure, e.g. before any activity to ascertaln vthe ca:
task. :

However we cannot thmk f any met

m the

valu%ﬁ?so as toy Uce foes. | think we should have a.
Etate tﬁe value but how it amved at that value

e

WT’s commen ts:

Proposal Delete the se _terlce m,_‘jracke, urdellnesfer

- assessingthevalueofacase. .~ . -

R_ea's_,ons:

23
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Court fees consultation decument - Expert panel comments (Jan 2015)
The “Declaration” calls for a fee .system which is “straightforward and predictable for
users” which means simple, not too complicated.

The Geﬁna‘n practice shows that parties normally agree on the value, with a little
help from the judges.

The calculation for the infringement ¢laim Is quite simple: First step: A value must be

attributed to each part of the claim (injunction, damages, information). Second step:
The values are added up showing the value of the action. (1) For the injunction-claim .

the loss of turnover and proﬂts on the side of the’ ‘Patentes (mctudmg the danger ofa
downwards dnven prlce spiral) and the explratlon date of the patentiare relevant 2)

somewhat hlgher than the value of the dn :
correlation, because the aspects to take: dhto. acco

;party representatwes if

re roe’ for thelr pay-atan hourly rate. -

now all that. Guidelines would not add more
-make things complicated and inflexible. They could
the Court to explore with its usual scrutiny the

CB s comments

The levels of rebate look OK aithough | ‘wonder if, fgr theghree glages, the rebate
might be lower at the early" stage and«hlgher laters= say: 56%»;*40% and 35%.. That -
way there is more incentive only to start cases you mean to pursue but a blgger
discount for avoiding an oral hearing

24
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Court fees consuitation document ~ Expert panel comments (Jan 2015)

KM's comments:

Thls seems to be a new proposal and rs de: igned b rmagrne to_encourage partles fo

These prowsrons [r370 7(f) and._, 8] are skeletal. If they are to remain then proper
procedures need o be set out enablmg for the court to exercise its discretionary
powers bearing in mind, in the case of Rule 370.8, to need to avoid a trial within the
trial.  Whether a particular fee in fact threatens the . eoonomlc exlvsgence of a party
seems to me potentially to be a complex issue.

MC's comments

fees have tovl cover these

lthmkthatrt s pref'”"‘ 3.

heard by a smgle ;u
for one: judge or three
: agam very far from

27| 40
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Court fees consultation document — E,)_(vpert;pane‘l comm‘ents (Jan 2015)

(salanes rent of buildings, IT) the savings, if any, never would justify reductions

between 25 and 65 %. Perhaps they could justify 2-5%. The costs of the Court are

mainly fixed costs, ‘not variable costs. Therefore, sadly, these arguments must be
dtscarded This leaves argument (3): motlvatuon

' The most |mportant cause for a premature end of the case is a settlement found by

wf" wit t dé?éftéglé*éf the Court, In those

between themselves Any reambursement thus, would end up (divided) wnth ‘both

parttes It would a'n egllgtble part of the value of the mam obllgattons undertaken by

the parties in the settiement. Therefore, the motwati }-im :

for reaching a settlement would be minimal. The relmb fisem
"wmdfall—proﬂt" .

. A" Withdrawal, -normally, is

- nent. T e cases enwsaged in Rule
370.7(e), first sentence wnll rarely happen: The cases envisaged in Rule 370.7(e),
second sentence Ioglcally, cannot arise.

Rule 370.7(f) is desngned to protect the reimbursement-system from misuse.
Possible misuse is another argument against such a relmbursement-system The
reference to the “stage of the proceedlngs is not necessary, because this is already
taken care of in the three stages “65-25%". “Conduct of the party” is no legal term.

26

xgnb_ursed The parties are -
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CB 's comments

| agree there is no reason to sin le -out»SMEs as such but thelr posltlon needs to be
considered in the eentext*eﬁhe‘-fées“fér Iower altie’cases: -

EP’'s comments:

1. Further, | suggest a clause correspondmg to § 144 of the Germw Patent.
statement : , ,

~
VhIS ﬁnanc:al posltlon As"é res;
be requ:red to pay the fees of hi

KM’s comments:.

29 40
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Court fees consultation document — Expert panel.'oomment}s’ (Jan 2015)

These provisions [r370.7(f) and .8] are’ skeletal. If they are to remain then proper
procedures need to be set out enabling for the court to exercise its discretionary
powers bearirig in mind, in the case of Rule 370.8, to need to avoid a trial within the
trial. Whether a particular-fee in: fa “,,atens;tha*eoonomio .existence of a party
seems to me potentrally to-be a comple

RJ's comments:

Reduction of fee for poor parties
I am favour of thrs though the present proposed wording of the rule i ‘nadequate. A

little cash

WT's commehfsr

Prop'osal: Delete e B

Reasons: ¢

The Agreement has: declded 16iper t an.e ’ the Court-fee-system and from

the obligation to carry the fees (¢a dvance and after the end of the

proceedings) only in the rt. 70 UPCA) for natural persons. The

UPCA has not ‘add Jform of a split value of the case for the

benefit of one o wh gis not a natural party (e.g. § 144 German

PatentG), a rul% had ‘Jso been contempiated when drafting the UPCA.

Already for this - : RGP, bound by the Agreement (Art. 41(1), second
] JPCi ywed to introduce a system of a case-by-case rebate

v-exrstence (when to be assumed'? deserved or undeserved’?) '
: hall reﬂect all:cirel aNces: .case’ (always necessary, not
material) again, “conduct of the party . '

Rule 377.1(b): that the action has reasonable prospect of success. And there is no
procedure as ‘in- Rules 375-382 on Legal Aid. Therefore, there- are . grave

incongistencies between Rule 370 8 on the one srde and Rules 375-382 on Legal
Aid on the other side.

Since the requnrements of Rule 370.7 are much wider thain_ those for Legal Aid, they
discriminate ‘against natural persons who cannot take advantage of Rule 370.7.

Therefore, Rule 3707 is m conflict with Art. 41(3), 42(2) and 52(1) second sentence,
UPCA.

28
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Court fees consultation document - Expert panel comments (Jan 2015) .

To state it frankly: Rule 370.7 is trying to circumvent the restriction  Legal Aid to

natural persons. This is clear from the fact that it is restricted to other persons than
natural - persons. Therefore, Rule 370.7 constitutes a ;breach} of the obligation
contamed in Art 41(1), second sentence, UPCA : ' :

UM’s comments:

| agree to the proposal:not: td“*dustaﬁg‘v.lish beiween SMESs' and other gartaesconcermng
fess. An assessment by the court whether or not the status as SME 18§ stiﬂed would
be most diffi cult if poss:ble atall. As there are no sanctlons agalnst mlsuse there is a

their SME status

Recoverable costs

CB’s comments

For the lower values (up to eeﬁ M,_f 00). Inthe UK

) to £0 5 M) s

El?f_',s-,:cornments; g :
In the »T"Expl'anator’y»th

“In this context: the “Declaratlon of the Contractmg Member States specif' fos
that the S:gnatory States cons:der that the fee sy_stem of the Court should be.

o
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Court fees consuitation document — Expert panel comments (Jan 2015)

This statement appears oorrect with respect the: proposed Court fees, but not
with respect to the recoverablé' "costs ofréprésentation per mstance and -
party”.

The preposevd.ranges of recoverable dosts of representation appear.much too
large, so that the recoverable costs are predictable only with respectto the
maximum amount of each range. ..

Irrespective of the proposed amounts | would prefer-a list of fees
coiresponding to list of Court fees, e. g. as follows:

'Value'~6fi ve.'f'.d'ispu'te - Ceiling fo reco

(million €)
\
0205 s hrmn]r |
050-075 : ﬁ? |
0,761 = 1,00 | % Upto27.500€.
1,01 < 1-,‘_5* < Up to 30.000 €
and so en_,
'Up to 100.000 €

hich a Court fee becomes due a separate value of dnspute or,
altematrvely a ﬁxed fee may be proposed and decided.

The fees to be actually paid by each party may differ from the above proposed
fees.

KM’s comments:

30
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exceptlon that for a drspute with the value of or
recoverable cost of representation has been reduced from €1m to €500 000 In my
view there will be a small number of high value cases where this ceiling is too low. 1t
should be borne mind that the court will decide what are reasonable and

proportionate costs in any event and therefore it is not necessary for this celllng to be
set at such-a low level. ; :

MC’s comments

LSRN

fill an applrcatron to.the Court ; and if the risk to- pay ahi o
defendand, if the SME loose- |ts case, is too high, 1
be garanted and we ‘AN loose a part of OUr users &

We have to find a scale of recovera' ,A
for small entrtres i

MT's comments

Even the ceiling for the re

~ proceeding: rarely depent
would be logical to es
,proceedmgs forthg

' Coun'l Svs Ge any value ratro shsuld be 4 mstead ,2 Also, l:he ceilings should change’
fo make tl"le J@alues “acceptable by the small partles who are no_t 'to be swred by the

follows , S
0 = 1.0: up to 1oo 000 (25% ofthe disputes)
1 ¢ 100:up 0 250, aoo (65% ofthe dlsputes),

3
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Court fees consultation ,_do:tf:ument;- Expert panel comments (Jan 2015)

The percent vélu_es have been obtained with reference to the German"exéerience. Even with
these changes bnly'25%> of the disputes would show recoverable costs which would not
scare a small entity. : , .

32
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Assumptions document - Expert panel comiments (Jan 2015)

2015 orgamsed bg topic a5

General comments

KM'’s comments '

The specific proposals for amending:Rule 370 are based on the es imates and

_assumptions which are helpfully set out in detail in the separate docd};,%{xt which has

been circulated. It seems to me that the Expert Panel could sp“' a‘huge amount of

time debating the correctness of the : assumptlons that have b_se \gré o

WT's comments: - e

Propbsal -Accept'iﬁgi"fcr“th,
cases in Year 8 (about'

Reasons. '

There wilt: be more

33
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Assumptions document — Expert panel comments (Jan 2015)

’

Table 2 - Detailed case load estimates

Specific issue: Counterclaim for révocation
CB’s éomments

The assumption that only a minority of infringement cases will mvolve a counterclaim
for revocation Is.surely wrong (whether it is 7% or 37%). That is not the experience
of the UK nor (l beheve) is it the expenence of any state in whlch a counterclaxm for

CF'’s comments

My instinctis that 7.5% as a percentage of the nyn ber ‘ a . AN
infringement act|on who wull cOuntercIaim is far_too.- vg. ln

-MC’s comments

| agree too. that 's what we see in Paris [80% counterclaims for revocation)].

34
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Assumptions document — Expert panel comments (Jan 201)

RJ’s comments.

| agree [with Chnstophe( Flo" ; .
revocation rate bemg foo Iow] o

arding75% counterolatm for

1 agree wnth the unanimous Opinlon of all the other members of: the expert panel in
saying that the cases with a counterclalm wm be at Ieast 80%

| would add this: experience in the EPO shows that there isa great tendency to

‘shower the tribunal with pieces of prior art which are each alleged to make the patent
invalid, Gy

Would it make sense to have a shding scale so that you have{ pa mor\‘nf yo scue
say, more than 3 pieces of prior art? N

WH'’s comments: L P
_ InNL 80 percent at least'fr
counterclaim for revocation'is filed] -

t actions where a

WT’s: comments

| agree. 80% of infringe
response to,ema:_ls‘f'

g [m

Other comments,

Proposals and Reasons

E Readjust Table 2, it Table 1is changed ;

_""'ble 3) (288
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Assumptions document — Expert panel comments.(Jan 2015)

4. The assumption for Action for compensation for license of right (for both fees) is
much too high. Transfer that item completely to Table 3 and assume 10in Year 8.

5. There should be. no‘value fee for Application to determine damag
is already paid for in the action on the merits. Transfer to Table 3: only. fixed fee. And
the figure should be 80% of all infringement cases, because the appeal woill
normally cover all ordefs given by the first instance.. -

6.. Table 2 assumes that all Appeals (120) will be both-fee-Appeals: This is not
correct. The relation should: be 213 of the number assumed in Table 1 (proposed
700).

WT’s comments:

Proposals— and Reasons:

by -T.able 2 (the .result;pf z__thv
remarks to Table 2.

Application- to preserve evidence: To assume 576 of 960 (Tablé 1) is too high. 1
would assum’e less than half: 400.

. Lodging of a protective letter: 40'is def‘ mtely too low. Every threatened defendant will
use lt 500 of 960 cases. - : . -

Prolong a protective-letter period: That number will be-much lower than 500. Assume
200. : )

36
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| Appeal for leave against a cost degcision:: 80 of 1 460 (see Table 1 Reason 2)is

much too low. Assume 300.

Discretionary review: The ﬂgure is far too high. | assume 10,

{ ,)‘?lone third would be 80.

Table 4 — value based fee distribution

CB's commerits

Thls proposes that in year 1'
million and in year 8 only-4:¢
even harder to predlqt-,tha
Pomts are , ‘

1 2 4 8 10 15 20 30 50 1007 (this P
value based fee sca!es ) =

39 40
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Assumptions document — Expert panel comments-(Jan 2015)

Table 5.— Fixed fee revenues -

WT’s comments:
Propos'als andf-Re'as‘ons

From first line down: to Other countercla ms: See- WT Comments on "Draft-Rules on

Court fees and reooverable costs Bl I

Counterclaim for revocation: 75% of the revocatlon fee See WT Comments on
"Draft-Rules on Court fees and recoverable costs" Al

All other fixed fees: See Table 2 and 3.

Tables 8-13 — reimbursements

- RJ's comments:
" Rate of settlement T ,
, withdraw or be subject to a
I think this is much too low. Only in
h common law cotntries the rate of
to use a 60% figure and even that may

38
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