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~ Dearcolleagues,

Firstly | want to thank Mr Schacht for the work in drafting the paper. | would just like to add that we have some
concerns with the proposed ceilings for recoverable costs of representation. Based on experience from patent law .
cases in Swedish courts they seem very low. The fact that a successful party in a case with a value of 500 000 € can
only recover 10 000 € doesn’t seem realistic due to the amount of legal and technical work which is requlred ina
‘patent law case. The proposed ceilings seem also unreasonable. For an SME with a strong case but with limited -
financial resources, the proposed ceilings may actually be.an cbstacle. In such a case, the economic burden for the
costs of representation. may be too heavy, which is not jn line with the intentions of the patent reform.

We look forward discussing this further and to hear from the rest of the group on how you perceive this.

/\*Best regards,
munse Petrelius
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Legal-Adviser -

Swedish Mlnlstry of Justice

-Division for Inteliectual Property Law and Transport Law
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Dear colleagues, : - -

'Please find attached my paper on couyrt fees and recoverable costs within the Umf‘ ed Patent Court-System. I' m
sorry for the little delay but the task proved to be more comprehensive than expected

Lo

" The Agreement on a Unified Patent Court as well as the provrsronal Rules of Procedure aI-ready contain rules on
. court fees and on recoverable costs. However, these rules are rather general and demand further elaboratlon

Accordlngly, with this paper | tried to outline key elements forthe establishment of a system of court fees and for
recoverable costs which are: (1) a schedule for fixed and value- based fees; {2) a rule for the assessmerit of the value
. of an action and (3) the determinatlon of re-coverable costs as well asan elaboration ofa celllng for them.
’ lf you have any questuon concerning this paper, please contact me at any time. I'm looking forward to your
comments and to the discussion in the team. Once we have agreed 'on the key elements | would voliinteer to come
B forward wrth a frrst draft proposal of the necessary prowsions to be again discussed and refined.inour team.’

| would apprecnate if you could 5end me your comments by

*4% 10 September 2013 *** - o o

Best regards

" Hubertus

Hubertus Schacht, MA.

Desk Offi icer / Publlc Prosecutor
Department for Patent Law and Utility Model Law Federal Ministry of Justice, Berlm

Mohrenstralse 37, 10117 Berlin
Phone: 0049 - 30 18 580-/
Fax: 0049-3018580-

~ Email;
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. Working-:GrOUp “Legal Fréméwo_rk_" ’
Teani4“Riiles'6i'Court Fees”

Key Elements for the Establlshment ofa$ ':ste‘_ of ,Court Fees and
Recoverable Costs - o

, In_troddction -

i WMS’@ >4 ég"éﬂ K/ v?’w,u T

Team 4 of the’ Working Group “Legal Framework” has to deal with court fees and with

recoverable costs. The relevant provisions in the Agreement on a Umﬂed Patent Court (in the
followmg “the Agreement") are Art. 36 (3), Art. 70 (court fees) and An 69 (recoverable costs).

These provisions are further elaborated in the 5t draft of the Rules of Procedure .of the -
. Unified Patent Court (in the following: “ROP”). '

" The mechanism ef court fees is laid down in Rule 370 and consists of two cemponents:*

Fixed fees (R. 370(2)(a) RoP) and value-based fees (R. 370(2)(b) RoP). In R. 370(2)(a) RoP

the actions for which a fee is.due are specified. R. 370(2)(b) RoP provides for a chart of the
fees due for disputes exceeding a certaih,_ value (value-based fee).. However, no-information
‘is given by the provisions as to how tg determine the value of the relevant action.

“In the RoP the recovery oficostsiis” figntisned: {R7AB0.R5P. According to'R. 152 (2) RoP.

the Administrative Committee shall adopt a scale for recoverable costs mcurred,by__the

su.coes'sful'peny, which shall set ceilings for such costs by reference to the value of the

dispute. Hence, the elaboration of precise arrangements for the scale is necessary.

Starting from the ebovementloned provnsnons the primary tasks of Team 4 “Rules in Court
Fees should be:

1. | Establishment of a scheédule for fixed and value-hased fees;

S.1
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2. Development of a rule for the assessment of the value of the actlon

3. Determlnatlon of recoverable costs and elaboratron of the cerhngs for recoverable '
costs. : . : “

A. Schedule for fixed aﬁd*ftiélﬁé-bafs‘éﬂf fégs

The Unified Patent Court shall according to Article 36 of the UPC Agreement be financed by

| its own resources while at the same time’ |t shall be accessible for all parlles mcludrng those
with limited financial resources. Thus, the court fees -should be set at an’ appropnate level.
_This consideration is reflected by the system of fixed and value based fees. While all users of
the Unified Patent Court should contribute to its financing, users having more significant
economic interests shoutd make a more significant contribution to the functioning of the ‘ U

Unified Patent Court. This thiought is also expressed by the contracting Member States in

their declaration on the occasion of the signing of the Agreement on a Unified Patent Court

(number 8). "The surtable mechamsm for this aim is a complementary’ value-based fee

system’ apphcab|e above a pre-defrned ceiling of a frxed fee. A gradual level of value-based

fees would -also allow for the aforementtoned request of the Contracting Member States,

forcing parties with more slgnrfrcant economlc interests to provide a reasonable and

proportronate contrrbution to the functlomng of the Unified Patent Court.

« In order to have an instrument to align the economlc interest of the parties to the fi naricial

._ support of the court system it seems reasonable to introduce fixed fees for average standard '
actions allowing in particular SME to litigate without beanng additional value based fees A
gradual increase of the level of value-based fees would ensure appropnate contribution in ,
-cases of higher vaiue. On the basis of data of claim-values i patent suits in Germany, value- N
based fees should not be paid until the value of dlspute exceeds half a mrltlon Euros. This is '
represented in the below chart '

Chanrt for fixed
. | Value of action (Mio.)
Level ol . from...to 5, Court fos
_ . N ’ e To be determined by the
fixed fee - 0- 0,50 1 Finance-Group
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With a threshold of G, 5 million Euro more than 25 % of all patent suits would be covered

The experience in German courts has shiown that nearly one quarter of the cases has a

value of up to 250.000 €. For European proceedings this value should be doubled regardmg
the Iarger. i.e. EU-wide scope of UPC judgements.. Therefore the amount from which the
value- based scale is operable should be doubled as well in order to ensure that the same
percentage of cases would be covered by fi xed fees.

A chart for value-based fees may be drafted as foliows:

Chart for vglge-g' ased fees:

Level Value of action (Mio. €) _ Cou rt fee
| . | _ To be determined bythe
LI 0,50 0,75 - Finance-Group
B B . . 1 Tobe determmedbythe
2 | _O,ZSf 1__.06 o S Finance-Group
R —; m-; . ] To be dstermined by the
3 _ 1 E- I Finance-Group -
| N | L | “To be determined by the
4 I - 15=20 _ Finance-Group
T " | To be determined by the
5 , 2-30 _ Finance-Group
T To be determined by the
6 1. 30-40 S ~ Finance-Group
T T '- To be determined by the =
7 ' Fixed amount for each additional 1 mio € o Finanoe-Gmup
exceeding a value of 4,0 -

The division into the different.levels considers tie' nuriber in which patent suits with a certain

" value are filed. So, levels 1 to 6 of the'vaiue based fees would represent approximately 68.%

of all law suits, Bearing in mind that the fixed fee would cover around 25 % of the cases all

togeth_er-about 93 % of the cases would be covered up to level 6 " Levet 7 which constitutes -

the last level would apply to less than 10 % of all law suit;,‘ only'.‘, According to the
aforementioned consideration that users with more significant economic interests should
prowde a correspondmg contnbutlon to the Unified Patent Court it seems approprlate to

establish for level 7 an extra amount for each additional 1 million € of claim value starting

$.3
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with @ value exceeding 4 million €. “This would.me'an that for example'the‘ plaintiff of a claim
of 7,4-million would have to pay the valued-based fee set out for level 6-and additionally four
tlmes the extra amount foreseen in level 7 of the table. _ - .

ga o

B. Development of a rule for the assessment of the value of the

" action t
Whether a value-based fee has to be paid depends in principal on two requirements: the
specific action and the value of the action. Only if the value of the action exceeds a certain
" amount, which is covered by the ﬂxed fee, the consequence of a value—based fee would be

activated. : SR o

In order to operate tne system of 'value-,ba_ée’d fees criteria for the assessment of the value of
’ the dispute are negessary. _
. . e I U

The value of a case would seem to most 'acouratelyv be captured with the c(iterion of the.
economic'interest which the party pursues with the action. The economic interest seems to '
be a proper, comprehensible and traceable criterion. It is fair for the partres to pay the more
fees the - higher their economic interest connected with the |n|t|ated action is. These
conslderatnons lead to the following suggestion for a general assessment of the value of an
action: ‘

“The assessment of the value of an action has to reflect the objective economic interest (

\
4

pursuedat the time of filing the action.” - B . L

Usually, the economic interest - differs from action to action. Therefore, a more preclse

oty

gmdance for the assessment of the value seems apprqpnate

" An action of infringenient can comprise sever'al different clain"\s sueh as a claim for injunctive
relief, a clalm for damages and a clalm for disciosure and account of profit arrived from
mfnngement As regalds a claim: for lnjunctlve rehef the plalntlff‘s ecohomic interest to. avoid
further mfrmgements should serve as criterion. By doing so, the remaining validity period of
the patent the sales of the plamtlff the mode and amount of the mfnngement and the danger
of repletion of infringement would be taken into account.

sS4

6110




1711.2-31-656-2013

- As regards claims for damages the criteria laid down in Art. 68 (5) of .the Agreement
 reflecting Article 13 of the Enforcement Directive 2004/48 should be relevant. These criteria

are (1.) the lost profit of the patentee, (2.) the unfair profit of the infringer or (3. ) a-lump sum

‘ generated on the basis of the royalties. or fees which a licensee would have been paid to the

patentee. The same applies to an application for determination of damages according to

Articles 125 ot seq. RoP.

The value-of a claim.for disclosur‘eénd account of profit arrived from infringement should be
calculated with 20 to 25 % of the value. of the main-claim (m;unctron and/or damages), which
shall be prepared with the claim for drsclosure and account of profit.

The value of a _claim for revocation may be estimated according to the pubiio interest in the

revocation of the patent in suit for its remaining validity-period. For this determination, the

- remaining validity of the patent as well as its sales figures or license-revenues in the past
‘would: be relevant. Where. an_iﬁfringemer)t suit is pending the economic interest would be

expressed by the value of the infringement action against whicr'r in this specific scenario the
revocation action is directed. if a party seeks a declaration for non-infringement (Art. 60 RoP)

" the value of this actlon would correspond to the value whrch an assumed lnfnngement would -

cause to the patentee
Oﬂeo in infring_emént cases the plaintiff applies not for a single remedy, but for a whole
bundle of them. In one infringement case an 'injunctive relief, a claim for damages and a
claim. for account of profit from infringement could be filed at the same time. In these
srtuatlons it is consequent to add the values of all-requests in order to calculate the whole
value of the dlspute Practice has shown that in first instance the claim for m;unction usually

~is the most important for. the plaintiff and hence contributes to up. 10 two—thlrds of the total
amount of the dispute. )

The value for p'ro'ceedings concerning provisional and orotective' measures could be

determined with a discount of one-third of the value of the main proceedlngs due to the fact’

that with an interim action no final declsmn is sought

In order to prevent that court fees ‘or"é patent law suit threaten the economic existence of a
party it could be considered to introduce a provision, 'which per’mits a party to apply to the
court to reduce the value of the case and consequently the amount of court fees accordrng to
its economic strength.

$.5°
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C Legal Costs to be borne by the unsuccessful Party

A r R ,’,”“"jv
Accordmg to Article 69(1) ‘of the Agreement the unsnocessful party shalt bear reasonable and
propomonate costs and other expenses incurred by the successful party. This is echoed by

R. 150 et seq. RoP. According to Article 69(1) of the Agreement this oblngatlon shall be

_ limited to a ceiling, which i is mentioned in the RoP (see also R. 152(2) RoP) However what.

“reasonable and proportionate” costs are within the meaning of the Agreement and the RoP
is not clear and has to be determined Hence, the issue of recoverable 'c'osts consists of two

paits: (1.) the specifi catton of which costs shall be recoverable and (2.) the determlnatlon ofa _

celllng for the recoverable costs.
1) Recoverable costs

_ Accordmg to R. 150 et seq. RoP the costs mcurred in the proceednngs by the Court as we||

:'75

as the costs of the successful pany are recoverabte In detail, the costs for simultaneous

mterpretatton;,wutnesses (R. 180 RoP), court experts (R. 188 RoP). experiments (R. 201
" RoP), ‘rogatory letters (R, 202 RoP), representation (R. 152 RoP), experts (R. 153 RoP),

witnesses (R. 154 RoP) and mterpreters and translators (R.. 155 RoP) of the party shall

" reimbursed.

-Addttnonalty, the aforennenttoned recoverable costs demand for further elaboratton espectally
as regards the costs for representatlon To this-end one could rely on an already established

practtoe in patent suits accordmg to which the expenses for both an attorney at law and a’

patent attorney usually are to be retmbursed ‘Also travel expenses are recoverable since it

should not matter whe-th_er the representatlve has his office in a country different from the

country where the law suit takes place. Further, the costs for the purchase of a sample of the

allegedly infringing product as well as the costs for-a.technical. expertise may be recoverable.

Likewise costs for the rese_arCh in order to assess the facts of an infringement or the nullity of
- a patent are recoverable. o

'~ 2) Ceiling for recoverable costs

As regards the ceilmg for the. recoverabte costs the first question is, whether all those costs

should be subject to a cethng Article 69(1) of the Agreement stipulates a- celllng for -
reasonabl_e and .proportlonate legal costs -and other expenses incurred by the successful

_ party”. R. 152(2) RoP provides the adoption of a scale of recoverable costs. The aim of a
cost-ceiling is a safeguard for the losing party against excessive cost burdens. The threat of

S.6
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such cost burderis does not emanate from costs incurred by the. court, but rather from the
expenises incurred by the other paty, especially the costs for representatives. The court fees

will not be an unreasonable and unpredictable cost factor. Further,. the reasonabtluty of

expenses of experts interpreters and translators already are governed by R. 153 and 155(2)'

~ RoP. Therefore and because the ﬁrst .paragraph of R. 152 RoP deals “with reasonable and

proporttonate costs for representatlon it seems appropnate that only these costs shall be

 subject to a cailing.

Having detemuned the costs: for WhICh & ceilmg has to be adopted in a second step itis .
necessary to think about the useful implementation. it is posstble to establlsh only one cerlmg'

for alt. However, such an approach would not seem to adequately take account of the fact
that costs incurred may differ according. to ‘the value of the case. Therefore, it .seems’

'preferable that the extent of recoverable costs depends on the value of the' dispute. That is
- why R..152(2) RoP" catls for a scale of recoverable costs settmg a ceiling for such costs by

reference to the value_ of the dispute. As a system of gradual Ievels already is proposed for
the establishment of a value-based fee-system, it seems reasonable to link the amount of

recoverable costs to these lévels. The linkage can be shown like this:

Chart for the g'[aduat level-system of recoverable ogsts linked to tne value of actions;

- .- e ﬂ%‘hﬁa T Ceiling for Costs of
) Level ) :r:;?. .tto (n: o) | Court fees . ) ;Representatio_n ;
fixed fee 0-050 - No yalue-based fee To be determined by =~
' ' Legal Group, Team 4
P_roposal:'up_to 10.000 €
1 ~0,50-0,75 - To be determined by -To be determined by '
o tne Finance'meUp - Legal Group, Team 4
) prdposal: up to 12.000 €
7 0.7617=1,00 | To be determined by To be determined by
| the Finance-Group' .1 Legal Group, Team 4
" ' Proposal: up t0'15.000 €
: iy ,u oA fes e o s _ :
3 1.01-15 To be determined by |  To be determined by
. the Finance-Group ' -Legal Group, Team 4 .
- : Proposal: up to 20.000 €

.7
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151320 | Tobedelerminedby | 1o be determined by . !
" the Finance-Group | Legal Group, Team 4 _
" | Proposal:upto25.000€ |
T 201- 30 | Tobe determined by | Tobe defermined by
: = the Finance-Group' |  Legal Group, Team 4
' | Proposal: up.to 30.000 €
"B1-40 | Tobedeferminedby | 7o be determined by
the Finance-Group |  Legal Group, Team 4
a Proposal: up to 35.000 €
1= _ | T 7o be '"dé{efminéd by _ " To be defermined by a0
 the Finance-Group | - Legal Group, Team 4 O
»
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